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§3.81

(c)(1) In order to request or take ac-
tion in a patent matter, an assignee
who is not the original applicant must
establish its ownership of the patent
property of paragraph (a) of this sec-
tion to the satisfaction of the Director.
The establishment of ownership by the
assignee may be combined with the
paper that requests or takes the ac-
tion. Ownership is established by sub-
mitting to the Office a signed state-
ment identifying the assignee, accom-
panied by either:

(i) Documentary evidence of a chain
of title from the original owner to the
assignee (e.g., copy of an executed as-
signment). The submission of the docu-
mentary evidence must be accom-
panied by a statement affirming that
the documentary evidence of the chain
of title from the original owner to the
assignee was or concurrently is being
submitted for recordation pursuant to
§3.11; or

(ii) A statement specifying where
documentary evidence of a chain of
title from the original owner to the as-
signee is recorded in the assignment
records of the Office (e.g., reel and
frame number).

(2) If the submission is by an assignee
of less than the entire right, title and
interest (e.g., more than one assignee
exists) the Office may refuse to accept
the submission as an establishment of
ownership unless:

(i) Each assignee establishes the ex-
tent (by percentage) of its ownership
interest, so as to account for the entire
right, title and interest in the applica-
tion or patent by all parties including
inventors; or

(ii) Each assignee submits a state-
ment identifying the parties including
inventors who together own the entire
right, title and interest and stating
that all the identified parties own the
entire right, title and interest.

(3) If two or more purported assignees
file conflicting statements under para-
graph (c¢)(1) of this section, the Direc-
tor will determine which, if any, pur-
ported assignee will be permitted to
control prosecution of the application.

(d) The submission establishing own-
ership under paragraph (b) or (c¢) of this
section must show that the person
signing the submission is a person au-
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thorized to act on behalf of the as-
signee by:

(1) Including a statement that the
person signing the submission is au-
thorized to act on behalf of the as-
signee;

(2) Being signed by a person having
apparent authority to sign on behalf of
the assignee; or

(3) For patent matters only, being
signed by a practitioner of record.

[77 FR 48825, Aug. 14, 2012]
ISSUANCE TO ASSIGNEE

§3.81 Issue of patent to assignee.

(a) With payment of the issue fee: An
application may issue in the name of
the assignee consistent with the appli-
cation’s assignment where a request
for such issuance is submitted with
payment of the issue fee, provided the
assignment has been previously re-
corded in the Office. If the assignment
has not been previously recorded, the
request must state that the document
has been filed for recordation as set
forth in §3.11.

(b) After payment of the issue fee: Any
request for issuance of an application
in the name of the assignee submitted
after the date of payment of the issue
fee, and any request for a patent to be
corrected to state the name of the as-
signee, must state that the assignment
was submitted for recordation as set
forth in §3.11 before issuance of the
patent, and must include a request for
a certificate of correction under §1.323
of this chapter (accompanied by the fee
set forth in §1.20(a)) and the processing
fee set forth in §1.17(i) of this chapter.

(c) Partial assignees. (1) If one or more
assignee, together with one or more in-
ventor, holds the entire right, title,
and interest in the application, the
patent may issue in the names of the
assignee and the inventor.

(2) If multiple assignees hold the en-
tire right, title, and interest to the ex-
clusion of all the inventors, the patent
may issue in the names of the multiple
assignees.

[69 FR 29879, May 26, 2004]
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