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(f) Oral hearing, if requested, of argu-
ments on the record and merits cor-
responds to oral summation in court
proceedings.

(g) The Trademark Trial and Appeal
Board’s standard protective order is
automatically imposed in all inter
partes proceedings unless the parties,
by stipulation approved by the Board,
agree to an alternative order, or a mo-
tion by a party to use an alternative
order is granted by the Board. The
standard protective order is available
at the Office’s Web site. No material
disclosed or produced by a party, pre-
sented at trial, or filed with the Board,
including motions or briefs which dis-
cuss such material, shall be treated as
confidential or shielded from public
view unless designated as protected
under the Board’s standard protective
order, or under an alternative order
stipulated to by the parties and ap-
proved by the Board, or under an order
submitted by motion of a party grant-
ed by the Board. The Board may treat
as not confidential that material which
cannot reasonably be considered con-
fidential, notwithstanding a designa-
tion as such by a party.

[80 FR 13193, Oct. 16, 1965. Redesignated and
amended at 37 FR 7606, Apr. 18, 1972; 48 FR
23136, May 23, 1983; 72 FR 42259, Aug. 1, 2007;
81 FR 69975, Oct. 7, 2016]

§2.117 Suspension of proceedings.

(a) Whenever it shall come to the at-
tention of the Trademark Trial and Ap-
peal Board that a civil action, another
Board proceeding, or an expungement
or reexamination proceeding may have
a bearing on a pending case, pro-
ceedings before the Board may be sus-
pended until termination of the civil
action, the other Board proceeding, or
the expungement or reexamination
proceeding. A civil action or pro-
ceeding is not considered to have been
terminated until an order or ruling
that ends litigation has been rendered
and noticed and the time for any ap-
peal or other further review has ex-
pired with no further review sought.

(b) Whenever there is pending before
the Board both a motion to suspend
and a motion which is potentially dis-
positive of the case, the potentially
dispositive motion may be decided be-
fore the question of suspension is con-

§2.119

sidered regardless of the order in which
the motions were filed.

(c) Proceedings may also be sus-
pended sua sponte by the Board, or, for
good cause, upon motion or a stipula-
tion of the parties approved by the
Board. Many consented or stipulated
motions to suspend are suitable for
automatic approval by ESTTA, but the
Board retains discretion to condition
approval on the party or parties pro-
viding necessary information about the
status of settlement talks, discovery
activities, or trial activities, as may be
appropriate.

[48 FR 23136, May 23, 1983, as amended at 63
FR 48097, Sept. 9, 1998; 81 FR 69975, Oct. 7,
2016; 86 FR 64330, Nov. 17, 2021]

§2.118 Undelivered Office notices.

When a notice sent by the Office to
any registrant or applicant is returned
to the Office undelivered, including no-
tification to the Office of non-delivery
in paper or electronic form, additional
notice may be given by publication in
the Official Gazette.

[81 FR 69975, Oct. 7, 2016]

§2.119 Service and signing.

(a) Except for the notice of opposi-
tion or the petition to cancel, every
submission filed in the Office in inter
partes cases, including notices of ap-
peal to the courts, must be served upon
the other party or parties. Proof of
such service must be made before the
submission will be considered by the
Office. A statement signed by the at-
torney or other authorized representa-
tive, attached to or appearing on the
original submission when filed, clearly
stating the date and manner in which
service was made will be accepted as
prima facie proof of service.

(b) Service of submissions filed with
the Board and any other papers served
on a party not required to be filed with
the Board, must be on the attorney or
other authorized representative of the
party if there be such or on the party
if there is no attorney or other author-
ized representative, and must be made
by email, unless otherwise stipulated,
or if the serving party can show by
written explanation accompanying the
submission or paper, or in a subsequent
amended certificate of service, that
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§2.120

service by email was attempted but
could not be made due to technical
problems or extraordinary cir-
cumstances, then service may be made
in any of the following ways:

(1) By delivering a copy of the sub-
mission or paper to the person served;

(2) By leaving a copy at the usual
place of business of the person served,
with someone in the person’s employ-
ment;

(3) When the person served has no
usual place of business, by leaving a
copy at the person’s residence, with
some person of suitable age and discre-
tion who resides there;

(4) Transmission by the Priority Mail
Express® Post Office to Addressee serv-
ice of the United States Postal Service
or by first-class mail, which may also
be certified or registered;

(5) Transmission by overnight cou-
rier; or

(6) Other forms of electronic trans-
mission.

(c) When service is made by first-
class mail, Priority Mail Express®, or
overnight courier, the date of mailing
or of delivery to the overnight courier
will be considered the date of service.

(d) If a party to an inter partes pro-
ceeding is not domiciled in the United
States and is not represented by an at-
torney or other authorized representa-
tive located in the United States, none
of the parties to the proceeding is eligi-
ble to use the service option under
paragraph (b)(4) of this section. The
party not domiciled in the TUnited
States may designate by submission
filed in the Office the name and address
of a person residing in the United
States on whom may be served notices
or process in the proceeding. If the
party has appointed a domestic rep-
resentative, official communications of
the Office will be addressed to the do-
mestic representative unless the pro-
ceeding is being prosecuted by an at-
torney at law or other qualified person
duly authorized under §11.14(c) of this
chapter. If the party has not appointed
a domestic representative and the pro-
ceeding is not being prosecuted by an
attorney at law or other qualified per-
son, the Office will send correspond-
ence directly to the party, unless the
party designates in writing another ad-
dress to which correspondence is to be

37 CFR Ch. | (7-1-23 Edition)

sent. The mere designation of a domes-
tic representative does not authorize
the person designated to prosecute the
proceeding unless qualified under
§11.14(a) of this chapter, or qualified
under §11.14(b) of this chapter and au-
thorized under §2.17(f).

(e) Every submission filed in an inter
partes proceeding, and every request
for an extension of time to file an oppo-
sition, must be signed by the party fil-
ing it, or by the party’s attorney or
other authorized representative, but an
unsigned submission will not be refused
consideration if a signed copy is sub-
mitted to the Office within the time
limit set in the notification of this de-
fect by the Office.

[81 FR 69975, Oct. 7, 2016]

§2.120 Discovery.

(a) In general. (1) Except as otherwise
provided in this section, and wherever
appropriate, the provisions of the Fed-
eral Rules of Civil Procedure relating
to disclosure and discovery shall apply
in opposition, cancellation, inter-
ference and concurrent use registration
proceedings. The provisions of Rule 26
of the Federal Rules of Civil Procedure
relating to required disclosures, the
conference of the parties to discuss set-
tlement and to develop a disclosure and
discovery plan, the scope, proportion-
ality, timing and sequence of dis-
covery, protective orders, signing of
disclosures and discovery responses,
and supplementation of disclosures and
discovery responses, are applicable to
Board proceedings in modified form, as
noted in these rules and as may be de-
tailed in any order instituting an inter
partes proceeding or subsequent sched-
uling order. The Board will specify the
deadline for a discovery conference, the
opening and closing dates for the tak-
ing of discovery, and the deadlines
within the discovery period for making
initial disclosures and expert disclo-
sure. The trial order setting these
deadlines and dates will be included
within the notice of institution of the
proceeding.

(2)(1) The discovery conference shall
occur no later than the opening of the
discovery period, and the parties must
discuss the subjects set forth in Rule
26(f) of the Federal Rules of Civil Pro-
cedure and any subjects set forth in the
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