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ter in dispute exceeds the sum or value of two thousand dol-
lars, exclusive of costs.” This has always been held to mean 
a property value, and without the fact of value being shown 
on the record, or by evidence aliunde, the court has no juris-
diction to hear or re-examine the case. The cases of Weston 
vs. The City Council of South Carolina, (2 Peters, 449,) and 
Holmes vs. Jennison, (14 ib., 540,) referred to, were brought 
up from State courts under the 25th section of the judiciary 
act, in which case no value is required. We do not doubt but 
that the order discharging; the defendants was a final one, and 
that the only objection to the jurisdiction is the one above 
stated.

Judgment dismissing the cause for want of jurisdiction.

Moff itt  vs . Garr  et  al .

1. The surrender of a patent under the 13th section of the act of July',
1836, in judgment of law, extinguishes it—is a legal cancellatio a 
of it, and no right can afterwards be asserted upon it.

2. Suits pending for an infringement of such a patent fall with its su •
render, because the foundation upon which they were commence d 
no longer exists.

3. But moneys recovered or paid under a patent previous to its surrender
cannot be recovered back afterwards.

Erroi to the Circuit Court of the United States for the south-
ern district of Ohio.

The plaintiff in error, who was also plaintiff below, filed a 
declaration in case against defendants in error, for the in-
fringement of letters patent of the United States, granted to 
him November 30, 1852, for an improvement in grain separa-
tors. This declaration was filed March 22d, 1859. On the 
25th of October following, one of the defendants filed the fol-
lowing plea: “And now comes the said John M. Garr and 
says that the said John R. Moffitt ought not further to main-
tain this action against him; because, he says, that since the 
commencement thereof and before the 17th day of May, 1859,
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to wit, on the day of , the said John R. Moffitt surren-
dered to the United States the patent before that time issued 
to him, and for the alleged infringement of which this suit is 
brought, and this he is ready to verify. Wherefore,” etc. To 
this plea the plaintiff demurred, and the court overruled the 
demurrer. Judgment for defendant. The plaintiff took this 
writ of error.

Mr. Lee and Mr. Fisher, of Ohio, for plaintiff in error 
There may be a surender of letters patent which is not made 
for the purpose of reissue under the 13th section of the act of 
July 4,1836. The plea does not aver that the plaintiff’s patent 
was surrendered under, or by virtue of, the 13th section of the 
patent act; nor does it aver that it was surrendered for the pur-
pose of obtaining a reissue; or that it was surrendered because 
of a defective or insufficient description or specification; or 
because the claim was too broad; or because the patent was 
from any cause void or voidable; nor even that the patent 
was cancelled.

The question of the right of a patentee to surrender his pat-
ent, before the act of 1836, and independently of any statute 
authorizing him to do so, was fully considered in the discus-
sion of the case of Grant vs. Haymond, (6 Peters, 218;) but 
neither the court, nor either of the distinguished counsel, 
seemed to doubt, for a moment, that he possessed such power. 
Batten vs. Taggart, (17 How., 74.) If the right to make such a 
surrender exists independently of any statute, the making of 
the surrender does not imply or involve any statutory or other 
defect in the patent. And where a patent has been so surren-
dered or abandoned, an action may still be maintained for in-
fringements committed before the surrender or abandonment. 
If the patentee surrenders his patent at the end of six years, it 
is the same as if it had been originally granted to him for six 
years, and that, for violations of his exclusive privileges com-
mitted during those six years, his remedy is as complete as if 
the patent had stood to the end of his term. It would seem 
as if»this proposition did not admit of doubt or argument. If 
the surrender of the patent vacates it from the first, then the
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patentee has been a trespasser from the beginning. He may 
have been the first and original inventor of a useful improve-
ment; his patent may have been regularly issued; it may have 
been tested and declared valid in the courts of last resort; and 
his right to enjoy his monopoly to the end of the full term 
may have been indisputable. Yet, if he surrenders the latter 
half of that monopoly to the people, he renders the first half 
void. He ought to be compelled to refund every penny he had 
received as patentee, whether peaceably or by the judgment 
of a competent tribunal. This would be monstrous. But, if 
he has any rights under the first half of the grant, he is enti-
tled to full rights. If he is entitled to keep the pay received 
from those who have used and paid, he is also entitled to de-
mand and recover his pay from those who have used and not 
paid. He might have brought and maintained such an action 
before the surrender. Why not as well afterward, when suits 
may be brought any time within six years after the expiration 
of a patent for infringements committed before? The right 
of the patentee, we insist, is not divisible. That portion of it 
which is in possession is no more legal than that which re 
mains in action.

The application of these principles to the present case is ob-
vious.

The plea avers a simple surrender of the patent, made two 
months after an action had been actually brought to recover 
damages for a previous infringement. It does not aver can-
cellation or reissue. The court, by overruling the demurrer, 
held such a plea to be a bar to such an action. We think the 
error obvious, upon the principles above set forth.

But if this surrender were, in fact, made under the authority 
of the 13th section of the act of July 4,1836, and only by virtue 
of that section, then we maintain: A surrender of a patent for 
correction and reissue, by virtue of the statute, does not render 
the patent void ab initio. If the patentee still cho.oses to risk a 
suit upon the original patent, he may recover upon it for in-
fringements committed before it was surrendered. In support 
of this proposition we submit the considerations just urged
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If the patent is vacated from its issue, then every exercise of 
exclusive ownership has been illegal. If not, then infringers 
ought, at least, to be compelled to pay that which honest men 
have been willing to give the patentee.

This court has, as it seems to us, expressly refused to affirm 
the English doctrine, that a surrender and reissue vacated the 
original patent. Shaw vs. Cooper, (7 Pet., 314;) G-rant vs. Ray-
mond, (6 Pet., 220.) See also Ames vs. Howard, (1 Sumner, 
488;) Stanley vs. Whipple, (2 McLean, 37;) Woodworth vs. Stone, 
(3 Story, 753, 754;) Woodworth vs. Hall, (1Wood & Minot, 257;) 
Eastman vs. Bodfish, (1 Story, 529.)

But, again: It is urged, and as the main objection, that, by 
the very act of surrender, under the statute, the patentee admits 
that his original patent is void, and, therefore, he is estopped 
from asserting its validity in a suit for its infringement.

To this we answer, that he makes no such admission, even 
by the act of statutory surrender.

The 13th section provides, “ that whenever any patent which 
has heretofore been granted, or which shall hereafter be granted, 
shall be inoperative or invalid by reason of a defective or in-
sufficient description or specification, or by reason of the pat-
entee claiming in his specification more than he had or shall 
have a right to claim as new, if the error, &c.”

A patent, then, may be reissued, if it be—1st, inoperative; or, 
2d, invalid. Looking to what follows, the word “inoperative” 
manifestly refers to the defective specification, and the word 
“invalid” to the claim of “too much,” which, under the act 
of 1836, rendered the patent absolutely void.

A patent “inoperative” because of a “defective or insuffi-
cient” specification is not necessarily void. The specification 
may not describe the invention as clearly as might be desired, 
or so comprehensively as to cover a particular evasion of the 
patent, or it may fall short of describing the whole of the in-
vention, illustrated by the model and drawings. In such case, 
this court (Batten vs. Taggart, 17 How., 84) held that the pat-
entee had a right “to restrict or enlarge his claim, so as to give 
it validity and to effectuate his invention.”
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But an enlargement of tne claim is a claim for something 
more; and if such a claim be valid, the original claim must he 
valid also, for “the greater includes the less.”

The history of the litigation upon patents shows that many 
patents have been surrendered and reissued after they had 
been the subject of fierce controversy, and had repeatedly been 
declared valid by the courts of the United States. The valid-
ity of the famous Woodworth patent had been established in. 
Massachusetts and Ohio. See Brooks vs. Bickwell, (3 McLean, 
250 ;) Washburn vs. Gould, (3 Story, 122;,) Woodworth vs. Sher-
man, (3 Story, 171.) And yet the patent was afterwards reis-
sued. Woodworth vs. Stone, (3 Story, 751;) Woodworth vs. Ed-, 
wards, (3 Wood & Minot, 136 et seq.')

So also with the Howe Sewing Machine patent.
The plea having averred surrender only, but not cancella-

tion, the court could not know judicially but that the original, 
patent was still in existence. The acts of surrender and can-
cellation are distinct, and are so recognised by the court in 
the case of Batten vs. Taggart, (17 How., 80.)

Mr. Stanbery, of Ohio, for defendant in error. I will 
consider, in their order, the grounds for reversal relied on by 
the plaintiff.

1. “ That there may be a surrender of letters patent, which 
is not made for the purpose of reissue, under the 13th section 
of the act of July 4, 1836.”

It does not seem of any moment to consider whether there 
may not be a surrender, under that 13th section, without a re-
issue ; for if such surrender is allowable, as the plaintiff 
alleges, still it is a surrender under that section ; and the ques-
tion remains, as to the effect of the surrender.

The plaintiff argues, that there may be a surrender independ-
ently of the statute, and that such a surrender would not ne- 
nessarily imply that the patent was invalid. In support of 
this position, Grant vs. Raymond (6 Peters, 218) is cited.

No such question arose in that case, for the surrender in that 
case was in virtue of the statute then in force. The real ques-
tion was as to the new patent issued after the surrender; for
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the statute then in force only provided for a surrender, and 
did not expressly authorize the reissue.

I find it difficult to understand what the plaintiff means by 
a surrender of a patent, independent of the statute. A pat-
entee may, herhaps, (though it is by no means clear,) destroy 
his patent by cancellation. That is his own act; but he can-
not surrender bis patent to himself. The act implies a party 
capable of receiving the surrender.

Now, what is alleged in our plea is a surrender to the United 
States—that is, to the party from which the grant emanated. 
This sort of surrender is authorized by law, and it is the only 
sort of surrender contemplated by the statute. We have, 
therefore, under this plea, nothing to do with any other sur-
render than that authorized by the statute.

It is further claimed by the plaintiff, that “ a surrender, un-
der the 13th section, does not render the patent void ab initio. 
If the patentee chooses to risk a suit upon the original patent, 
he may recover upon it for infringements committed before it 
was surrendered.”

I do not consider it necessary to go into the inquiry whether, 
for all purposes and in all aspects, the original patent, after its 
surrender, is to be considered as void from its inception. We 
are only concerned, in this case, as to the operation or effect 
of the original patent as a cause of action, or a continuing 
cause of action after the surrender. We do not aver that, at 
the commencement of the suit, the plaintiff’s patent was void; 
but we merely say, that, after the suit was brought, the plain-
tiff surrendered his patent. This the plaintiff admits. What, 
then, is the effect of a surrender upon an action pending at the 
time of the surrender ?

The surrender is to be allowed when the patent “ shall be 
inoperative or invalid by reason of a defective or insufficient 
description or specification, or by reason of the patentee claim-
ing in his specification, as his own invention, more than he 
had, or shall have, a right to claim as new.”

These are the conditions on which alone, according to the 
statute, the surrender is authorized. When, therefore, the pat-
entee avails himself of this permission, he must be taken to
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admit that his patent is inoperative or invalid, at least until 
there is some averment to the contrary.

But further, the act of surrender extinguishes the right of 
action so far as the old patent is concerned, for there is no res-
ervation of any right, either for prior or subsequent infringe-
ments, or for actions pending, to be asserted upon the old 
patent after the surrender. The only right saved is under a 
reissue, and in virtue of the new patent, and this new right is 
confined by the express terms of thè statute to “ actions here-
after commenced for causes subsequently accruing.” In the 
case at bar, the plaintiff counts upon a cause of action which 
accrued prior to the surrender; but the only rights which 
survive the surrender, survive alone by virtue of the new 
patent. Consequently, if the new patent does not sustain the 
pending action, the old one cannot have that effect.

In the case of Woodworth vs. Stone, (3 Story’s Rep., 749,) a 
question arose upon the effect of a surrender and reissue pen-
dente lite. The case was upon a bill for an injunction. Judge 
Story held that the case might proceed, notwithstanding the 
surrender or reissue, to prevent future and threatened infringe-
ments, and carefully distinguishes such a suit from an action 
at law, which only regards the past.

I do not find that the precise question now under considera-
tion has been decided by this court. In Stimpson vs. Westches-
ter R. R., (4 How., 402, ) the court say : “ The charge of in-
fringement in the declaration is laid some years after the new 
patent, so that the question does not arise whether an action 
could be sustained for a violation of the right prior to the cor-
rected patent.”

The case from which the above quotation was made arose 
under the 3d section of the act of 1832, which first provided 
for a reissue. It will be found that it did not contain the pro-
vision contained in the 13th section of the act of 1836, confin-
ing the new patent to “ causes subsequently accruing,” and it 
would seem that this provision was added to settle any ques-
tion which might arise upon the act of 1832.

In the case of Batten vs. Taylor, (17 How., 74, ) the court
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came very near to a decision of this question, for it is said: 
“ The plaintiff, by a surrender of that patent and the procure-
ment of the patent of 1849 with the amended specifications, 
abandoned the first patent, and relied wholly on the one re-
issued.”

Mr. Curtis, in his Treatise on Patents, (sec. 255,) seems to 
take it for granted, that, after the surrender, the infringement 
must be subsequent.

See also Ames vs. Howard, (1 Sumner, 482, 488.)
The counsel for the plaintiff cite the case oi Eastman vs. Bod-

fish, (1 Story, 529.) That case has no relation to a surrender. 
It was a suit upon an extended patent, and simply decides that, 
as the time laid for the infringement fell within the time of 
extension, the plaintiff could not rely upon an infringement 
prior to the extension, but must be confined to the time laid 
in the declaration. Nor does the case decide that if the time 
had been laid prior to the extension the plaintiff might have 
recovered. However that may be, a patent extended is quite 
another thing from a patent surrendered.

I find only one case in the English books which has any re-
lation to the case at bar—Perry vs. Skinner, (Webster’s Patent 
Reports, 350.) That case was upon a disclaimer, under a stat-
ute which made the amended specification part of the original 
patent; and the reporter adds this note at the close of the case:

“ The result of the above decision would appear to be that 
the party entitled to letters patent in the title or specification, 
of which any disclaimer or memorandum of alteration has been 
enrolled, has no remedy at law in respect of an infringement 
prior to the date of the enrolment of such disclaimer or mem-
orandum of alteration, but from the date of such enrolment the 
patentee acquires a new title.”

If this is the consequence of a disclaimer, which becomes 
part of the old patent, how can there be a doubt that the same 
consequence results from a surrender and reissue ? If the dis-
claimer works a new title by implication, the surrender and 
reissue do the same thing expressly.

In England the surrender of a patent works a total extinc-
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tion of the grant for all purposes. I do not claim such an effect 
from our statutory surrender, except as to infringements prior 
to the surrender.

It is very certain that, from the date of the surrender and 
reissue, there is only one patent in esse, for there cannot be 
two patents for the same invention existing at the same time. 
Whatever rights survive the surrender must be asserted under 
the reissued patent, which, for some purposes, has relation to 
the original grant. The idea suggested by the plaintiff’s coun-
sel, that, after the original patent has been surrendered, that 
patent may be used as the foundation for an action, or intro-
duced in proof as a valid title, seems to me wholly inadmissible.

The plaintiff also claims that the plea is bad, because it does 
not aver a cancellation of the surrendered patent, and cites 17 
How., 80. The case warrants no such conclusion. There is 
nothing in the statute about cancellation, and this word, when-
ever used by this court, is used as an equivalent term for 
surrender. In England no surrender can be made without a 
lecord, and perhaps a cancellation; but there a surrender works 
a total relinquishment of the grant, and as the Crown cannot 
receive such a relinquishment without a record, this ceremony 
is necessary. Hindmarsh on Patents, 246.

In conclusion, I beg to call the attention of the court to the 
following facts shown by the record: The original patent was 
granted to the plaintiff on the 30th November, 1852. This 
patent was surrendered on the 23d March, 1858, as is alleged 
in the declaration, “in consequence of an insufficient and de-
fective description and specification of said invention; and such 
proceedings were then had, that, on said 23d day of March, 
1858, a new patent was granted to said plaintiff on an amended 
description and specification, previously filed in the Patent 
Office, for the same invention and improvement, and in accord-
ance with said amended description and specification, which 
said new letters patent bear date March 23, 1858;” and then 
profert is made “ of said reissued letters patent.”

The infringement is next alleged to have been made or com-
mitted “after the making of said letters patent, after the re-
issue thereof,” to wit, “on the 25th day of March, 1858, and
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on divers other days and times between that day and the com-
mencement of this suit.” There is no question that these aver-
ments confine the plaintiffs to infringements after the reissue 
under the new patent. The plea then alleges “a surrender 
was made after the commencement of the suit of the patent 
before that time issued to him, and for the alleged infringement 
of which this action is brought.” Now, it is perfectly clear 
that the original patent cannot be resorted to as a foundation 
for suit for infringements after its surrender, and during the 
life of the reissued patent. So, too, it is equally clear that in-
fringements during the time of the new patent cannot after its 
surrender survive such surrender; for all rights of action under 
the reissued patent are totally gone, and whatever rights sur-
vive, as to duration of the term, &c., have relation only to the 
first patent.

Mr. Justice NELSON. The suit was brought by Moffitt 
against the defendants, for the infringement of a patent for an 
“ improvement in grain separators.”

The defendants plead to the declaration, that since the com-
mencement of the suit, the plaintiff had surrendered his patent 
to the United States, for the alleged infringement of which 
the action was brought. To which the plaintiff put in a gene-
ral demurrer. The court overruled the demurrer, and sus-
tained the plea, and gave judgment accordingly.

The 13th section of the act of Congress of July 4, 1836, 
provides, “that if a patent shall be inoperative, &c., it shall 
be lawful for the Commissioner, upon the surrender to him of 
such patent,” “to cause a new patent to be issued, &c., and 
the patent so reissued” “shall have the same effect and opera-
tion in law on the trial of all actions hereafter commenced, for 
causes subsequently accruing, as though the same had been 
originally filed in the connected form,” &c.

Now, the point in the case is, whether or not the patentee 
may maintain a suit on the surrendered patent instituted be-
fore the surrender, if he has not availed himself of the whole 
of the provision, and taken out a reissue of his patent with an 
amended specification. The construction given to this section,
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so far as we know, and the practice under it, in case of a sur-
render and reissue, are that the pending suits fall with the sur-
render. A surrender of the patent to the Commissioner within 
the sense of the provision, means an act which, in judgment of 
law, extinguishes the patent. It is a legal cancellation of it, 
and hence can no more be the foundation for the assertion of 
a right after the surrender, than could an act of Congress which 
has been repealed. It has frequently been determined that 
suits pending, which rest upon an act of Congress, fall with 
the repeal of it. The reissue of the patent has no connection 
with or bearing upon antecedent suits; it has as to subsequent 
suits. The antecedent suits depend upon the patent existing 
at the time they were commenced, and unless it exists, and is 
in force at the time of trial and judgment, the suits fail.

It is a mistake to suppose, that, upon this construction, 
moneys recovered on judgments in suits, or voluntary payment 
under the first patent upon the surrender, might be recovered 
back. The title to these moneys does not depend upon the 
patent, but upon the voluntary payment or the judgment of 
the court.

We are satisfied the judgment of the court below is right, 
and should be affirmed.

The  Unite d  States  vs . Vallej o .

1. A claim for land in California admitted by the United States to be 
regular and genuine confirmed to the proper owner, (the original 
grantee or his assigns,) though the nominal claimant be one who 
derives title through a deed bearing date while the proceedings were 
pending and before the decree of concession.

Appeal from the District Court of the United States for the 
district of California.

This was a claim for a tract of land in Sonoma county, Cal-
ifornia, two leagues and a half in length by a quarter of a league 
iu width, and called Agua Caliente. M. G. Vallejo filed his 
petition before the Land Commission claiming the tract above
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