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ORDER.

| This cause came on to be heard on the transcript of the
record from the District Court of the United States for the
Eastern District of Louisiana, and was argued by counsel.
On consideration whereof, it is now here ordered, adjudged,
and decreed by this court, that the decree of the said District
Court in this cause be, and the same is hereby, reversed and
annulled, and that this cause be, and the same is hereby, re-
manded to the said District Court, with directions to dismiss
the petition of the claimant.

Tae Troy IroN AND Narm FACTORY, APPELLANT, v.
ErasTtUus CorNING, JoEN F. WINSLOW, AND JAMES
HoORNER.

In 1834, Burden obtained a patent for a new and useful improvement in the
machinery for manufacturing wrought nails and spikes, which he assigned
to the Troy Iron and Nail Factory, and also covenanted that he would con-
vey to that company any improvement which he might thereafter make.

In 1840, he made such an improvement, for making hook and brad-headed
spikes, with a bending lever, which he assigned to the Troy Iron and Nail
Factory in 1848.

Before this last assignment, however, viz., in 1845, Burden made an assign-
ment with Corning, Horner, and Winslow, in which, amongst other things,
it was agreed, that both parties might thereafter manufacture and vend
spikes of such kind and character as they saw fit, notwithstanding their
conflicting claims.

Owing to the peculiar attitude of the parties to each other at the time of
making this agreement, and the language used in it, it cannot be construed
into a permission to Corning, Horner, and Winslow, to use the improved
machinery patented by Burden in 1840; and the right to use it, having
passed to the Troy Iron and Nail Factory, a perpetual iniunction upon
Corning, Horner, and Winslow will be decreed.!

: TH1s was an appeal from the Circuit Court of the United
I States for the Northern District of New York.
‘ *The facts are all stated in the opinion of the court. %104
\ The bill was filed in the Circuit Court, by the Troy t i
Iron and Nail Factory against Corning, Winslow, and Horner,
| to restrain them from violating a patent issued to Henry
| _Burden on the 8th of September, 1840, for new and useful
‘ !mprovements in the machinery for making hook, or brad-
\ 1

A 8. ¢, 15 How., 451; 1 Blatchf., 6 Fed. Rep., 892; Lilienthal v. Wash-
8. Citep. Putnam v. Hollender, burn, 8 1d., 709.
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headed spike, which patent had been assigned to them; and
also to account for the profits.

After the proceeding, mentioned in the opinion of the
court, the Circuit Court passed the following decree :

This cause having heretofore been brought to a hearing
upon the pleadings and proofs, and counsel for the respective
parties having been heard, and due deliberation thereupon
had, and it appearing to the said court that the said Henry
Burden was the first and original inventor of the improve-
ment on the spike machine in the bill of complaint men-
tioned, and for which a patent was issued to the said Henry
Burden, bearing date the 2d of September, 1840, as in said
bill of complaint set forth, and that the said complainants
have a full and perfect title to the said patents for said im-
provements, by assignment from the said Henry Burden, as
1s stated and set forth in the said bill of complaint.

But it also further appearing to the court, on the pleadings
and proofs, that the instrument in writing, bearing date the
14th of October, 1845, stated and set forth in the said bill of
complaint, and also in the answer of the said defendants
thereto, entered into upon a settlement and compromise of
certain conflicting claims between the said parties, and
among others of mutual conflicting claims to the improve-
ments in the spike machine in said bill mentioned, and when
said instrument was executed by the said Henry Burden of
the one part, and the said defendants of the other; the said
Henry Burden, at the time, being the patentee and legal
owner of the said improvements, and fully anthorized to
settle and adjust the said conflicting claims, did, in legal
etfect, and by just construction, impart, and authorize, and
convey, a right to the defendants to use the said improve-
ments in the manufacture of the hook-headed spike, without
limitation as to the number of machines so by them to be
used, or as to the place or district in which to be used.

Therefore, it is ordered, adjudged, and decreed, that the
said bill of complaint be, and the same is hereby, dismissed,
with costs to be taxed, and that the defendants have execu-
tion therefor.

From this decree, the complainants appealed to this court.

It was argued by Mr. Johnson and Mr. Stevens, for the
appellants, and Mr. Seward and Mr. Seymour, for the appel-

lees.

*105 *As the case turned mainly upon the construction of
08 the agreement of October 14, 1845, (which is inserted

208




DECEMBER TERM, 1852. 195

Troy Iron and Nail Factory ». Corning et al.

in the opinion of the court,) only such of the arguments of
counsel will be given as relate to that construction.

The counsel for the appellants contended,

Third. 1t is vespectfully submitted, that the instrument
of the 14th of October, 1845, does not convey to the defend-
ants any right or title to said invention, or give them any
authority to use it in manufacturing hook-headed spikes.
Such was not the object or intention of the parties.

This instrument was executed under the following circum-
stances :

At the June term of the Cireuit Court, 1843, Mr. Burden
recovered a judgment for $700, against the defendants, for
violating this patent.

On the 2d of October, 1843, Mr. Burden filed his bill in
equity in said Circuit Court, to restrain the defendants from
further infringing the patent, and for an account.

After this bill was filed, the defendants ceased using the
invention, for a short time; and then commenced using it
again, as Mr. Burden was informed. Mr. Burden, therefore,
on the 13th of November, 1844, made a new affidavit, to
obtain an injunction upon his bill previously filed ; and, on
the 20th of November, obtained an order for au injunction
by default.

On the 25th of November, 1844, the defendant Winslow,
and two men by the name of Osgood and Blanchard, made
affidavits in said cause, for the purpose of moving the court
to open the order granting an injunction; in which affidavit,
they all swear that defendants did not use Mr. Burden’s in-.
vention, in making hook-headed spikes, but made them with
machinery entirely different in principle and mode of opera-
tion.

The machinery, by which the defendants claimed to make
the hook-headed spike, after the bill was filed, is described in
two patents, granted to the defendants, or some of them.

Prior to these legal proceedings, in November, 1844, the
parties had been endeavoring to settle, but did not succeed ;
subsequently, negotiations for a settlement of the suit were
renewed. Mr. Burden claimed that he had the exclusive
right to manufacture the hook-headed spikes by machinery,
and insisted that defendants should cease making such spikes
by machinery. Defendants insisted they had a right to make
suc}l spikes by their own machinery, which they insisted, in
their affidavits, made November 25th, 1844, was entirely dif-

ferent, in principle and mode of operation, from that patented
to Mr. Burden. : i

VoL. x1v.—14 209




196 SUPREME COURT.

Troy Iron and Nail Factory v. Corning et al.

*196] '*Mr. Bur(_ien claill}ed, that defen'dants had violated
= his patent for machinery for making horseshoes, and
told defendants, if they did not immediately desist from using
his horseshoe machine he would prosecute them, and they did
desist and stop, six months before the settlement was made.

It is necessary and proper to take these facts and circum-
stances into consideration, in giving a construction to the
agreement of the 14th of October, 1845.

“It is well settled, that in the construction of all con-
tracts, the situation of the parties and the subject-matter
of their transactions may be taken into consideration, in de-
termining the meaning of any particular sentence or pro-
vision. Extraneous evidence is admissible, so far as to
ascertain the circumstances under which the writing was
made, and the subject-matter to be regulated by it.” Sumner
v. Williams, 8 Mass., 214 ; Fowle v. Bigelow, 10 Mass., 384 ;
Wilson v. Troup, in the Court for the Correction of Errors
of N. Y., 2 Cow. (N.Y.), 228-9 ; Nesmith v. Calvert, 1 Wood.
& M., 40.

I. This agreement does not, by its terms, convey, or pur-
port to convey, or in any manner to give or invest the de-
fendants with any interest in, or right or authority to use the
machinery patented in September, 1840, to make hook-headed
spike.
plst. It was contended by the defendants, (and, as we un-
derstand the decree, so decided,) that the 2d clause in the
agreement, in legal effect, did impart, authorize, and convey
to the defendants a right to use the said improvements,
without limitation as to the number of machines used by
them, or as to the place or territory where they might be
used.

The 2d clause of the agreement is in these words: * And
it is further agreed, that the said parties may each, here-
after, manufacture and vend spike of such kind and charac-
ter as they see fit, notwithstanding their conflicting claims
to this time.” )

After the judgment at law, in 1843, there was no conflict as
to the right of defendant to use Mr. Burden’s improvement in
manufacturing hook-head spike. That had been fully settled
against the defendants, by the suit at law, and conceded by
them.

The defendants did not claim the right to use Burden’s in-
vention ; but only the right to make said spike by machinery,
which they claimed was different from Mr. Burden’s, both in
principle and operation. Mr. Burden denied this right claimed
by the defendants, and claimed that he had the exclusive right
210
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to make such spike by machinery. This was the only con-
flicting claim, as to the right to make spike at the time of the
settlement. By this clause in the agreement, Mr. Burden re-
linquished his pretensions.to the exclusive right to make
hood-headed *spike by machinery ; but he gave no right 4+ 97
to the defendants to use his improvements in manufac- L ="
turing such spike.

Whether Mr. Burden was right or wrong in his preten-
sion to the exclusive right to make such spike by machinery,
can in no manner affect the construction of the agreement.

The intention of the parties, as expressed in the agree-
ment, taken in connection with the state of facts and circum-
stances under which it was executed, and the subject-matter
intended to be regulated by it, must control the construction
of this clause. Mr. Burden supposed he had such exclusive
right, and simply relinquished it, without the most remote
idea that he was conveying to the defendants any right to use
his improvement, much less, that he was conveying an inter-
est in his patent equal to one half of it.

The settlement of the equity suit,—the relinquishment by
Mr. Burden of his pretension to exclude the defendants from
making hook-headed spike by machinery,—and the settle-
ment, by defendants, of Mr. Burden’s claim against them, foxr
infringing his horseshoe patent, for which he had threatened
them with a suit,—fully satisfies every clause in the agree-
ment ; and it cannot be stretched to the enormous extent
claimed by defendants, without interpolating other important
provisions, which cannot at law be accomplished by parol evi-
dence. An assignment, or any other conveyance of any part
of a patent, or of any interest in or under it, must be in writ-
ing. Contracts, which by law ave required to be in writing,
cannot rest partly in writing and partly in parol. Is it not
most extraordinary that the defendants did not have this
agreement recorded in the Patent-Office until the 21st of
August, 1848, if they had had the least idea that it conveyed
to them such an important right as they now claim? Patent
Act of 1836, § 11; Curtis on Pat., p. 478.

_ This instrument has neither the form nor substance of a
f_hcense or assignment, or any other conveyance of an interest
In a patent heretofore in use or known.

If the parties had intended this instrument as a conveyance
of any interest in Mr. Burden’s improvement, it would have
been very easy to have said so. Nesmith v. Calvert, 1
Woodb. & M., 40; Iggulden v. May, 7 East, 242.

The court below fell into the mistake, that the cause

211




SUPREME COURT.

Troy Iron and Nail Factory v. Corning et al.

depended upon the question, whether the agreement author-
ized the defendants to make hook-headed spike.

The opinion of the court, after stating the 2d clause in the
agreement, proceeds: “ Why stipulate that the defendants
may thereafter manufacture and vend spikes of any character
and description, without regard to previous claims to the
%107 contrary, *if it was not intended to admit or concede

“74 the right to manufacture hook-headed spikes? and
how can we say that this particular spike is not embraced in
the stipulation ?

“ What is meant by the agreement, that the defendants
may manufacture spikes of such a kind and character as they
see fit, notwithstanding their (the parties’) conflicting claims
to this time, if it was intended to exclude hook-headed?
The argument is quite as strong and well founded, to exclude
spikes of any other description. Indeed, stronger, if it were
possible, as this particular spike was the principal item in
controversy at the time of the compromise or settlement, and
a suit was pending in respect to it.

“The language of the instrument is certainly most remark-
able, if it was intended by the parties to exclude the defend-
ants from the right to make this particular spike, as there are
not only no words of exclusion or prohibition, but an express
adwmission of the right, in terms so full and specific, that no
argument can make it clearer. We are asked to interpret a
stipulation, to make any kind of spike the parties see’ fit, to
mean any kind except hook-headed ; and spikes, too, in the
case of a compromise of a disputed right to manufacture
spikes of this character and description, among other mat-
ters, this being regarded as the principal one. We think it
impossible to come to any such conclusion, without a disre-
gard to the clear import of the agreement.”

The counsel for the appellant in the court below must have
been exceedingly unfortunate, if his language presented any
such idea. The bill does not claim it, and the written points
handed to the court do not pretend it. On the contrary, it
was conceded, that Mr. Burden relinquished his pretensions
to the exclusive right to make those spike by machinery, but
insisted that he had given no right to defendants to use his
improvements for that purpose. ;

2d. The decree assumes that, among the conflicting claims
settled by the agreement of 14th October, 1845, were 'the
mutual conflicting claims to the improvements in the spike-
machine, patented by Mr. Burden.

This is mere assumption, founded wholly in mistake. No
such conflicting claim is stated in the instrument, and none
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such was proved to exist at the time of the settlement. The
very reverse was sworn to the year before, by the defendant,
Winslow, himself, and by two other witnesses, by his procure-
ment. The correspondence which took place before the settle-
ment, shows that no such claim was set up or pretended by
the defendants. The judgment at law had fully and defi-
nitely settled and determined that the defendants had no
such right.

*But if such conflicting right to Mr. Burden’s im- %199
provement had existed at the time of the settlement, L ™%
the terms of the agreement would not confer any right upon
the defendants to use it.

The agreement concedes the defendants’ right to make any
kind of spike they see fit, which of course embraces hook-
headed spike; but it does not, directly or indirectly, give or
concede the right to defendants to use Mr. Burden’s improve-
ment for that purpose. *“The said parties may each, here-
after, make and vend spike of such kind and character as
they see fit.” But how manufacture? The agreement does
not specify how ; but the plain construction is, that it should
be done as it had been done from the recovery of the judg-
ment at law, up to the time of the settlement—that Mr. Bur-
den should manufacture the spike with his machine, and the
defendants with their machine, which they claimed and
swore was totally different from Mr. Burden’s in principle
and mode of operation. Can it be pretended, that the
defendants gave Mr. Burden any right to use their machine?
Had Mr. Burden ever claimed any such right? Had it been
shown, that hook-headed spike could not be made without
the use of Mr. Burden’s improvement, it might have fur-
nished some ground for an argument that, by implication,
such right was given by the agreement.

But such was not the fact. Hook-headed spike could be
made, and were made by hand, prior to Mr. Burden’s inven-
tion; and the defendants show that, as early as the fall of
1844, that they had machinery by which they made hook-
headed spike, which was wholly different, both in prineiple
and mechanical operation from Mr. Burden’s improvement;
and the only right they claimed, after the judgment at law
up to and at the time of the settlement, was to make such
spike by that machinery, and disclaimed all right or desire to
use Mr. Burden’s improvement.

_ 3. Mr. Burden could not have intended to convey such an
Interest to the defendants.

It would have been a violation of his duty to, and his con-

tract with, the appellant; and would have deprived him of
213




== ——— -

199 SUPREME COURT.

Troy Iron and Nail Factory ». Corning et al.

the benefit of a contract from which he received more than

$10,000 annually.

4. There was no adequate consideration for the conveyance
of such an extensive interest in this patent.

The defendants allege, in their answer, that the purchase
by them of the appellant, of half of a dock, was a part of the
same transaction, and a part of the counsideration for this
agreement.

This pretence is fully disproved. The evidence clearly
%2007 shows, *that the agreement to purchase the dock,

““4 although made at the same time with the other agree-
ment, had no connection with it, and that the one half of
said dock was worth more than the $1500 which defendants
paid for it.

The defendants also set up in their answer, that their
agreement not to make horseshoes, was a part of the consid-
eration of the agreement on the part of Mr. Burden.

The evidence shows the facts to be, that prior to this
settlement, the defendants had been infringing Mr. Burden’s
patent for a machine to make horseshoes—were threatened
with a suit if they did not desist, and they did desist six
months before the settlement. The defendants had a patent
for machinery to make horseshoes, but it was worthless.

Mr. Burden did not claim that the defendants should not
make horseshoes with the machinery they had patented, but
that they should not use the machinery he had patented for
that purpose. If horseshoes could have been made by the
machinery patented by defendants, the agreement gives
neither Mr. Burden nor the appellant any right to use that
machinery, nor does it restrict the defendants from selling to
others the right to make horseshoes, with the machinery
patented by them. There is nothing in the agreement which
would prohibit the defendants, or their assignees, from main-
taining a suit against the appellant, or any other person, for
infringing defendants’ patent, should the appellant or any
other person use the invention thereby patented.

The defendants also allege, in their answer, that they had
used the improvement in question, to make hook-headed
spike since said settlement, and appellant never requested
them to cease using the same, or to account for any profits
for such use.

The fact thus alleged, the defendants insisted in the court
below, was a circumstance to show that the appellant and
Mr. Burden understood and considered the said ag}-eelnent,
as conveying to the defendants the right to use said improve-
ment.
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The answer to this is:

1. The answer does not allege, that the appellant, or any
of its officers or agents, knew that said defendants were using
said improvement.

2. It is proved, that neither Mr. Burden, nor any other of
the officers or agents of the appellant, knew that defendants
were using said improvement, until August, 1847.

Defendants also insist, that Mr. Burden, by his letters,
bearing date between the 9th of March, 1846, and 29th
December, 1846, both inclusive, requesting defendant Wins-
low, to agree upon the price for which they would sell hook-
headed and other spike, recognizes the defendants’ rights to
use said improvement.

*The answer to this position is, that just such an ryon4
arrangement, as requested in those letters, had existed i
between the appellant and defendant, for nine years before the
settlement of 14th October, 1845, and at the time Mr. Burden
wrote those letters, he did not know that defendants were
using his improvement to manufacture hook-headed spike.

The letters were also written by Mr. Burden, before he
knew defendants were using his improvement in making
hook-headed spike.

Indeed, none of the letters, in any manner intimate, that
the defendants were using, or had any right to use the im-
provement.

The counsel for the defendants in error contended, that
the decree of the Circuit Court should be affirmed, because,

I. The agreement of October 14th, 1845, was a valid
agreement, binding upon the parties.

1. It was made by parties fully competent to contract in
reference to the subject-matter of the contract.

Burden was patentee, and as such, could contract for him-
self as the owner of the patent. He was also at the time a
large stockholder in the complainants’ corporation, and their
agent, and as such, could contract for them.

The allegation, made by the complainants in their bill of
complaint, that Henry Burden *had no power or authority
to give such license, your orator having been the legal and
equitable owner of the said last-mentioned patent, and the
rights and privileges granted and secured thereby, from the
time said patent was granted,” is not sustained by the proof.

The only proof tending to show that on the 13th October,
1845, the complainants were the owners of this improvement
of the bending lever, and that therefore Burden had no au-
thority to grant a license, or make a contract as to the use of
the same, is to be found in the agreement between Burden
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and complainants as to the patents for the spike machine and
the horseshoe, and dated 2d December, 1836.

In reference to this agreement, the defendants insist as
follows :

1. The agreement between the plaintiffs and Henry Bur-
den, of December 2d, 1836, did not even purport to convey
to the plaintiffs any interest or right to the patent of 1840,
or to the bending lever, the thing patented. It first gives
the right to use the machines for manufacturing wrought
nails or spikes, then on the premises of the company; and
secondly, the exclusive right to construct other machines for
the manufacturing wrought nails or spikes, after the method
invented by Burden, with all the improvements which he had
made, or should make, in the same, in any other part of the
%202] United States; and thirdly, a *covenant that he, Bu-

"1 den, would obtain a patent for any improvements
which he should afterward make in his nail and spike ma-
chine; and then provides that *the license hereby granted
to the party of the second part, shall be deemed to extend to
all such improvements.” It only contemplates the granting
of a license; and the statement in the assignment of June
19, 1848, that Burden had agreed to transfer and assign the
improvement, is not true.

The bending lever, patented by the patent of 1840, was not
then in existence. It was a mere contingent possibility, and
therefore was not susceptible of being conveyed. There was
nothing to convey. Phillips on Pat., 854; Curtis on Pat.,
sec. 189.

The privilege of assigning, given by the eleventh section of
the Patent Act of July 4, 1836, implies that the thing assigned
shall be then in existence, and the subsequent requirement in
the same section, as to recording the assignment, supports the
same idea.

2. Even if this agreement did purport to grant and assign a
future improvement thereof, such grant could not apply to the
bending lever, for the reason that the bending lever is not an
improvement upon either of the patented machines mentioned
in the agreement of December 2d, 1836, but is a distinct and
independent article, or invention, equally applicable to any
spike machine, and in fact, used upon various other n1a011111e§.

The plaintiffs consider the agreement of December 2d, 1836,
as merely a covenant to convey the improvement alleged to
have been patented on the 2d of September, 18_40, aqd have
accordingly resorted to a special assignment of it, which was
made on the 19th of June, 1848, and which, in terms, refers
to the agreement of December, 1836, as merely a covenant to
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convey subsequent improvements, and purports to have been
given in performance of such covenant.

The right of the plaiutiffs to this improvement of the bend-
ing lever is based in their bill upon the assignment of the 19th
June, 1848. This right is therefore subject to any rights that
were acquired by the defendants by the agreement of October
14, 1845.

But if the complainants had, previous to the 14th Octaober,
1845, become the owners of the improvement called the bend-
ing lever, and the patent therefor, still, as general agent of
the corporation, Burden had a right to enter into the agree-
ment of October 14, 1845, and it binds his principals.

8. The agreement of October 14, 1845, was founded upon
a good and valuable consideration, as between the parties—
1st, the settlement of the suit then pending between them ;
and *2d, the relinquishment by the defendant, Wins- %903
low, in behalf of himself and his copartners, of the right L <
to manufacture the patent horseshoe, an advantage worth to
the other contracting party, $10,000 per annum.

The agreement, too, was carried out by the parties: first,
by the conveyance of the dock property by the plaintiffs, and
its occupation by the defendants; second, by the payment of
the consideration of the dock property by the defendants;
thirdly, by the relinquishment by the defendants, of the
horseshoe business, from that time to the present, and the en-
joyment of it as a monopoly ever since by the plaintitfs; fourth,
by the continued use by the defendants, of the bending lever
in making hook-headed spikes, from the 14th of October, 1845,
to the 8th July, 1848, two years and about nine months, with-
out objection, they having made, during that period, hook-
headed spikes to the value of over $137,000.

III. The agreement of October 14, 1845, was a contract for
the settlement of conflicting claims to two patented machines,
one for the bending lever, and the other for the horseshoe
machine, and it not only gives rights to make the spikes and
the horseshoes, but to use the respective patented machines
in making them.

Th_e agreement of October 14, 1845, does not, in terms, give
the right to the defendants to use the machines patented by
Burden, by his patent of 1840, but it does give it by the
strongest implication. It releases all claims for violation of
patent-rights, up to that date, and gives the right to both
parties, thereafter, to manufacture and vend spike of such
k}nd.l and character as they see fit, notwithstanding their con-
flicting claims to that time.

Defendants’ exhibits show that those conflicting claims re-
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lated only to the use of the patented machinery. That isalso
shown by Burden’s letters. The subject-matter of this gen-
eral settlement was, therefore, their conflicting claims to the
use of the patented machinery. The agreement gives the
right to make the spike, which could be made for sale in
market only by the use of the bending lever, or of some
analogous device. 1 Wash. C. C., 168, Rutger v. Kanowrs 4
Grant ; Phillips on Pat., 346.

A construction of the agreement of October 14, 1845, which
would allow the defendants only the privilege of making the
hook-headed spikes, and would deny them the use of the bend-
ing lever in making them, would render the instrument sense-
less, absurd, and inoperative.

For, if it is held, that the defendants obtained under the
agreememt only the privilege of making hook-headed spikes,
*204] either by *hand, or by the use of any machinery which

=774 they might choose, other than that which should in-
fringe upon Burden’s patent, then it results that the defend-
ants relinquish the patent horseshoe business, worth, as is
proved by the testimony of Mr. Davidson, $10,000 per annum,
for the privilege of doing just what they had a right to do
before, and what every body else had the right of doing, that
is, making those spikes by hand, or with any machinery not
infringing on Burden’s patent. Such a construction would
be contrary to the well-settled rule in the interpretation of
contracts, that, when a clause is capable of two significations,
it should be understood in that in which it will have some
operation, rather than in that which it will have none, “ut res
magis valeat quam pereat.” Pothier, cited in 2 Comyn on
Contr., 533 ; Parkhurst v. Smith, Willes, 332 ; Archibald v.
Thomas, 3 Cow. (N. Y.), 290. An agreement or contract
must have a reasonable construction, according to the intent
of the parties, as if a man agree with B. for twenty barrels of
of ale, he shall not have the barrels after the ale is spent.
Comyns’s Digest, Title Agreement, C. So if a man promise
payment, without saying to whom,it shall be intended to him
from whom the consideration comes. Cro. Eliz., 149. And
upon a promise of payment, according to the rate of forty
shillings per ton, it shall be intended that payment will be
made for the odd pounds, according to the same rate. Yelv,
134.

The practical construction of both parties has been in con-
formity to the interpretation on which the defendants insist.
“Contemporanea expositio est fortissima lex.”

If the construction were a doubtful one, it should, under
the circumstances, be held to be against that set up by the
218
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plaintiffs, whose grantor, Henry Burden, is the contractor.
In a case of doubt, the words of a promise, or covenant, are
to be taken most strongly against the promisor or contractor.
Coke, Lit. 183, a. This rule should be applied, in this case
especially, for two very apparent reasons: First, because it
was well understood, by both parties, with what machinery
alone these hook-headed spikes could be successfully made for
sale in market, and that the defendants were then using that
machinery in their works; and, secondly, because Burden
had a strong pecuniary motive to deal in generalities, and
not to grant, specifically and clearly, a license to use the
bending lever. Ie feared he might jeopard the thirty per
cent., secured to him by the agreement of December 2d, 1836,
and which was afterwards in controversy, and was claimed
by the plaintiffs to have been forfeited by him; and yet he
desired to obtain the monopoly of the horseshoe business.

The contemporaneous exposition of the agreement, by
Burden, *is in accordance with the position of the de- F%205
fendants. See his letter of December 15th, 1845, and L =%
his letter of December 11th, 1846. In this latter letter,
Burden speaks of his intention to share the spike business
with defendants. He very well knew that could not be done,
except by uniform prices, and that we could have no uniform
price with him, unless we used the bending lever.

But there was an actual sharing between appellant and
respondents, of contracts for spikes. Burden declared that it
was his intention to share with respondents the spike busi-
ness, and this was done, as is shown by his letters. Such
was the practical contemporaneous construction of the agree-
ment, and it appears, by Burden’s letter of February 10th,
1848, that not ounly was there to be an uniform price for hook-
headed spikes, but that the whole field was to be occupied
by the parties in common, and to the exclusion of all others.
The whole object of this letter was to tell respondents what
he had been doing to protect their common rights. Can there
be any thing more needed to show that it was the under-
standing of both parties, that by the agreement of October
}4th, r)1845, respondents had the right to use the bending
ever?

Winslow’s letters, written in January, 1845, show that
respondents were using the bending lever at that time, and
that Burden then knew it. In Burden’s letter of January
10th, 1845, and in Winslow’s reply to it, of January 13th,
1845, they both refer to “the machinery in question,” which
can only mean the bending lever.

IV. But whatever might have been the coustrulction which
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a court would, under other circumstances, have put upon this
agreement—a Court of Equity will not now grant an injunc-
tion, as is prayed for in the complainants’ bill, after an ac-
quiescence in the use of the patented machinery, under this
agreement of October 14th, 1845, for near three years before
the commencement of this suit. Wyeth v. Stone, 1 Story,
278 ; Rundle v. Murray, Jacob, 311; Williams v. the Earl of
Jersey, 1 Craig & P., 91; Warwick v. Hooper, 8 Eng. Law
and Lq., 233, cited; U. S. Dig. Appendix, vol. 5, 1851, title
Patent.

Mr. Justice WAYNE delivered the opinion of the court.

This is an appeal from the Circuit Court of the United
States for the Northern District.of New York.

The appellants are a manufacturing company, incorporated
by the laws of the State of New York. They aver, that
Henry Burden was the inventor of a new and useful improve-
ment in the machinery for manufacturing wrought nails and
spikes, for which letters-patent were granted to him, on the
%906] 2d of *December, 1834. They allege that it was as-

o signed to them, for a valuable consideration, and also,
that Burden covenanted with them, if he should thereafter
make any improvement upon his invention, that he would
convey the same to them. Burden afterwards did make a
new and useful improvement in machinery for making hook
or brad-headed spikes, for which a patent was granted to him,
on the 2d of September, 1840. He assigned it to the com-
plainants, in virtue of his covenant, whereby they became the
exclusive owners of the patent. They then complain that
the defendants had infringed the same, by having erected and
put in use, in their iron and nail works, in the city of Troy,
four or five machines for the manufacture of hook, or brad-
headed spikes, containing the improvements in their assigned
patent, and had used them for manufacturing hook, or brad-
headed spikes, since the 15th of October, 1845.

It is also stated, that Burden brought an action at law
against the defendants, for an infringement, secured by the
patent of September 2d, 1840. The defendants resisted a
recovery, upon the ground that Burden was not the first
inventor of the improvements for which that patent had been
obtained. A trial of this case, upon the merits, resulted in a
verdict for Burden, for seven hundred dollars, which was
carried into a final judgment against the defendants, after a
motion which they made for a new trial had been overruled.

The defendants are then charged with again using the
improvements in the patent of 1840, under the pretence that
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they have a license from Burden to do so. This is denied by
the complainants; and they say, if such license had been
given by Burden, that it was in contravention of his assign-
ment to them of his patent, by which they became the legal
and equitable owners, from the time it was granted, on Sep-
tember 2d, 1840.

The bill is then concluded, with a prayer that the court
would enjoin the defendants, Corning, Horner, and Winslow,
their attorneys, and agents, and workmen, to desist from
making, using, or vending, any machine containing the im-
provements, for which letters-patent were granted to Burden,
on the 2d of September, 1840 ; and, from selling or using any
spikes which they then had on hand, which had been manu-
factured by their machines containing the improvement of
that patent. An account of the profits, which they had
derived from the use of such patented improvements, is also
called for.

The letters-patent granted to Burden, on the 2d day of
September, 1834, and that of the 2d of September, 1840,
describing an improvement called a bending lever, in the
machinery for making hook or brad-headed spikes, are made
exhibits to the bill.

*This bill was answered by the defendants. %907

It admits that the complainants were an incorporated 304
body, under the style of the Troy Iron and Nail Factory
Company ; also, that Henry Burden was the inventor of the
improvements in the machinery for making nails and spikes,
for which letters-patent were granted to him in December,
1834, and that he assigned the same to the complainants two
years thereafter. But they deny that there was any covenant
in the assignment, or in any other agreement then recorded
in the Patent-Office, or any agreement between Burden and
the complainants, obliging him to convey to them any im-
provement which lie might make upon his invention. And
they insist, if such an agreement was made, that, as it was
only a covenant to convey a contingent possibility, which
would be inoperative and void, and could not affect them.
The defendants also admit that Burden obtained the patent
of 2d September, 1840; but they deny its validity. They
declare that the bending lever, described in the specification
of it, or one similar to it in form and principle of construc-
tion and operation, had been invented and had been used by
several persons in making spikes for several years before the
patent had been obtained by Burden for his improvement of
the bending lever. They state that it was invented by
Thomas and William Osgood, and used by them in the years
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1835, ’36, 37, ’38, upon one of their spike machines, to make
hook or brad-headed spikes, which they sold during those
years in Philadelphia. It is also stated by the defendants,
that the bending lever, patented by Burden, was the inven-
tion of one Ebenezer Hunt, whilst he was in the employment
of the former. It is then admitted that Burden assigned to
the complainants his patent for the bending lever, in June,
1848; but it is said to have been fraudulently done, and that
the appellants have no right, legal or equitable, to that im-
provement, under that assignment, or by that of the agree-
ment between the complainants of Burden, of December,
1836. And, it is added, should they have any right or
interest in the patent for Burden’s bending lever, that the
defendants have also the right to use the same under an
agreement with Burden of the 14th October, 1845, which was
made for himself, and in behalf of the appellants, as their
agent, before he had assigned it to them in 1848,

The defendants then aver, that this agreement of the 14th
October was made with the understanding of both parties;
that it would finally settle all differences between themselves
and Burden and the complainants, which had arisen out of
counter claims by both parties to a patent for making horse-
shoes, and also to a patent-right for making hook or brad-
headed spikes, each party claiming the right to manufacture
*9087 and vend *such horseshoes and such spikes, under their

3 respective counter claims and patents, without the
permission of either to the other, and to use, in the manu-
facture of the brad-headed spike, Burden’s bending lever.

The consideration of the agreement is said to have been a
purchase by the defendants from the complainants, of an un-
divided half part of a dock on the Hudson River, for $1,500,
—a grant by the defendants to them for the exclusive manu-
facture of patent horseshoes,—and a mutual relinquishment
of their counter claim to the patents for making hook-headed
spikes by a bending lever. It is averred, that they had used
Burden’s bending lever in the manufacture of such spikes,
from the date of the agreement, with his knowledge, without
objection by him or by the appellants, and that Burden had
discontinued the suit against them. It is not necessary to
state more of the pleadings. The abstract given discloses
what had been the relations between these parties for several
years before this suit was brought. and their views and con-
duct respecting the patent for the bending lever.

We will now turn to the evidence in the case. It shows,
first, that every allegation in the bill has either been proved
or admitted by the answer of the defendants, excepting such
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as they respectively make concerning the agreement of the
14th October, 1845, which will hereafter have our attention.
The letters-patent obtained by Burden, in 1834, which de-
scribes a machine for making nails and spikes, is annexed as
an exhibit to the bill, and so is that afterwards granted to
them, in 1840, for his improvement on the first, for making
hook or brad-headed spikes. The answer admits that he was
the inventor of the first, and that he had a patent for it. It
also admitted that he obtained a patent for the other; but it
is denied that he was the inventor of it. This the defendants
have failed to prove; and, in our opinion, the evidence given
by them on that point rather serves to establish the originality
of the invention than to impair it. We think so, because it
is uncertain and conflicting, and, as our learned brother said
concerning it in the court below, is irreconcilable. The appel-
lants stand upon that patent as the first which was granted
for the bending lever, and they may well do so, until other
evidence than that in this record shall be given to disprove
its originality. It is admitted that Burden assigned that pa-
tent also to the appellants ; but it is said to have been fraud-
ulently done, and that it was not made, because Burden had
covenanted, in his assignment to them of his first patent, to
convey to the appellants any improvements he might there-
after make upon that machine during the time that the patent
had torun. The assignment by *Burden to the appel- %209
3 B ’ £ 5 . AV
lants of his patent for making wrought nails or spikes
is dated in December, 1836, just two years after it was ob-
tained. " It contains, after the transferring clause, and in con-
nection with it, these words, ¢ with all the improvements
which he hath made or shall make in the same, in any other
part of the United States, as the said parties of the second
part shall deem expedient, during the term for which the
same are or may be patented by the said party of the first
part.” The assignment itself being admitted by the defend-
ants, this, as a part of it, must also be included in the admis-
sion. It is, in our opinion, a covenant which bound Burden
to convey to the appellants his improvement upon his machine
of the bending lever. Though the assignment of it was not
made until several years after it was patented, the appellants
were equitably entitled to it before. Without something be-
sides to sustain them, than the delay in making the assign-
ment, the defendants had no ground for stating that it was a
fraudulent device to overreach and defeat the agreement
b?t\\'een themselves and Burden, of the 14th October, 1845.
1 heﬁ defendal}ts also admit that they were sued by Burden in
1842, for an infringement of the rights secured to him by his
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patent for the bending lever. That, though they had resisted
it, upon the ground that Burden was not the inventor, the
jury, who tried the case upon its merits, had returned a ver-
dict against them for the infringement, with $700 damages ;
and that it was carried into judgment. This was in the year
1843.

In November, 1844, Burden, believing that the defendants
were again using his bending lever, for making brad-head
spikes, brought against them a bill, to enjoin them from doing
so, and asking for an account. They had notice of it; but,
from some accidental cause, they did not appear to resist the
application, and an injunction was granted until the further
order of the court.

In a few days, with the view to be released from it, Mr.
Winslow, in behalf of himself and his associates, filed an affi-
davit, with another made by Thomas Osgood and Israel
Blanchard. In each of them, they swear that the defendants
were not using Burden’s invention in their manufacture of
hook or brad-headed spikes, but that they made them with
machinery altogether different in principle and mode of oper-
ation from that which they were using when Mr. Burden sued
them in 1842 for an infringement of his patent, and when he
obtained a judgment against them. Mr. Winslow states, that
the machinery they were then using, is entirely different in
principle and operation from the machine used by Burden in
making hook and brad-headed spikes. Osgood and Blanch-
ard, after stating that they had been in the employment of
%9107 the defendants *for several years, say that they were

4 well acquainted with the process used by the defend-
ants in making hook-headed spikes, and with that which they
were using, when the defendants were prosecuted for an in-
fringement of Mr. Burden’s patent, and that they were well
acquainted with the improvement claimed to have been
invented by Burden; that the machinery then used by the
defendants not only differed from that which they used when
they were prosecuted for an infringement of Burden’s patent,
but also that the process then in use by the defendants, by
which the hook-head is formed, is entirely new and different,
in principle and use, from the bending lever described by
Burden in his patent. They proceed to say, that Burden’s
patent, in their opinion, is in no manner violated by the man-
ufacture of hook-headed spikes in the mode in which they
are now made by the defendants. The process m'entlo‘ned.by
them, and by Mr. Winslow, is not stated in their affidavits.
What it was, we do not know with certainty.

These affidavits show the attitude in which the defendants
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put themselves, on the 25th of November, 1844, in the suit
then pending with Burden.

It was this, that as a defence against that suit, they claimed
the right to manufacture hook or brad-headed spikes, by ma-
chinery entirely differing, in principle and operation, from
Burden’s bending lever for the same manufacture.

So it continued, until the agreement of the 14th of October,
1845, was made. Then, and the day after, all of the new pro-
cesses mentioned in the affidavits of Winslow, Osgood, and
Blanchard, for making brad-headed spikes, and such as are
described in the patents obtained by the defendants, were set
aside in their factory, for Burden’s more manageable and
efficient bending lever.

This brings us to the consideration of the agreement. We
give it, totidem verbis.

Agreement, made this fourteenth day of October, 1845,
between Henry Burden of the one part, and Erastus Corning,
James Horner, and John F. Winslow, of the other part.
Whereas, a suit is now pending in the Circuit Court of the
United States, in the Northern District of New York, in favor
of the said Henry Burden, against the said Corning, Horner,
and Winslow, arising out of the alleged violation and infringe-
ment of a patent-right, claimed by said Burden for making of
spike, both parties claiming the right to make said spike: It
is now agreed, between the said parties, that the said suit
shall be, and is hereby, discontinued, each party paying their
own costs. And it is further agreed that the said parties may
each hereafter manufacture and vend spikes, of such kind and
*character as they see fit, notwithstanding their con- rx911
flicting claims to this time. And the said John F. L
Winslow, claiming as patentee, to have the right for the bene-
fit of the said Corning, Horner, and himself, to manufacture
the patent horseshoe. And the said Henry Burden also
claiming such right exclusively. It is severally agreed, by
said Corning, Horner, and Winslow, that said Burden may
manufacture said patent horseshoes, and that said Corning,
Horner, and Winslow, will not manufacture them. And each
party, in consideration of the premises, hereby releases to the
other, or others, all claim, demand, and cause of action, by
reason of any violation of the patent-rights claimed by them,
as aforesaid, to the date hereof.

Dated October 14th, 1845. H. BURDEN.

It contains, besides its premises, which will be seen are
Ie]loat unimportant for the construction of it, four substantive

uses.

First, the discontinuance of the suit then pending between
Vor. x1v.—15 225
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the parties, each party to pay their own costs. Next, that
each party might, thereafter, manufacture spike of such kind
and character as they see fit, notwithstanding their conflicting
claims to that time. Then the concession by the defendants
to Burden, that he may manufacture the patent horseshoes,
and that they will not do so, though they had claimed the
right to make them, notwithstanding Burden’s exclusive claim
for that purpose. And this is followed by releases by each
party to the other, of all claim, demand, and causes of action,
by reason of any violation of the patent-rights claimed by
them, as aforesaid, to the date hereof.

The defendants contend that, in virtue of this agreement,
they have a right to use the Burden bending lever, upon their
spike machines. That it was made for the settlement and
compromises of all differences and claims then existing be-
tween themselves and Burden, on account of their counter
claims for making patent horseshoes and brad-headed spike.
And that the consideration of the agreement on their part,
was, that they had given to these appellants fifteen hundred
dollars, for an undivided half part of a dock on the Hudson
River ; had conceded to them an exclusive privilege to make
patent horseshoes; and that each party had relinquished to
the other their patents for making hook-headed spikes by a
bending lever, so that both might use that of the other. Tt
is further stated, by the defendants, that they had fully per-
formed their obligations of the agreement, and that they had,
from the date of it, used Burden’s bending lever, in making
spike, with the knowledge of Burden and the appellants,
without any objection by either of them.

From the premises of the agreement, it appears that the
*212] suit *to be discontinued was one which Burden had

: brought against Corning, Horner, and Winslow, for an
alleged infringement of his patent for making spike, each
party in fhe suit claiming the right to do so. What their
counter claims were, are not given in the agreement. They
are, however, distinetly recited in the bill, and in the answer
of the defendants, as they say they existed at the date of the
agreement. Bach party, at that time, claimed a right to make
brad-headed spikes by different machines. Burden’s claim 1s
put upon his patent for the bending lever. The defendants
denied that they had infringed it by the machine which they
had in use, and swear that it was different, in principle and
operation, from Burden’s patent bending lever. It is also
said by them, in their answer, that there were differences
between them as to a patent for making the horseshoe. The
differences, however, on that account, were never litigated
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by the parties, and the subject is only before us because it
is mentioned in the agreement, and in the answer of the
defendants in this suit.

Having ascertained, from the agreement itself, and from
the pleadings in this suit, what were the couflicting claims
between the parties when the agreement was made, we are
prepared to give our construction to that clause of it, from
which the defendants claim the right, or a license, to use Bur-
den’s bending lever for making brad-headed spikes.

It is in these words: “ And it is further agreed, that the
said parties may each hereafter manufacture and vend spike
of such kind and character as they see fit, notwithstanding
their conflicting claims to this time "—that is, up to the date
of the agreement.

The limitation as to time, clearly indicates, as the existing
litigation between them in the suit had been the rights
claimed by both in it, to manufacture brad-headed spike, with
a bending lever, operating differently in the machines which
they were respectively using in their factories, that cach
thereafter could make and vend them, notwithstanding the
claim made by Burden, in his bill, that he had, by his patent,
the exclusive right to make them. The words are, * that the
said parties may each hereafter manufacture and vend spike,
of such kind and character as they see fit.” Burden had ob-
tained at law one verdict against the defendants, for a viola-
tion of his patent, and the suit then pending was another,
which he had brought in equity, to restrain the parties from
continuing the infringement. = They deny that the judgment
against them, in the suit at law, had settled the validity of
Burden’s patent. That that question was still open in the
second suit, as they say it is in this, the third suit; but in no
one of them did they ever claim the right *to use Bur- %913
den’s invention as such, or as they now claim to do, b ~ i
under the agreement, but they claimed, in all of them, only a
I'l.g‘ht to make brad-headed spikes, by machinery which was
different, in principle and operation, from Burden’s patent.
When the parties were adjusting a compromise of the second
suit, and up to the time when it was done, Burden had
claimed an exclusive right, from his patent, to make brad-
headed spike with a bending lever. The defendants claimed
also that right, and it was because they exercised it, that
Burden sued them for an infringement of his patent. Both
parties were making brad-headed spike; Burden, under an
unquestioned right, growing out of his patent; the defend-
ants under a controvertible claim, which the suit was brought
to settle judicially. They had already almost obtained a
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monopoly for the supply of such spike for the railroads of the
country. It was with the hope of doing so entirely, and with
the expectation of dividing the spike business of the United
States between them, notwithstanding the threatening com-
petition of other persons, who claimed the right to make
brad-headed spike, and were making them with a bending
lever, that Mr. Burden and these defendants were induced to
compromise their litigation. It was a mere matter of
interest, which actuated them, without any other sympathies
between them than the disinclination of all persons to have
the relations of social life and of business broken up by pro-
tracted litigation. But each party, business-like, alive to his
own interest, did not mean to make any sacrifice to the other,
except such as their common object might require ; that was,
to drive all others out of the brad-headed spike trade. Bur-
den had obtained one verdict against the defendants, for in-
fringing his patent. He was suing them for doing so again,
and had obtained no injunction nisi, to restrain them from
continuing it. They continued to make spike with a machine,
alleging it to be no infringement of their competitor’s patent.
That was the point of controversy. It was believed, by both
of them, that their common interest required a relinquish-
ment of it by Mr. Burden, and he made it, intending that
each might thereafter make brad-headed spike himself, as he
had a right to do, from his patent, and the defendants, as
they represented themselves to be doing, by the machine
which they swear was different, in principle and operation,
from his, and no infringement of it. Brad-headed spike
could be made with either of them, and that being the case,
it was agreed that each might thereafter manufacture and
vend spike of such kind and character as they might *see
fit” to do.

1t was admitted, in the argument of this case, and had it
not been, it is certain that the agreement of October 14,
*214] 1845, *does not, in terms, give to the defenda.nts the

“*%1 right to use the machines patented by Burden in 1840.
Bat, it is said, it does give that right by implication; that
such was the understanding and intention. And that is in-
ferred from matters in the agreement and from a circum-
stance out of it, which are said to determine its construction
in favor of the claim made by the defendants to use Burden's
patent. We proceed to examine it. : ) )

In the agreement it is said, * Each party in consideration
of the premises, releases to the other all claim, demand, and
cause of action, by reason of any violation of the patent-rights
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claimed by them, as aforesaid, to the date hereof.” Those
are its words.

By the premises, of course, in its use here, is meant all of

the deed which precedes the releases, making every part or
clause the consideration for which the releases are given.
The release is a relinquishment by both parties of all claim,
demand, and cause of action, for the violation of patent-
rights claimed by them, to that date. It is imperfectly ex-
pressed, as to the subject-matters in controversy, which were
then to be compromised as they appear in the suit. That
such was the intention, appears from the language of the re-
lease, it being from any violation of the patent-rights claimed
by them. The defendants never charged Burden with any
violation of any patent of theirs in their pleadings. They
make but two claims : The first, that they had as good a right
to make brad-headed spikes as Burden had, notwithstanding
his suit against them for infringing his patent; and, as
patentee, that they had the right to manufacture the patent
horseshoe, against the exclusive claim of Burden, under
his patent, to make them. Now, though the release, as it is
expressed, may imply that there had been between the parties
other claims than such as we find in the suit and in the
agreement, we think the words in the release, “claimed by
them, as aforesaid,” fix its meaning to what is expressed.
And if this was not so, we should say, without these words,
“claimed by them, as aforesaid,” that the general words
would be restrained by the particular occasion of using them;
and that its meaning is, that Burden releases to the defend-
ants, for the considerations of the agreement, all claim and
causes of action up to that date, for any violation of his
patent rights for the horseshoe and bending lever, for which
they asserted a claim as well as himself. T. Raym., 399; 3
Mod., 277; 1 Lev., 285; 8 Id., 278 ; 2 Show., 4T.
_ Besides, the releases being operative only up to that date,
1t is very difficult to admit that it was meant to provide pro-
spectively for the defendants to use a particular machine, for
any *previous violation for which they were then to %915
be released. It is a bar to any right of action for the ek
past for the causes stated, and not a limitation upon the
rféeases for any thing of a like kind which may be done there-
alter.

But it was also urged, that the rights of the defendants,
under the agreement, to use Burden’s bending lever, might
be inferred from their relinquishment to the appellant of their
right to make the horseshoe. The proofs in the case dis-
close, that Burden had obtained, in November, 1835, a patent
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for a new and useful improvement in the machine for making
horseshoes, and that he also patented another improvement
upon that in 1843. In May, 1844, Mr. Horner and Mr.
Winslow bought from Elisha Tolles and Nathaniel B. Gaylord,
for $1,000, a patent for making or bending horseshoes,
claimed by Tolles as his invention, of which Gaylord became
the owner of an undivided half, by assignment from Tolles,
before the latter obtained his patent, in 1834. In the agree-
ment for the purchase it is recited that, the patent having
been lost, a new patent was issued to Tolles, in May, 1844.
The view taken by Winslow and Horner of their purchase of
that patent is shown by covenants in the agreement. It is
that, in case it shall at any time appear, by the decision of
any court having competent jurisdiction, that the patents con-
veyed to Winslow and Horner were not valid and effectual
to secure to them the exclusive privileges thereby granted,
whether for the reason that Tolles was not the original in-
ventor of the machine, or otherwise, then, that the purchase-
money was to be returned to Horner and Winslow, with
interest from the time it was received, both Tolles and Gay-
lord being only respounsible for the portions of the money that
they might receive, Gaylord guaranteeing to the purchasers
one hundred dollars of the three hundred and seventy-five
dollars, which it appears he did receive from Mr. Winslow,
Gaylord having, on the same day, received from him six hun-
dred and seventy-five dollars. Such was the claim of the
defendants for a patent for bending horseshoes, and no more.
The defendants had the right to buy such a patent with an
undertaking to pay the expenses of a law suit, if they pleased
to do so. And they had a right to use the patent which they
bought, if it had really been obtained, and was not an in-
fringement of another patent. But, having shown their own
apprehension of its invalidity, and provided that they were to
lose nothing by it, in case 1t should prove to be the right,
which they asserted under it in the agreement of 14th Octo-
ber, 1845, can only be viewed by us as a relinquishment of a
very doubtful claim to make the patent horseshoe, to the ex-
clusive claim made by Burden, to make them under his
yatent, which formed an inducement with the latter to enter
#2167 into the release contained *in that agreement. As to

221 the circumstance out of the agreement, upon which the
defendants state formed in fact the consideration, it is only
necessary to say, it sufficiently appears that the undivided
half of the dock, which they bought from the appellants, was
fully worth the sum paid for it when the purchase was made,
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and, therefore, the price given cannot be a consideration for
any thing else.

We have so far construed the agreement from what is ex-
pressed in it, in connection with the claims made by the
parties in the suit which Burden agreed to discontinue.
There are other reasons which would bring us to the same
conclusion.

Though no form has been prescribed, either for assign-
ments of patents or for licenses to use them, we have judicial
decisions concerning both which are to determine what lan-
guage will make either, and how they are to be distinguished
from each other. The clause of the agreement from which
the defendants wish it to be inferred that they have the right
to use Burden’s bending lever, gives nothing definitely. The
claim made by them in their answer is uncertain. It is diffi-
cult to distinguish whether they mean to claim by assignment
or by a license ; and when it was urged, in the argument, that
they did so by license, it was equally uncertain whether they
did so upon a claim which they might assign or use for
others who might become owners in their factory, or which
they could only personally use without being transmissible
by them to others. The difference is well understood. A
mere license to a party, without having his assigns or equiva-
lent words to them, showing that it was meant to be assigna-
ble, is only the grant of a personal power to the licensees, and
is not transferable by him to another. Curtis on Pat., § 198;
2 Story, 525, 554. It is true that, in the argument, the claim
was for a license to use Burden’s bending lever; but to what
extent, or where, or for what time, was not said; nor can it
be collected from their answer. Such uncertainties we can-
not affirm of an agreement which definitely states what they
may do. Further, we cannot adopt the construction of the
agreement contended for by the defendants, because they
gave no such consideration for such an interest in Burden’s
patent. We do not say an inadequate one, but no considera-
tion. We can find none in the agreement, nor any in what
Is said in their answer to have been a consideration. It has
already been shown, that the dock bought by them from the
appellants could not have been any part of a consideration,
becausq the proofs in the cause show that their use of it is a
convenience in their business, and that the interest which
they acquired in that property was fully worth the price
given by them for it. In addition to what has already been

x93 * . . .
said concerning the relinquishment of the horseshoe ryoqr
=4

manufacture, or that Burden might manufacture theni, L
and that they would not, we cannot see how that, as a part
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of the agreement, can be made by any implication to mean
more than this,—that it was a surrender to the exclusive
claim of Burden to make them of a very equivocal right upon
their part to do so, for the discontinuance of the pending
suit, for the allowance to them to make brad-headed spike,
which it was the purpose of the suit to prevent, and for the
releases, mutually given against any future claim for past
violations of the patent-rights claimed by them in their plead-
ings. We think, from the agreement, that such was the
intention of the parties to it, notwithstanding the declaration
of the defendants that it was otherwise. We do so, because
there is no proof of it in the case, and because it is not per-
mitted to a party to control a written agreement by parol
testimony of declarations or conversation, at the time it was
completed or before, which would contradict, add to, or alter
the written agreement, either in the case of a latent or patent
ambiguity, though in either, collateral facts, and the circum-
stances in which the parties were placed when the agreement
was made, may be given in evidence. In the first case, to
ascertain something extrinsic or matter out of the instrument
where there is no ambiguity from the language of it, and in
the other when, from defective terms, the intention of the
parties may not be collected from them. In this agreement,
we can see no such ambiguity of expression to make it
doubtful, or any thing extrinsic connected with it to make it
uncertain.

The proofs in this case disclose, that Burden’s bending
lever is a valuable invention. So much so, that the appel-
lants gave to him for the assignment of it, with its improve-
ments, and for the assignment of the horseshoe patent, thirty
per cent. upon the net gains of the manufacture of both,
with a like interest in the value of all the machinery of both
which might be on hand when the contract shall be at an end
—and with the same interest in all the real estate, the addi-
tions and improvements of it, which shall be bought and
made out of the earnings of the assigned machinery, with
this further stipulation upon the part of the appellant, that
his interest, as they have been stated, should commence six
months before the date of his assignments. With such ad-
vantages, it cannot be supposed that it was understood by
the parties to the agreement of 14th October, 1845, that Bur-
den meant to put a rival establishment in possession of an
interest in his patent equal to that of the appellants, for
making brad-headed spike, and that for nothing. A

Before concluding, we will remark, that there is no proot
in the cause to maintain the averment in the answer of the
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*defendants, that they used the bending lever of Bur- %918
den with his knowledge and that of the appellants, L =
from the date of the agreement until the suit was brought,
without any objection or complaint from either of them.

In every point of view which we can take of this case, we
think that the defendants have infringed the patent for mak-
ing hook or brad-headed spike with Burden’s bending lever.
We shall direct the decree of the court below to be reversed,
and shall order a perpetual injunction to enjoin the defend-
ants from using the machine with Burden’s bending lever in
the manufacture of brad-headed spike, and shall remand the
case to the court below, with directions for an account to be
taken as is prayed for by the appellants.

Mr. Chief Justice TANEY, and Mr. Justice NELSON
dissented.

ORDER.

This cause came on to be heard on the transeript of the
record from the Circuit Court of the United States for the
Northern District of New York, and was argued by counsel.
On consideration whereof, it is now here ordered, adjudged,
and decreed by this court, that the decree of said Circuit
Court in this cause be, and the same is hereby, reversed,
with costs, and that this cause be, and the same is hereby,
remanded to the said Circuit Court, with instructions to en-
join the defendants perpetually from using the improved
machinery with the bending lever for making hook and brad-
headed spikes, patented to Henry Burden, the 2d September,
1840, and assigned to the complainant as set forth in com-
plainant’s bill, and to enter a decree in favor of the com-
plainants, for the use and profits thereof, upon an account to
be stated by a master, under the direction of the said Circuit
Court, as is prayed for by the complainant, and for such
further proceedings to be had therein in conformity to the
opinion of this court, as to law and justice may appertain.

Horace C. SiusBy, WASHBURN RACE, ABEL Dowxs,

EENRY Herr10N, AND CHARLES D. THOMPSON, v. ELISHA
OOTE.

Upox} a trial in New York, a juror became ill, and was discharged before any
evidence was given, and before the plaintiffs’ counsel had coneluded his
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