DECEMBER TERM, 1852.

Lawler et al. ». Walker et al.

ORDER.

On consideration of the petitions for writs of kabeas corpus
and of certiorari, filed in this case, and of the arguments of
counsel thereupon had,—It is now here considered, ordered,
and adjudged by this court, that the writs prayed for be, and
the same are hereby, denied; and that the said petitions be,

and the same are hereby, dismissed.

*Davis B. LAwWLER, TimoTHY WALKER, STEPHEN
S. L’HOMMEDIEU, GEORGE GRAHAM, JOHN S. HAR-
RISON, AND JACOB BURNET, PLAINTIFFS IN ERROR, v.
Jamps . AND JOHN WALKER.

[¥149

Where the Supreme Court of a State certified that there was “drawn in ques-
tion the validity of statutes of the State of Ohio,” &c., without naming the
statutes, this was not enough to give jurisdiction to this court, under the

25th section of the Judiciary Act.1

Nor, in this case, would the court have had jurisdiction if the statutes had

been nanied, because, —

In 1816, the Legislature of Ohio passed an “ Act to prohibit the issuing and
circulation of unauthorized bank paper,” and in 1839, an act amendatory
thereof ; and the question was, whether or not a canal company, incorpor-

ated in 1837, was subject to these acts.

In deciding that it was, the Supreme

Court of Ohio only gave a construction to an act of Ohio, which neither of
itself, nor by its application, involved in any way a repugnancy to the Con-
stitution of the United States, by impairing the obligation of a contract.

_ The case of the Commercial Bank of Cincinnati v. Buckingham’s Executors, (5

How., 317,) examined and sustained.2

1 FoLLowep. Mazwell v. Newbold,
18 How., 516 ; Railroad Co.v. Rock, 4
Wall., 180; Parmelee v. Lawrence, 11
Id., 38. Cirep. Messenger v. Mason,
10 Wall,, 510; Brown v. Atwell, 2
Otto, 329.

If the jurisdiction do not affirma-
tively appear from the record, the
writ must be Jismissed. Taylor v.
Morton, 2 Black, 481; De la Lande v.
Louisiana, 18 How., 192; White v.
Wright, 22 Id.. 19, Att’y-General v.
Federal Street Meeting-house, 1 Black,
2023 Boggs v. Merced Mining Co., 3
Wall., 304; Railroad Co. v. Rock, 4
Id., 177; Walker v. Villavaso, 6 1d.,
124; Gibson v. Chouteau, 8 1d., 314.

‘2 The principle that the Supreme
L;ovurb cannot review, on error, a de-
cision of a State court which merely
construes a State law admitted to be
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constitutional, is also asserted in the
following cases. Grand Guif R. R.
&c. Co. v. Marshall, 12 How., 165;
Robertson v. Coulter, 16 1d, 106;
Michigan Cent. R. R. Co. v. Michigan
South. R. R. Co., 19 Id., 378 ; Congdon
v. Goodman, 2 Black, 574; Lytle v.
Arkansas, 22 How., 193; Worthy v.
The Commassioners, 9 Wall,,611. Thus,
whether the rights of an insolvent,
under a contract, passed to his as-
signee, is not a question which this
court can review. Gill v. Oliver, 11
How., 529; Williams v. Oliwver, 12 1d.,
111; Williums v. Oliver, 1d., 125. So
of the question whether the State law
annexes the right of alluvion to a
given tract of land, or how it divides
the increment between the owners of
two tracts. Kennedy v. Hunt,7 How.,
586. DBut if a State statute creates a
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THis case was brought up by writ of error, from the Su-
preme Court of the State of Ohio, under the 25th section
of the Judiciary Act.

As the case was decided upon the point of jurisdiction, it
will be necessary to state only so much of it as to show what
ihe question was which came before this court. See 18 Ohio,

51.

James H. Walker and John Walker, partners in trade,
under the name of J. H. and J. Walker, brought a writ
against the plaintiffs in error in the Hamilton Court of Com-
mon Pleas, in Ohio. The action was brought to recover
$2,000 from the plaintiffs in error, as directors, stockholders,
or otherwise interested in an association known as the Cin-
cinnati and Whitewater Canal Company. The evidence
upon the trial was, that the plaintiffs had become the holders
of a large amount of such notes as the following:

No. 18667. D.
il il

The Cincinnati & Whitewater Canal Co. promise to pay
one dollar to R. McCurdy, or order, twelve months after
date, for value received, at their office, Cincinnati, 9th Nov.,
1840.

SaMm. E. FooTg, Sec’y. J. BONSALL Pres’t.

No. 1. Indorsed *R. McCurdy.”

The court charged the jury as follows :—

That, if the paper was issued under the directions or orders
of the defendants, and intended to circulate as currency, they
would be liable in this action, whether issued for the individ-
ual benefit of the defendants or for the benefit of the Cincin-
*1507 nati *and Whitewater Canal Company ; that if the

“9Y1 company had issued notes not intended to circulate as
a currency, as bank paper generally does, in the ordinary
form, but merely to pay off their creditors, the defendants
would not be liable ; that if the defendants, in issuing said
notes, acted merely as directors of the Cincinnati and White-
water CanalCompany, and within the limits of their corporate
powers, they would not be personally liable ; but that said
charter of said company did not authorize the issuing of notes
designed or calculated to circulate as money, and therefore

later one does not impair the contract,
error will lie. Bridge Prop. v. Hobo-
ken Co., 1 Wall, 116, S. P. The

contract, and the contention is that a
subsequent law impairs the obligation
of that contract, and the State court

so construes the first statute that the Binghampton Bridge, 3 Wall,, 51.
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would not protect the defendants, if the jury should be -
satisfied that they issued such notes; that, although, in ordi-
nary cases, where notes are made payable to order, it may be
necessary for a plaintiff to prove the indorsement, yet, if the
jury find, in this case, that these notes were issued and in-
tended to circulate as a currency, it is not necessary to prove
the handwriting of the indorser, and the mere fact of the
plaintiffs having the notes in their possession is primd facie
evidence of ownership.

The jury found a verdict for the plaintiffs, for $3,452.10.

The Supreme Court of Ohio affirmed the judgment of the
Court of Hamilton County, and gave the following certi-
ficate :

In this cause, the judgment of the Court of Common Pleas
having been affirmed, it is now certified that this is the high-
est court of law in the State of Ohio, in which a decision of
this suit could be had; and that there is drawn in question
the validity of statutes of the State of Ohio, in which it is
claimed by plaintiffs in error, those statutes are in violation
of the Constitution of the United States; and which statutes
have been held valid and binding by this court, notwith-
standing such objections. And this certificate is ordered to
be made part of the record.

The defendants brought the case up to this court.

It was argued upon printed briefs by Messrs. Foz, Walker,
and Grosbeck, for the plaintiffs in error, and by Mr. Chase,
with whom was Mr. Rockwell, for the defendants in error.

The question of jurisdiction was thus stated by one of the
counsel for the plaintiffs in error, Mr. Walker.

This case comes before this court under that clause of the
25th section of the Judiciary Act, (1 U. S. Stat. at L., 85,)
which authorizes a writ of error to a State court in the case
of “a final judgment in any suit in the highest court of law
of a State in which the decision in the suit could be had,
where is drawn in question the validity of a statute of a
State, on the ground of its being repugnant to the Constitu- -
tion of the United States, and the decision is in favor of such
its validity.”

*This state of fact appears on the face of the record. r*151
:l:he validity of the statute of Ohio, of March 18,1839, ¢
“further to amend the act entitled ‘an act to prohibit the
ssuing and circulating of unauthorized bank paper,” ” (Swan,
Stat., 140,) was drawn in question. It was drawn in ques-

tion upon the ground that it was repugnant to the Constitu-
Yor. x1v—11 161
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tion of the United States, because it impaired the obligation
of the contract made by the State of Ohio with the White-
water Canal Company, in the act incorporating the latter ;
and the decision of the State court—the highest court of law
in the State in which the decision could be had—was in
favor of the validity of that statute.

The case therefore arises where this court may entertain
jurisdiction. Commonwealth Bank of Kentucky v. Griffich,
14 Pet., 56. ' "

On the other hand, the counsel for the defendant in error
contended that this court has no jurisdiction. It is not a
case in which was drawn in question the validity of a statute
of a State, on the ground of its being repugnant to the Con-
stitution of the United States, and in which the decision was
in favor of such its validity.

1. The case is within the decision of the court in the case
Commercial Bank v. Buckingham, 5 How., 317.

The defendants below did not claim that the acts of Ohio
were unconstitutional; their claim was that those statutes
imposed a penalty for their violation, and that thus the
action was barred in four years under the general statute of
limitation of the State. The Supreme Court of Ohio decided
otherwise ; and as they claim erroneously, and they now
claim on account of that erroneous decision to give this court
jurisdiction.

2. It does not appear from the record that the question
was raised at the trial as to the constitutionality of the Ohio
statutes of 1816 and 1839.

Nothing of the kind is shown, or to be inferred, from the
pleadings in the case.

From the bill of exceptions it appears that the plaintiffs in
error excepted, on three grounds, to the admission of testi-
mony, and claimed the charge of the Judge to the jury on
nine points, but no one of them has any reference to, nor in
any manner involves this question.

The charge itself presents no such question ; no reference
whatever is made to any such question in the assignments of
errors in the Court of Common Pleas or Supreme Court of
Ohio.

The only thing on the record, showing that the constitu-
tional validity of any law was in question, is found in the
certificate ordered by the court to be entered on the record,
(p- 19,) “that there is drawn in question the validity of stat-
*152] utes of the State of *Ohio,” &c., VVl-th'Out saying what

*22] statutes, or on what ground the decision was made, ot
in what manner statutes of Ohio were connected with the
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subject-matter of the case before the court; nor is there any
thing in any part of the record showing that these statutes
of 1816 and 1839 were in question, nor any reference made
to them.

Mr. Justice WAYNE delivered the opinion of the court.
We do not think that this court has jurisdiction of this case.
We cannot find in the record, nor can it be inferred from any
part of it, (the certificate of the Supreme Court included)
which of the statutes of Ohio were declared to be valid, which
has been alleged to be in conflict with the Constitution of the
United States.

The 25th section of the act to establish the judicial courts
of the United States, requires something more definite than
such a certificate, to give to this court jurisdiction.

The conflict of a State law with the Constitution of the
United States, and a decision by a State court in favor of its
validity, must appear on the face of the record, before it can
be reéxamined in this court. It must appear in the plead-
ings of the suit, or from the evidence in the course of trial,
in the instructions asked for, or from exceptions taken to the
ruling of the court. It must be, that such a question was
necessarily involved in the decision, and that the State court
would not have given a judgment without deciding it.

The language of the section is, that no other cause can be
assigned, or shall be regarded as a ground of reversal, than
such as appears on the face of the record.

This certificate is, that the Supreme Court of Ohio held that

certain statutes of Ohio were valid, which had been alleged
to be in violation of the Constitution of the United States,
without naming what those statutes were. This is neither
within the letter nor spirit of the act.
. If permitted, it would make the State courts judges of the
Jurisdiction of this court, and might cause them to take
Jurisdiction in cases in which conflicts between the State laws
and the Constitution and the laws of the United States did
not exist.

The statutes complained of in this case should have been
stated. Without that, the court canuot apply them to the
subject-matter of litigation, to determine whether or not they
violated the Constitution or laws of the United States.

_This court has already passed upon a certificate of a like
kl‘nd from Ohio, in the case of the Commercial Bank and Eu-
wice Buckingham’s Evecutors, 5 How., 317. That was more
to *tl}e purpose than this, but it was declared to be in- F%153
sufficient to give jurisdiction to this court. In that L ¢
163
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case it was certified that the plaintiffs in error relied upon the
charter granted them in February, 1829, and the 4th section
of it was given; and they claimed, if a section of an act of
1824 was applied in the construction of their charter, that it
would be a violation of the Constitution of the United States,
because it impaired the obligation of a contract. It was also
stated that the objection had been overruled, and that a de-
cision had been given in favor of the validity of the act of
1824. When the case was considered here, we first examined
our jurisdiction under the 25th section, and determined
against it. Not because we did not think that the certificate
was a part of the record, or that it did not show sufficiently
the act which the plaintiffs in error alleged could not be
applied in that case without impairing the obligation of a con-
tract, but because we thought, from our view of the entire
record, that the only question which was raised on the trial of
the case in the State court, was one of construction of two
Ohio statutes. And that was, whether or not the bank was
legally liable to pay on account of its refusal to pay its notes
in specie, the six per cent. imposed by the act of 1824, as a
penalty for such refusal, in addition to the twelve per cent.
imposed by its charter. The constitutionality of the act of
1824 was not denied. Indeed, it was admitted. DBut it was
urged that the application to make the bank pay the penalty
imposed by it, and twelve per cent. besides, would impair the
obligation of a contract which the State had made with the
corporation in their charter. Here, then, the validity of the
act of 1824 was not drawn in question, on the ground of its
being repugnant to the Constitution, treaties, or laws of the
United States, nor was a point raised for the construction of
any clause of the Constitution, of a treaty, or of a statute of
the United States. The admission of the constitutionality
and validity of the act of 1824, only raised a question of con-
struction of the two State statutes, one of which it was said
would be repugnant to the other, if its penalty should be ap-
plied to the bank, in addition to that imposed by its qharter,
without words implying that the bank would not be liable to
an universal statute, passed before the bank was chartered,
which imposes six per cent. upon all banks which should refuse
to pay their notes in specie. 'The court decided, that the bank
was liable to the penalty of the act of 1824, but it erro-
neously supposed, because a constitutional point had been
made in the argument, that it was one which 11ece§sal'1ly arose
from the case itself, and that it could not give a judgment in
the case upon its merits without deciding that it involved the
164
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question of a conflict with the Constitution of the United
States.

*1t was in that view of the case that this court said, [y 54
in its opinion,—*“It is not enough that the record L3t
shows that the plaintiff contended and claimed, that the
judgment of the court impaired the obligation of a contract
and violated the provision of the Constitution of the United
States, and that this claim was overruled by the court, but it
must appear by clear and necessary intendment, from the
record, that the question must have been raised and must
have been decided in order to induce the judgment.” And
it was also in this view, when one State statute was said to
be repugnant to another, both being admitted to be constitu-
tional, that it was said in that case, “ It is the peculiar prov-
ince and privilege of the State courts to construe their own
statutes,” and when they did so, “it was no part of the func-
tions of this court to review their decisions,” or, in such
cases, *to assume jurisdiction over them, on the pretence
that their judgments have impaired the obligation of con-
tracts.”

Having said that this court had not jurisdiction in this
case on account of the insufficiency of the certificate, we now
say, if it could be made as definite as that in the case of
Buckingham’s Hzecutors, by inserting in it the statutes of
Ohio, which the court supposed involved a constitutional
question, that it would not give this court jurisdiction.
Then the cases would be so much alike that the Buckingham
case would rule this as to the question of jurisdiction. In
the Buckingham case it was urged that the penalty, in a gen-
eral statute upon banks, for refusing to pay their notes in
specie, could not be imposed upon a bank subsequently char-
tered, in addition to the penalty imposed by its charter, with-
out a violation of the Constitution of the United States. It
Is urged, in argument in this case, that a statute passed in
1816, entitled * an act to prohibit the issuing and circulating
of unauthorized bank paper,” which was amended in 1839,
could not be applied to make the defendants liable to pay
notes which were issued in 1840 by a canal company, in its
corporate name, and which notes were meant for circulation
in the community as bank paper. It was not contended that
the canal company could legally issue such paper for circula-
tion as money, though it was said they could give notes pay-
able to order in payment of its debts. ‘

It was not denied that the company could give notes in
Payment of debts, but it was said, that they could not make
them for that purpose and for cireulation, as bank paper.
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The point then raised for decision was, whether the canal
company could do so, without making its stockholders and
directors liable, to pay them to the holders of the notes,
under the statute of 1816, amended in 1839. The Supreme
Court decided that the defendants in this case, being di-
%1557 rectors and stockholders of the *canal company, were
4 liable, by the statutes of 1816 and 1839, to pay such
notes. It seems to us, that the statement gives its own
answer, and that the Supreme Court, in making its decision,
only gave a construction to an act of Ohio, which neither of
itself, nor by its application, involved in any way a repug-
nancy to the Constitution of the United States, by impairing
the obligation of a contract. Whether the construction of
the act and the charter of the canal company was correct, or
not, we do not say. We do not mean to discuss that point,
or to give any opinion upon it; but we mean to say, that the
construction does not violate a constitutional point under
the 25th section of the Judiciary Statute, so as to give this
court jurisdiction of this cause.

If more was wanting in aid of our conclusion, it is to be
found in the pleadings in the case, in the evidence given on
the trial, the objections made to the admissibility of certain
parts of it, in the prayers of the defendant to the court to
instruct the jury, and in the charge which the court gave.
By no one of them is a constitutional question raised. It
was only suggested, in argument, and on that account it was,
that the court certified that the “validity of statutes of Ohio
was drawn into question, which were sald to be in violation
of the Constitution of the United States, and not because the
court considered that such a point had been rightly raised
before it, under the 25th section of the Judiciary Act of
1789.”

We do not think it necessary to repeat any thing which
this court has hitherto said, from an early day to the present,
concerning the 25th section. Its interpretation will be found
in the case of Crowell v. Randall, 10 Pet., 308; in other
cases, cited in that case; and in Armstrong v. The Treasurer
of Athens County, 16 Pet., 281.  We shall direct this suit to
be dismissed for want of jurisdiction. '

ORDER.

This cause ‘came on to be heard on the transeript of the
record from the Supreme Court of the State of Ohio, and
was argued by counsel. On consideration whereof, it is
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now here ordered and adjudged by this court, that this
cause be, and the same is hereby dismissed, for want of juris-
diction.

*TgoMAS OTis LE Roy, AND DAvIiD SMmiTH, PLAIN-
TIFFS IN KERROR, v. BENJAMIN TATHAM, JUNIOR
GEORGE N. TaraAM, AND HENRY B. TATHAM.

[*156

In a patent for improvements upon the machmery used for making pipes and
tubes from lead, or tin, when in a set, or solid state, by forcing it under
great pressure, from out of a receiver, through apertures, dies, and cores,
the claim of the patentees was thus stated: “ What we claim as our inven-
tion, and desire to secure by letters-patent, is the combination of the follow-
ing parts, above described, to wit, the core and bridge, or guide-piece, the
chamber, and the die, when used to form pipes of metal, under heat and
pressure, in the manner set forth, or in any other manner substantially the
same.”

The Circuit Court charged the jury, “that the originality did not consist in
the novelty of the machinery, but in bringing a newly discovered principle
into practical application, by which an useful article of manufacture is
produced, and wrought pipe made as distinguished from cast pipe.”

This instruction was erroneous.

Under the claim of the patent, the combination of the machinery must be
novel. The newly discovered principle, to wit, that lead could be forced,
by extreme pressure, when in a set or solid state, to cohere and form a pipe,
was not in the patent, and the question whether it was or was not the subject
of a patent, was not in the case.!

Mr. Justice Curtis, having been of counsel for the defend-
ants in error, upon the letters-patent drawn in question in
this case, did not sit at the hearing.

This case was brought up, by writ of error, from the Cir-

cuit Court of the United States for the Southern District of
New York.

The declaration was filed by the defendants in error, on

1s. c., 22 How., 132, 137, 139; 2
Blatchf,, 474. Reviewep. O’ Reilly
v. Morse, 15 How., 117, 132. Distix-
GUISHED. Milligan 4. Glue Co. v.
Upton, 1 Bann. & A., 518, 514. CitED.
%cCloskeJ/ v. Du Bois, 9 Fed. Rep.,

A mere principle, however novel, is
not the subject of a patent; the in-
vention must consist in its practical
a}:phcahon to some useful purpose.
O Rally v. Morse, 15 How., 62; Burr
¥ Diﬁ“_j{e@, 1Wall,, 531; Case v. Brown,
214, 320; Foote v, Silsby, 2 Blatchf.,

260; Swuth v. Ely, 5 McLean, 76.  So,
also, an effect or function is not pa-
tentable. Sickels v. Fualls Co., 4
Blatchf., 508; Morton v. N. Y. Eye
Infirmary, 5 1d., 116 ; but these rules
are subject to many qualifications,
owing to the nice distinctions made by
judges in patent cases. See Detmold
v. Reeves, 1 Fish. Patent Cas., 127;
Ransom v. New York, 1d., 252 ; Par-
ker v. Hulme, 1., 44 ; Corning v. Bur-
den, 15 How., 252 ; Poillon v. Schmidt,
6 Blatchf., 299; Seymour v. Osborne,
3 Fish. Pat. Cas., 555.
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