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If a person employed in the manufactory of another, while receiving wages, 
makes experiments at the expense and in the manufactory of his employer; 
has his wages increased in consequence of the useful result of the experi-
ments ; makes the article invented and permits his employer to use it, no 
compensation for its use being paid or demanded; and then obtains a patent, 
these facts will justify the presumption of a license to use the invention.1

Such an unmolested and notorious use of the invention prior to the applica-
tion for a patent, will bring the case within the provisions of the 7th section 
of the act of 1839, c. 88.2

The assignees of a patent-right take it subject to the legal consequences of the 
previous acts of the patentee.

The 14th and 15th sections of the act of 1836, c. 357, prescribe the rules which 
must govern on the trial of actions for the violation of patent-rights; and 
these sections are operative, so far as they are applicable, notwithstanding 
the patent may have been granted before the passage of the act of 1836.

The words, “any newly invented machine, manufacture, or composition of 
matter,” in the 7th section of the act of 1839, have the same meaning as 
“invention,” or “ thing patented.”8

This  case was brought up by writ of error from the Circuit 
Court of the United States for the western district of Penn-
sylvania.

The facts are sufficiently stated in the opinion of the court.
The bill of exceptions which was taken on the trial below 

was as follows:
And the plaintiff thereupon excepted to certain parts of the 

instructions so given by the court to the jury, which instruc-
tions so excepted to are hereinafter set forth, to wit:

“ It has, however, been urged by the plaintiff’s counsel that 
the right to the continued use is restricted to the 4 specific

* Comme nte d  on  and  exp laine d , factory, see Rubber Co. v. Goodyear, 
Pierson v. Eagle Screw Co., 3 Story, 9 Wall., 788.
402,405,409. Foll owe d . Egbert v. 2 Applie d . Cons. Fruit Jar Co. v. 
Lippman, 14 Otto, 336, 344; Henry v. Wright, 4 Otto, 94. Cite d . Wilkins 
Providence Tool Co., 3 Bann. & A., v. Spafford, 3 Bann. & A., 278.
514. Cit ed . Manning v. Cape Ann 8 Rel ied  on , in dissenting opinion, 
Isinglass, &c., Co., 4 Bann. & A., 614; Wilson v. Rousseau, 4 How., 698. 
Perkins v. Nashua Card, <&c., Co., 5 Cite d . Andrews v. Carman, 2 Bann.

396* & A. 282. See O’Reilly v. Morse, 15,
Whether such license would author- How., 131; Burr ?. Duryee, 1 Wall., 

ize the employer to use the invention 568; Brickill v Mayor, &c., of New 
at any place other than such manu- York, 18 Blatchf., 275, 276; s. c. 7 

Fed. Rep., 481, 482.
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machine, manufacture, or composition of matter so made or 
purchased,’ so that a defendant is protected no farther than in 
the case of the invention (for which this patent was granted) 
prior to the application, and is liable to damages if he makes 
any rolls by Harley’s plan afterwards.
* 9031 *“We, therefore, feel bound to take the words,

J ‘ newly invented machine,’ in the act of 1839, ‘manufac-
ture, or composition of matter and such invention,’to mean 
the invention patented, and the words ‘ specific machine,’ to 
refer to the thing originally invented, whereof the exclusive 
right is procured by patent, but not to any newly discovered 
improvement to an existing patent.

“ The use of the patent must be of the same specific im-
provement originally invented, as was before the application 
used by any person who had purchased or constructed the 
machinery on which he operated to produce the effect de-
scribed in the specification; but when such person confines 
the future case to the specific mode, method, manner, and pro-
cess of producing the described effect, it is by the words and 
true meaning of the law, without liability to the inventor or 
other person interested in the invention, so construed; and by 
thus protecting the person who has engaged the use of an 
invention before the application for a patent, the great object 
of the patent laws, as declared in the 4th section of the act of 
1837, will be consummated; that is, to protect the rights of 
the public and ‘of patentees in patented inventions and 
improvements.’ 4 Story, 2547. A different construction 
would make it necessary to carry into all the former laws the 
same literal exposition of the various terms used to express 
the same thing, and thereby changing the law according to 
every change of phraseology, make it a labyrinth of inextrica-
ble confusion.

“ Our opinion, therefore, is, that the defendants have a right 
to the continued use of the improvement patented to Harley; 
the facts of the case, which are not controverted, have equal 
effect with a license, and the evidence brings the defendant 
under the protection of the act of 1839, by the unmolested 
notorious use of the invention before the application for a 
patent. Nothing has been shown on the part of the plaintiffs 
to counteract the effect of this prior use ; as assignees of Har-
ley, they stand in his place as to right and responsibility; they 
took the patent, subject to the legal consequences of his pre-
vious acts, and connecting these with the want of an assertion 
of a right to the use by the defendants of the invention 
patented, till this suit was brought in September, 1835, pro-
tects them from liability.
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* “ In our opinion, your verdict ought to be for the defen-
dants.” Verdict accordingly, and judgment for defendants.

Dunlap, on behalf of the plaintiffs in error, contended that 
the court below had erred in charging the jury :

1. That the facts justified the presumption of a license or 
grant to use the invention, and that defendants were protected 
thereby, independent of any act of Congress.

2. That the words, “ specific machine,” in the 4th section 
of the act of 1839, referred to the invention itself, and that 
the authority to use it before the patent carried the right to 
continue to make and use it after the patent had issued.

Mr. Justice BALDWIN delivered the opinion of the court.
This case comes here on a writ of error to the Circuit Court 

for the western district of Pennsylvania, in an action brought 
by the plaintiffs, assignees of James Harley, against the 
defendants, for the infringement of a patent granted to Har-
ley for an improvement in the mode of casting chilled rollers 
and other metallic cylinders and cones, in which judgment 
was rendered for the defendants. On the trial it appeared in 
evidence that it had long been a desideratum to find out some 
mode by which iron rollers or cylinders could be so cast that 
when the metal was introduced into the mould it should cause 
a swyrl or rotatory motion, by which the flog or dross would 
be thrown into the centre instead of the surface of the cylin-
der. By the old mode, the metal was conveyed from the fur-
nace to the mould through a gate, or pipe, placed in a horizon-
tal or perpendicular direction. The mode alleged to have 
been invented by Harley is thus described in the specification 
annexed to the patent : “ The tube or tubes, or passages 
called gates, through which the metal to be conveyed into the 
moulds shall not enter the mould perpendicularly at the bot-
tom, but slanting, or in a direction approaching to a tangent 
of the cylinder, or if the gates enter the moulds horizontally 
or nearly so, shall not enter in thé direction of the axis of the 
cylinder, but in a tangent form, or inclining towards a tangent 
of the cylinder.”

This was the thing patented, consisting solely in changing 
the direction of the tube, which conveyed the metal to r*205 
the mould, *from a horizontal or perpendicular position 
to an angular one ; it produced the desired effect and was 
highly useful.

The novelty of the invention was much contested at the 
trial, but as the case turned on other points, that became an 
immaterial question ; as the case conies before us, on excep-
tions to the charge of the court, which assumed that Harley
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was the original and true inventor of the improvement, and 
put the case to the jury on the following facts, which were in 
full proof, in nowise contradicted, and admitted to be true.

That Harley was employed by the defendants at their foun-
dry in Pittsburgh, receiving wages from them by the week; 
while so employed, he claimed to have invented the improve-
ment patented, and after several unsuccessful experiments 
made a successful one in October, 1834; the experiments 
were made in the defendants’ foundry, and wholly at their 
expense, while Harley was receiving his wages, which were 
increased on account of the useful result. Harley continued 
in their employment on wages until January or February, 
1835, during all which time he made rollers for them; he often 
spoke about procuring a patent, and prepared more than one 
set of papers for the purpose; made his application the 17th 
February, 1835, for a patent; it was granted on the 3d of 
March, assigned to the plaintiffs on the 16th of March, pursu-
ant to an agreement made in January.

While Harley continued in the defendants’ employment, he 
proposed that they should take out a patent and purchase his 
right, which they declined; he made no demand on them for 
any compensation for using his improvement, nor gave them 
any notice not to use it, till, on some misunderstanding on 
another subject, he gave them such notice, about the time of 
his leaving their foundry, and after making the agreement 
with the plaintiffs, who owned a foundry in Pittsburgh, for an 

» assignment to them of his right. The defendants continuing 
to make rollers on Harley’s plan, the present action was 
brought in October, 1835, without any previous notice by [to?] 
them. The court left it to the jury to decide what the facts 
of the case were; but if they were as testified, charged that 
they would fully justify the presumption of a license, a special 
privilege, or grant to the defendants to use the invention; that 
*9061 ^ac^s amounted to “a consent and allowance of such

J use,” and show such a consideration as would support *an 
express license or grant, or call for the presumption of one to 
meet the justice of the case, by exempting them from liability; 
having equal effect with a license, and giving the defendants a 
right to the continued use of the invention. The court also 
charged the jury, that the facts of the case, which were not 
controverted, brought it within the provisions of the 7th sec-
tion of the act of 1839, by the unmolested, notorious use of 
the invention, before the application for a patent by Harley, 
and that nothing had been shown by the plaintiffs to counter-
act the effect of this prior use. That as assignees of Harley, 
the plaintiffs stand in his place, as to right and responsibility;
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they took the assignment of the patent, subject to the legal 
consequences of his previous acts, and connecting these with 
the absence of an assertion of a right adverse to the defend-
ants’ use till this suit was brought, protected the defendants 
from liability for any damages therefor.

The exceptions to the charge were confined to these two 
points, which constitute the only subject for our consideration. 
Whether these exceptions are well taken or not, must depend 
on the law as it stood at the emanation of the patent, together 
with such changes as have been since made ; for though they 
may be retrospective in their operation, that is not a sound 
objection to their validity; the powers of Congress to legislate 
upon the subject of patents is plenary by the terms of the 
Constitution, and as there are no restraints on its exercise, 
there can be no limitation of their right to modify them at 
their pleasure, so that they do not take away the rights of 
property in existing patents.

When the patent to Harley was granted, and this suit 
brought, the acts of 1793 and 1800 were the tests of its 
validity, but the 21st section of the act of 1836 repealed all 
existing laws on the subject of patents, with a proviso, that 
all suits brought before may be prosecuted in the same man-
ner as if that act had not been passed, “ excepting and saving 
the application to any such action, of the provision of the 
14th and 15th sections of this act, so far as they may be appli-
cable thereto.” This repeal, however, can have no effect to 
impair the right of property then existing in a patentee, or his 
assignee, according to the well-established principles of this 
court in 8 Wheat., 493; the patent must therefore stand as if 
the acts of 1793 and 1800 remained m force; in other r*on7 
respects the 14th and 15th sections of the act of *1836 *- 
prescribe the rules which must govern on the trial of actions 
for the violation of patented rights, whether granted before or 
after its passage.

In Pennock v. Dialogue, this court held, in 1829, “ That, if 
an inventor makes his discovery public, looks on and permits 
others freely to use it, without objection or assertion of claim 
to the invention, of which the public might take notice; he 
abandons the inchoate right to the exclusive use of the inven-
tion, to which a patent would have entitled him, had it been 
applied for, before such use, and that it makes no difference in 
the principle, that the article so publicly used, and afterwards 
patented, was made by a particular individual who did so by 
the private permission of the inventor.” 2 Pet., 14,15; S. P. 
Grant v. Raymond, 6 Id., 248, 249; Shaw v. Cooper, 7 Id., 
313—323.

191



207 SUPREME COURT.

McClurg et al. v. Kingsland et al.

On this construction of the acts of 1793 and 1800, Harley’s 
patent would have been void, on the evidence in this case. 
Such seems to have been the sense of Congress, as expressed 
in the act of 1832, which authorized the issuing a new patent, 
when an original one was invalid by accident, inadvertence, or 
mistake, and without any fraudulent intent, by reason of the 
terms of the 3d section of the act of 1793 not having been 
complied with, “ Provided, however, that such new patent so 
granted shall in all respects be liable to the same matters of 
objection and defence as any original patent granted under 
the said first-mentioned act. That no public use or privilege 
of the invention so patented, derived from or after the grant 
of the original patent, either under any special license of the 
inventor, or without the consent of the patentee that there 
shall be free public use thereof, shall in any manner prejudice 
the right of recovery for any use or violation of his invention 
after the grant of such new patent, as aforesaid.” 4 Story, 
2301.

This act is an affirmance of the principles laid down by this 
court in the three cases before referred to, and as the excep-
tion to the proviso is limited to an use of the invention under 
a special license of the inventor after the grant of the original 
patent, it leaves the use prior to the application for such 
patent clearly obnoxious to the principle established in 2 Pet., 
14, 15, whereby the patent would become void.

The same conclusion follows from the 15th section of
J the act *of 1836, which declares, that if the thing pa-

tented “had been in public use, or on sale, with the consent 
and allowance of the patentee, before the application for a 
patent,” judgment shall be rendered for the defendant with 
costs. 4 Story, 2511. The case before us is one of this 
description: the defendants use the invention of Harley for 
four months before his application for a patent; this use was 
public, and not only with his express consent and allowance, 
but he himself made the rollers on the plan he invented 
during those months, from the time when he had ascertained 
the utility of his invention.

It would, therefore, be no strained, if not the fair construc-
tion of this act, if under such and the other circumstances in 
evidence in the cause, the court had charged the jury, that if 
they believed the witnesses, the patent subsequently obtained 
was void. The Circuit Court, however, did not go so far: 
they held that the defendants might continue to use the inven-
tion, without saying that the public might use it, without lia-
bility to the plaintiffs, in which we think there was no error in 
their direction to the jury, that they might presume a license 
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or grant from Harley, or on the legal effect of the uncon-
troverted evidence as to the right of recovery, by the plain-
tiffs, or on the construction of the acts of 1793, 1800, 1832, 
and 1836.

The remaining exception is to the charge of the court 
below, on the effect of the 7th section of the Act of 1839, 
which is in these words: “ That every person or corporation 
who has, or shall have purchased or constructed any newly- 
invented machine, manufacture, or composition of matter, prior 
to the application by the inventor or discoverer of a patent, 
shall be held to possess the right to use and vend to others to 
be used, the specific machine, manufacture, or composition of 
matter, so made or purchased, without liability therefor to the 
inventor, or any other person interested in such invention; 
and no patent shall be held invalid by reason of such pur-
chase, sale, or use prior to the application for a patent as 
aforesaid, except on proof of abandonment of such invention 
to the public, or that such purchase, sale, or prior use has been 
for more than two years prior to such application for a 
patent.” Pamphlet Laws, 1839, 74, 75.

The object of this provision is evidently twofold; first, to 
protect the person who has used the thing patented, by po«« 
having purchased, Constructed, or made the machine, L 
&c., to which the invention is applied, from any liability to 
the patentee or his assignee. Second, to protect the rights, 
granted to the patentee, against any infringement by any 
other persons. This relieved him from the effects of former 
laws and their constructions by this court, unless in case of an 
abandonment of the invention, or a continued prior use for 
more than two years before the application for a patent, while 
it puts the person who has had such prior use on the same 
footing as if he had a special license from the inventor to use 
his invention; which, if given before the application for a 
patent, would justify the continued use after it issued, without 
liability.

At the trial below, and here, the plaintiff’s counsel have 
contended, that this act cannot apply to the present case, inas-
much as the protection it affords to the person who had the 
prior use, is confined to the specific machine, &c., and does 
not extend to such use of the invention, or thing patented, if 
it does not consist of a machine, &c., as contradistinguished 
from the new mode or manner in which an old machine or its 
parts operates, so as to produce the desired effect; but we 
think that the law does not admit of such construction, 
whether we look at its words or its manifest objects, when
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taken in connection with former laws, and the decisions of this 
court in analogous cases.

The words “ such invention ” must be referred back to the 
preceding part of the sentence, in order to ascertain the subject-
matter to which it relates, which is none other than the newly- 
invented machine, manufacture, or composition of matter con-
stituting the thing patented; otherwise these words become 
senseless when the invention is not strictly of a machine, &c. 
Now, in the present case, we find the invention consists solely 
in the angular direction given to the tube through which the 
metal is conducted into the cylinder in which the roller is 
cast. Every part of the machinery is old, the roller itself is 
no part of the invention, and cannot be the machine, manu-
facture, or composition of matter contemplated by Congress, 
nor can the word “specific” have any practical effect unless it 
is applied to the thing patented, whatever it may be, without 
making a distinction between a machine, &c., and the mode of 
producing a useful result by the mere direction given to one 
*9101 the parts of an old machine. Such a construction 

-* *is not justified by the language of the law, and would 
defeat both of its objects. If it does not embrace the case 
before us, the consequence would be that the use of the inven-
tion, under the circumstances in evidence, would, according 
to the decision in 2 Pet., 14, 15, invalidate the patent; for if 
the act operates to save the avoidance of the patent, it must, 
of consequence, protect the person who uses the invention 

/ before the application for a patent. Both objects must be 
effected, or both must fail, as both parts of the act refer to 
the same thing, and the same state of things, as affecting the 
person using the newly-invented machine, or the thing 
patented, as well as the inventor. Had the words “invention,” 
or “ thing patented,” been used instead of machine, &c., there 
could have been no room for doubt of the application of the 
act to the present case; and by referring to the phraseology 
of the different acts of Congress denoting the invention, it is 
apparent that, though there is a difference in the words used, 
there is none as to their meaning or reference to the same 
thing. Thus we find in the 14th section of the act of 1836, 
relating to suits for using “ the thing whereof the. exclusive 
right is secured by any patent,” in the 15th, “ his invention, 
his discovery, the thing patented,” “ that which was in fact 
invented or discovered,” “the invention or discovery for which 
the patent issued,” “ that of which he was the first inventor. 
In the 1st section of the act of 1837, “ any patent for any 
invention, discovery, or improvement,” “inventions and dis-
coveries ; ” in the 2d section, “ the invention; ” in the 3 , 
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“invention or discovery;” in the 4th, “patented inventions 
and improvements; ” in the 5th, “ the thing as originally 
invented.” 4 Story, 2510, 2511, 2546.

We, therefore, feel bound to take the words “newly- 
invented machine, manufacture, or composition of matter” 
and “such invention,” in the act of 1839, to mean the “inven-
tion patented,” and the words “ specific machine,” to refer to 
“the thing as originally invented,” whereof the right is secured 
by patent; but not to any newly-invented improvement on a 
thing once patented. The use of the invention before an 
application for a patent must be the specific improvement then 
invented and used by the person who had purchased, con-
structed, or used the machine to which the invention is 
applied: so construed, the objects of the act of 1839 r*211 
are accomplished; a different construction would *make 
it necessary to carry into all former laws the same literal 
exposition of the various terms used to express the same 
thing, and thereby changing the law according to every 
change of mere phraseology, make it a labyrinth of inextri-
cable confusion.

We, are, therefore, of opinion that there is no error in the 
charge of the court below, and that its judgment be affirmed.

ORDER.

This cause came on to be heard on the transcript of the 
record from the Circuit Court of the United States for the 
western district of Pennsylvania, and was argued by counsel. 
On consideration whereof, it is now here ordered and adjudged 
by this court, that the judgment of the said Circuit Court in 
this cause be and the same is hereby affirmed, with costs.

Mary  Ann  Connor  v . Henry  Bradl ey  and  Mary , his  
wife .

In an action of ejectment, if the plaintiff count upon a lease to himself from 
a person whom the evidence shows to have been dead at the time, it is bad.1 

It is a settled rule at common law, that where a right of re-entry is claimed on 
the ground of forfeiture for non-payment of rent, there must be proof of a 
demand of the precise sum due at a convenient time before sunset, on the

1S. P. Baylor v. Neff, 3 McLean, plaintiff is not ground of dismissal. 
302; Gilleland v. Martin, Id., 490. Gilleland s. Martin, supra.
But the insanity of the lessoi' of the
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