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the ship were recovered in assumpsit ; for, say the court, in that case, 
“ this claim does not rest upon the charter-party, it is for money paid dehors 
the contract, for the ease and benefit of the defendants, and from which they 
have derived advantage.” Numerous cases applicable to the point here 
considered will be found collected by Saunders, in his Treatise on Pleading 
and Evidence, vol. i. p. 110. It is upon this well-settled distinction, that 
the court, whilst it recognises the principle affirmed by the second instruc-
tion contained in the fifth bill of exceptions, feel bound to disapprove and 
overrule the first instruction in that bill. It is manifest, that at the trial, 
testimony was introduced, tending to show that the contract between the 
defendants and the canal company, as well as that entered into between the 
same defendants and the plaintiff, had been modified or substituted by other 
and new contracts, tending too to show acts of performance by the parties 
to these new and modified engagements. It was certainly competent for 
the parties to use such evidence, and to rely upon its effect before the jury. 
The first instruction of the circuit court, contained in the last bill of ex-
ception, cuts off from the plaintiff, at least, all benefit of such evidence, 
however strong it might have been. In this we consider that instruction as 
having deprived the plaintiff of an undoubted legal right. We regard it, 
therefore, as erroneous; and for this cause, and for the reasons assigned for 
disapproving the rulings of the circuit court upon the other instructions 
given in this case, the judgment of that court is hereby reversed and the 
cause is remanded to be again tried by a jury in conformity with the prin-
ciples of this decision.

Judgment reversed.

*Da .vid  Prout y  and Joh n  Mea rs , Plaintiffs in error, v. Drap er , [*336 
Ruggle s  & Co., Defendants in error.

Patent for improvement.

The plaintiffs, in the circuit court, claimed damages for the infringement of their patent for “ a 
new and useful improvement in the construction of a ploughthe claim of the patentees 
was for the combination of certain parts of the plough, not for the parts separately. The 
circuit court charged the jury, that unless it was proved, that the whole combination was 
substantially used in the defendant’s ploughs, it was not a violation of the plaintiff’s patent; 
although one or more of the parts specified in the letters-patent might be used in combination 
by the defendant; the plaintiffs, by their specification and summing up, treated the parts 
described as essential parts of their combination, for the purpose of brace and draft; and 
the use of either alone by the defendant would not be an infringement of the combination 
patented : Held, that the instructions of the circuit court were correct.

The patent was for a combination, and the improvement consisted in arranging different portions 
of the plough, and „combining them together in the manner stated in the specification, for the 
purpose of producing a certain effect; none of the parts referred to were new, and none were 
claimed as new ; nor was any portion of the combination, less than the whole, claimed as new, 
or stated to produce any given result. The end in view was proposed to be accomplished by 
the union of all, arranged and combined together in the manner described ; and this com-
bination, composed of all the parts mentioned in the specification, and arranged with reference 
to each other, and to other parts of the plough, in the manner therein described, was stated to 
be the improvement, and was the thing patented. The use of any two of these parts only, or 
of two combined with a third, which was substantially different in the form, or in the manner
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of its arrangement and connection with the others, was, therefore, not the thing patented; it 
was not the same combination, if it substantially differed from it in any of its parts.1

Prouty v. Draper, 1 Story 568, affirmed.

Erro r  to the Circuit Court of Massachusetts. The plaintiffs in error 
instituted a suit in the circuit court of Ma sachusetts, for the recovery of 
damages for the violation of a patent granted to them by the United States, 
for a new and useful improvement in the construction of a plough.

The cause was tried before a jury, at October sessions of the circuit 
court, in 1841, and a verdict and judgment were rendered for the defend-
ant. The plaintiffs took exceptions to the charge of the court, and pro-
secuted this writ of error.
* The case was submitted to the court, on printed arguments, by

* -* * Choate, for the plaintiffs in error; and by Dexter, for the defend-
ants. The case is fully stated in the opinion of the court.

Taney , Ch. J., delivered the opinion of the court.—This case is brought 
here by a writ of error to the circuit court of the United States for the dis-
trict of Massachusetts. The action was instituted for the purpose of re-
covering damages for an infringement of a patent, which the plaintiffs had 
obtained for an improvement in the construction of the plough. The in-
vention is described in the specification, as follows :

“ Be it known, that we, the said Prouty and Mears, have jointly invented, 
made and applied to use, a new and useful improvement in the construction 
of the plough, which invention and improvement we describe and specify as 
follows, viz : Heretofore, the standard and land-side of the plough has been 
placed perpendicular to, and at right angles with, the plane of the share ; 
on this standard, the beam has been placed in such manner as to form an 
acute angle with the land-side, of such extent as to place that part of the 
beam to which the moving power is applied, at the distance of three or more 
inches from an extended line of the land-side, to the right ; while the after-
part of the beam extends one or more inches to the left of the perpendicular 
of the land-side, near the handle ; the object has been to cause the plough 
‘ to run to land,’ or hold its width of furrow. The effect produced has been 
an uneasy, struggling motion, as it meets resistance at the point, wing or 
heel. We make our plough with the standard and land-side forming an 
acute angle with the plane of the share, the standard inclining to the right or 
furrow side, ih such manner as to enable us to place the centre of the beam 
on a line parallel with the land-side, the forepart thereof at such distance

1 Sílsby A Toóte, 14 How. 219 ; s. c., 1 BI. v. Osborne, 11 Wall. 516. The rule is other- 
C. C. 445 ; McCormick n. Talcott, 20 How. wise, if the ingredient substituted was a new 
402 ; s. c. 6 McLean 539 ; Vance v. Campbell, one, or performs a substantially different func-
1 Black 427 ; Eames v. Godfrey, 1 Wall. 78; tion, or was not known, atlhe date of the patent, 
Reedy v. Scott, 23 Id. 366; Dunbar v. Myers, as a proper substitute for the one omitted from 
94 Ú. S. 202; Fuller v. Yentzer, Id. 288; Gage his patented combination. Gould v. Rees, 15 
v. Herring, Í07 Id. 640. But the doctrine of Wall. 194. By an equivalent is meant, that 
equivalents applies to a patent for a combina- the ingredient substituted for the one with- 
tioü ; a combination, however, is not infringed, drawn, performs the same function as the 
except by a machine containing all the material other, and that it was well known', at the date 
ingredients patented, or proper substitutes for of the patent securing the inVehtiOn, as a proper 
one or more of them, well known to be such substitute for the oné omitted. Gill v. Wells, 
at the time the patent was granted. Seymour 22 Wall. 28.
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from the extended line aforesaid, as to cause the plough to hold its width 
of furrow, and the after-part falling within the perpendicular of the land-
side of the plough, the centre of it being nearly perpendicular to the centre 
of resistance, on the mould-board, which we conceive to be at about one-
fourth part of the lateral distance from the land-side to the wing of the 
share, and at about one-third part of the perpendicular *height from 
the plane of the share to the upper edge of the mould-board. This L 
location of the centre of resistance, we base on the fact, that many ploughs 
which have been used in sharp, sandy soils, have been worn quite through 
at that point. The result of this formation of the plough, is a steady, well- 
balanced motion, requiring less power of draft, and less effort in directing 
the plough in its course.

“ The inclination of the standard and land-side, causes the plough to cut 
under, and take up the furrow, in the form of an oblique-angled parallelo-
gram, or like a board, feather-edged, which being turned over, falls in level 
with the last furrow, more readily than right-angled or square-edged work. 
The coulter or knife, having a similar inclination, cuts the roots of the 
grass, &c., and leaves all vegetable matter on the surface, at a greater dis-
tance from the under edge of the furrow, which being turned over, more 
readily falls in, and is far better covered than with square-edged work. 
The top of the standard, through which the bolt passes to secure the beam, 
is transversely parallel to the plane of the share, and extends back from the 
bolt to such distance as to form a brace to the beam, when the after-part is 
passed down by lifting at the forepart ; the share being fast under a rock, 
or other obstruction, the after-part of this extension is squared in such 
manner, that being jogged into the beam, it relieves the bolt in heavy draft. 
The bolts which we use to fasten the pieces of cast iron, of which our 
ploughs are made, together, and the wood-work, are round, with inverted 
convex heads, like the wood-screw, with a projection on the under side of 
the head, of semicircular form, which fits into a groove in the counter-sink 
part of the bolt-hole, as it is cast to receive it, which not only prevents its 
turning, but also diminishes the liability of breakage at the corners of 
square holes ; all which will more fully appear by reference to the drawing 
annexed to, and forming part of this specification.

“We hereby declare, that what we claim as new, and of our invention, 
is the construction of such ploughs as aforesaid, and the several parts thereof, 
not separately, but in combination, for the purposes aforesaid, viz : *1.
The inclining the standard and land-side so as to form an acute angle L 
with the plane of the share. 2. The placing the beam on a line parallel to 
the land-side, within the body of the plough and its centre, nearly in the per-
pendicular of the centre of resistance. 3. The forming the top of the 
standard for brace and draft. We do not intend to confine our claim to any 
particular form or construction, excepting such form as may be necessary to 
place the beam in the perpendicular of the centre of resistance, and parallel 
to the land-side, and also to such form of the top of the standard, as shall 
serve for brace and draft, but have given such form as we deem to be most 
convenient, which may be varied, as is obvious.”

The plaintiffs offered to prove the utility of the alleged improvement, 
which proof was dispensed with by the defendants. Certain ploughs, 
alleged by the plaintiffs to be made in conformity with their letters-patent,
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and certain ploughs made by the defendants, which were the alleged 
infringement of the plaintiff’s patent, were produced in court; and no sub-
stantial difference between them was shown by the defendants to exist, 
unless the fact, that the top of the standard in the defendant’s plough was 
not jogged into the beam, and did not extend so far back upon the beam, 
was to be so considered. And the plaintiffs offered evidence to show, that 
the top of the standard, formed as stated in the specification, would serve 
for both purposes of brace and draft, although not jogged into the beam.

The defendants introduced no evidence. The counsel for the plaintiffs 
requested the court to instruct the jury as follows, to wit: The counsel 
of plaintiffs respectfully move the court to instruct the jury, that if the 
defendants have used, in combination with the other two parts, a stan-
dard, of the description set forth in the specification, and it is proved to 
serve both for brace and draft, such use was an infringement of the plain-
tiffs’ claim in that particular, although the defendants may not have inserted 
into a jog in the beam. Also, that if any two of the three parts described, 
as composing the construction claimed in the specification, had been used 

in Combination by the defendants, it was an infringement of the 
J patent, although the third had not been used with them. The court 

refused to give the instructions so prayed, or either of them, in manner 
and form as prayed by the plaintiffs ; but did instruct the jury as follows, 
to wit:

That upon the true construction of the patent, it is for a combination 
and for a combination only. That the combination, as stated in the sum-
ming up, consists of three things, viz : 1. The inclining the standard and 
land-side so as to form an acute angle with the plane of the share. 2. The 
placing the beam on a line parallel to the land-side, within the body of the 
plough and its centre, nearly in the perpendicular of the centre of resistance. 
3. The forming the top of the standard for brace and draft. That unless 
it is proved, that the whole combination is substantially used in the defend-
ant’s ploughs, it is not a violation of the plaintiff’s patent, although one or 
more of the parts specified, as aforesaid, may be used in combination by 
the defendants. And that the plaintiffs, by their specification and sum-
ming up, have treated the jogging of the standard behind, as well as the 
extention, to the essential parts of their combination for the purpose of 
brace and draft; and that the use of either alone by the defendants would 
not be an infringement of the combination patented. And thereupon, the 
jury rendered their verdict for the defendants.

The first question presented by the exception is, whether the extension 
of the standard, and the jogging of it into the beam, are claimed as mate-
rial parts of the plaintiff’s improvement. We think they are. In the para-
graph in which it is described, he states that it “ extends back from the bolt 
to such a distance as to form a brace to the beam and also, “that being 
jogged into the beam, it relieves the bolt in a heavy draft.” And in their 
summing up, they declare, that they claim as new, and of their invention, 
the construction of such ploughs as aforesaid, and the several parts thereof, 
not separately but in combination; and proceeding then to specify the parts 
so claimed, they mention, “the forming of the top of the standard for brace

, and draft.” They, indeed, say, that they do not mean to confine their 
-* claim to any particular form of construction, *except “ to such form 
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of the top as shall serve for brace and draftthat is to say, the top is to 
be so formed and so connected with the beam as to answer both purposes. 
And as those purposes, according to the preceding part of the specification, 
are to be accomplished by its extension back from the bolt, and by jogging 
it into the beam, these two things are essential to it, whatever variation may 
be made in its shape or size. They are, therefore, material parts of the 
improvement they claim.

The remaining question may be disposed of in a few words. The patent 
is for a combination, and the improvement consists in arranging different 
portions of the plough, and combining them together in the manner stated 
in the specification, for the purpose of producing a certain effect. None of the 
parts referred to are new, and none are claimed as new ; nor is any portion 
of the combination, less than the whole, claimed as new, or stated to pro-
duce any given result. The end in view is proposed to be accomplished by 
the union of all, arranged and coinbined together in the manner described. 
And this combination, composed of all the parts mentioned in the specifica-
tion, and arranged with reference to each other, and to other parts of the 
plough, in the manner therein described, is stated to be the improvement, 
and is the thing patented. The use of any two of these parts only, or of 
two combined with a third, which is substantially different, in form, or in 
the manner of its arrangement and connection with the others, is, therefore, 
not the thing patented. It is not the same combination, if it substantially 
differs from it in any of its parts. The jogging of the standard into the 
beam, and its extension backward from the bolt, are both treated by the 
plaintiffs as essential parts of their combination for the purpose of brace 
and draft. Consequently, the use of either alone, by the defendants, would 
not be the same improvement, nor infringe the patent of the plaintiffs. The 
judgment of the circuit court must, therefore, be affirmed.

Judgment affirmed.*

*Thom as  Woo d , Junior , Claimant of twenty-two Packages or * 
Pieces of Cloth, Plaintiff in error, v. Unite d  States , Defend- *- 
ants in error.

Fraudulent entries of imports.
The United States filed in the district court of the United States for the Maryland district, a 

libel of information in rem, upon a seizure upon land, in the district, of twenty-two pieces of 
cloth imported into New York, and claimed them as forfeited; the libel contained many 
counts, but that on which the decision of the supreme court was given, was founded on the 
66th section of the revenue act of 1799, which declares, that any goods which shall not be 
invoiced, according to the actual cost thereof, at the place of exportation, with design to evade 
the duties thereupon, all such goods, &c., shall be forfeited; the count stated, that the goods 
were not invoiced at the actual cost, at the place of exportation. The duties had been paid at 
New York, on the invoice produced on their entry; they were afterwards transmitted to 
Baltimore, and were there seized in the stores of certain persons having the custody thereof 
for the importer, who was the claimant, under a search-warrant, procured from a magistrate. 
To establish the fraud in the invoices, the United States offered in evidence sundry other 
invoices of cloth and cassimere, imported into New York by, and consigned to, the claimant, 
to show the fraudulent intention of the claimant in those importations as well as in the present; 
this evidence was objected to, and the objection was overruled. The district judge, after the

1 For a further decision, on the question of costs, see 2 Story 19°
21.
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