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Letters patent No. 27,094 were issued to Ethan Allen, February 14, 1860, for 
14 years, for an “improvement in machine for making percussion cartridge 
cases.” The patent was reissued in two divisions, No. 1,948 and No. 1,949, 
May 9,1865. No. 1,948 embraced that part of the invention which con- 
cemed the mechanism for striking up the hollow rim at one stroke. The 

. original patent and drawings showed such mechanism to be a moving die 
and a fixed bunter. In No. 1,948, the description was altered so as to state 
that the bunter might be carried against the die ; and its two claims each 
contained the words “substantially as described.” An extension of No. 
1,948 having been applied for, it was opposed, on the ground that such ar-
rangement of a fixed die and a moving bunter was a new invention, inter-
polated into the reissue. The Commissioner of Patents so held, and re-
quired such new matter to be disclaimed, as a condition precedent to the 
extension. A disclaimer was filed disclaiming the movable bunter as of the 
inVention of Allen. No. 1,948 was then extended by a certificate which 
stated that a disclaimer had been filed to that part of the invention em-
braced in such new matter. In a suit in equity afterwards brought on No. 
1,948, against machines having a fixed die and a moving bunter, for in-
fringements committed both before and after the extension : HM, That 
the effect of the disclaimer was to exclude those machines from the scope 
of any claim in No. 1,948, without reference to the question whether they 
contained mechanical equivalents for the moving die and the fixed bunter.

Allen had not, before the granting of the original patent, made any machine 
in which the die was fixed and the bunter movable; and it was never lawful 
to cover, by the clairhs of a reissue, a.n improvement made after the grant-
ing of the original patent.

Under § 54 of the act of July 8, 1870, ch. 230, 16 Stat. 205, a disclaimer could 
be made only by a patentee who had claimed more than that of which he 
was the original or first inventor or discoverer, and he could make a dis-
claimer only of such parts of the thing patented as he should not choose to 
claim or hold by virtue of the patent.

In so disclaiming or limiting a claim, descriptive matter on which the dis-
claimed claim was based might be erased ; but, if there was merely a de-
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feetive or insufficient description, the only mode of correcting it was by a 
reissue.

The decision in Leggett v. Avery, 101 U. S. 256, cited and applied.
An acquiescence and disclaimer, on a decision requiring the disclaimer as a 

condition precedent to an extension, are as operative to prevent the after-
wards insisting on a recovery on the invention disclaimed, as to prevent a 
subsequent reissue to claim what was so disclaimed.

Letters patent of the United States, No. 27,094, were issued 
to Ethan Allen, February 14, 1860, for 14 years, for an “ im-
provement in machine for making percussion cartridge cases.” 
A reissue of this patent was granted, in two divisions, No. 
1,948 and No. 1,949, May 9, 1865, the application for the re-
issue having been filed April 7, 1865. The specification of No. 
27,094 set forth two improvements: (1) an arrangement or 
mechanism to trim the open end of the case of the cap-car-
tridge, to make the articles all alike and true ; (2) striking up 
or forming the swelled end to form the recess for the priming, 
as shown at Z, from that of Y, at one stroke, in distinction 
from spinning them. There were two claims in No. 27,094: 
(1) the trimming mechanism; (2) striking or forming the hol-
low rim at one stroke or operation. In reissuing the patent, 
the trimming mechanism was made the subject of No. 1,949, 
and the other improvement (the subject-matter of claim 2 of 
No. 27,094), was made the subject of No. 1,948. This suit was 
brought for the infringement of No. 1,948 alone. So much of 
the specification and claims of No. 27,094 as related to the sub-
ject of No. 1,948, is copied below on the left hand, and the 
specification and claims of No. 1,948 are copied below on the 
right hand, the parts of each not found in the other being in 
italic:

Original. No. 27,094.
“ Be it known that I, Ethan 

Allen, of the city and county 
of Worcester, State of Massa-
chusetts, have invented certain 
new and useful improvements in 
machinery for making loaded

Re-issue. No. 1,948.

“ Be it known that I, Ethan 
Allen, of the city and county 
of Worcester and State of Mas-
sachusetts, have invented cer-
tain new and useful improve-
ments in machinery for making
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caps or cap-cartridges; and I 
hereby declare the following to 
be a full, clear and exact de-
scription of the construction 
and operation of the same, ref-
erence being had to the accom-
panying drawings, in which 
Fig. 1 is a top view or plan, 
and Fig. 2 a side view; the 
same letters indicating the same 
parts in both.

My improvements relate to 
the construction or formation 
of the case of the cap cartridge 
in the form shown at Z, or 
nearly so, and consist ... in 
striking up or forming the 
swelled end to form the recess 
for the priming, as shown at Z, 
from that of Y, at one stroke, 
in distinction from spinning 
them, as has heretofore been 
done.

The construction of my im-
provements, as shown in the 
drawings, is as follows: J is 
the driving pulley to receive mo-
tion, and its shaft is provided 
with cranks or eccentrics at each 
end, to which the rods H and 
H' connect, the shaft turning in 
suitable bearings in the frame 
or base K. . . . F is a slide re-
ceiving motion by IT and mov-
ing in the ways G, G, carrying 
the mandrel B, which passes

loaded caps or cap-cartridges; 
and I hereby declare the fol-
lowing to be a full, clear and 
exact description of the con-
struction and operation of the 
same, reference being hacl to 
the accompanying drawings, 
in which Figure 1 is a top view 
or plan, and Fig. 2 is a side 
view, and pertains to a ma- 
chine which is the subject of a/n,- 
other reissue of these letters 
patent.

My improvements relate to 
the construction or formation 
of the case of a metallic car-
tridge, and consist in an ar-
rangement of mechanism for 
forming or striking up the 
swelled end to form the recess 
for the priming, as shown at Z, 
from that of Y, at one stroke 
or operation, in distinction from 
spinning them, as has hereto-
fore been done.

The construction of my im-
provements, as shown in the 
drawings, is as follows: K is 
the base of the machine ; J, the 
driving pulley, which is pro-
vided with a crank or eccentric, 
to which the rod H' is con-
nected F is a slide receiving 
motion by H', and moving in 
ways G, G, carrying the man-
drel B, which passes through 
the die D; the die D has a 
spring to keep or move it back
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through the movable die D, 
which has a spring to keep or 
move it back towards F, and 
an enlargement in its centre, to 
facilitate placing the case A to 
be taken by B. The end of D 
next to E has a hole fitting on 
the outside of the case A. E is 
a die with an adjusting screw. 
Y is a case as it comes from the 
press, and Z shows the same af-
ter being trimmed and set, or, 
in other words, gone through 
the following operation, to 
wit: . . .

It” (the case or shell) “is 
placed in D or A to be taken 
on B and carried forward until 
its end projects (sufficiently to 
form its rim) out of D, when 
F, meeting D, carries it with A' 
in that position up against E, 
which flattens the end, and 
forms the hollow rim, as shown 
in section at Z, Fig. 2; and, 
the motion of J continuing, the 
parts all return to their respec-
tive places, ready for another, 
which, during the same time, 
has prepared as before de-

towards F, and a hopper-like 
opening in the upper side to fa-
cilitate placing the case A, to 
be taken by B a/nd carried into 
the die D. The mandrel B has 
a shoulder, a sufficient distance 
from the end to allow it to en-
ter the ca/rtridge shell just the 
right distance, and leave enough 
metal to be pulled into the head 
of the cartridge. The die D is 
just the right size to be filled by 
the shell A when pressed into it 
by the punch or ma/ndrel B. E 
is a die with an adjustable 
screw, and the case may be car-
ried against it to form the head 
or rim, or that may be carried 
against the die D by similar 
mechanism to F and H' ’ Z is 
a case or shell after being head-
ed, forming the cavity for the 
fulmi/nating powder.

The operation is as follows, 
viz., motion, being given to pul-
ley J, is communicated through 
EL' to F and B, and the cases 
or shells are placed in the recess 
or in an inclined tube, which 
feeds them to the punch B. The 
shell is taken on the punch B, 
and carried through the die D 
until the end projects suffi-
ciently to form its rim, when 
F, meeting D, carries it with 
A in that position up against 
E, which flattens the end, and 
forms the hollow rim, as shown
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scribed; the finished case drop-
ping between the dies D and 
E, or, if sticking in D, is 
punched out by the first motion 
of the next one and falls out of 
its way.

Ha/oing thus fulby described 
my invention, what I claim 
therein as new and desire to 
secure by letters patent is .. .

Second. I claim striking or 
forming the hollow rim at one 
stroke or operation, as above set 
forth and described

in section at Z, Fig. 2; and, 
the motion of J continuing, the 
parts all return to their respec-
tive places, ready for another 
shell, which, during the same 
time, has been placed in posi-
tion as before described, and 
the punch B, taking on another 
shell, is ca/rried into the die D, 
and presses out the one before 
headed, which drops between 
the dies D and E, when the 
operation is repeated as before.
I claim the ma/ndrel which 

ca/rries the ca/rt/ridge shell, in 
combination with the die D, 
which admits the same, and 
against which the closed end of 
the cartridge shell is headed, 
substantially as described.

Second. I claim the die D, 
constructed and operating for 
the heading of cartridge shells, 
substantially as described”

The following were drawings of the original and of the re-
issue :
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The Allen machine, as organized for heading, and making a 
flange upon, cartridge shells, consisted, mainly, of a mandrel, a 
die, and a bunter, which were combined together in order to 
operate. The mandrel was a rod with a shoulder upon it, the 
rod beyond the shoulder being of such diameter as to enter the 
cartridge shell, which was to be headed, with a pretty close fit, 
and the shoulder being at right angles to the rod, and formed 
to support the edge of the shell at the open end of the car-
tridge, during the operation of heading. . The die was a block 
of metal with a hole in it, of just the size of the outside of the 
shell; and the axes of the die and mandrel were in the same 
line. The bunter was a piece of metal so located that it was 
opposite one end of the die. The machine was also provided 
with a gutter, which was a prolongation of the hole in the 
die, but open on top, into which shells were to be introduced 
prior to being acted upon by the machine. When an unheaded 
shell was placed in this gutter, with the mandrel as far re-
tracted from the die as possible, the mandrel advanced, in-
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serted itself into the shell, and shoved the shell into the die 
with its closed end projecting beyond the die a sufficient dis-
tance to afford metal from which the flange might be formed. 
In this position, the outside of the shell was supported by the 
die, the inside of the shell by the mandrel, and the edges at 
the open end of the shell by the shoulder on the mandrel. 
The die, mandrel, and shell then advanced together, and the 
closed end of the shell was forced against the bunter, the shell 
being thus squeezed down so as to form the flange of the car-
tridge. The mandrel then retreated, and, as it retreated, slipped 
out of the shell, leaving the headed shell in the die, and, when 
the mandrel was fully out of the shell, the die was in its old 
position. The shell could not follow the mandrel, owing to 
the fact that it was now headed, and that its head was on that 
side of the die which was farthest from the mandrel. After 
the mandrel had retreated sufficiently far from that end of the 
die which was nearest the mandrel, a second unflanged shell 
might be placed in the gutter. The mandrel then advanced 
and entered the shell as before, and the advance of this shell 
on the end of the mandrel drove out the shell which had just 
been headed and was sticking in the die. After this second 
shell had been driven far enough into the die, it was headed as 
the first shell was, and was, in turn, pushed out by a third shell ; 
and so on in succession. In the operation of the machine, the 
shell was forced into one end of the die and expelled at the 
other end, so that the shell moved in the same line and in the 
same direction from the time it was first acted upon by the 
mandrel until it was completely expelled from the die. The 
end of the die farthest from the mandrel was the anvil or rest 
against which the shell was headed, by the conjoint action of 
the die and the bunter, the flange being formed fully at the 
time when the die and bunter were as near as possible the one 
to the other.

The description in the original patent of the mechanism for 
striking up or forming at one stroke the swelled end to form 
the recess for the priming, described the die D as movable, 
and as being carried with the case or shell, and the mandrel B, 
in it, against the stationary die E. This is the description to
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which the second claim of the original patent referred when it 
claimed “ striking or forming the hollow rim at one stroke or 
operation, as above set forth and described.” The drawings 
represented that arrangement and no other.

In the reissue, it was stated that the case or shell might be 
carried against the die E to form the rim, or the die E might be 
carried against the die D by similar mechanism to the slide F 
and the rod H'. It was also stated that the cases or shells 
were placed in the recess or gutter, or in an inclined tube, 
which fed them to the punch or mandrel B. Nothing was said 
in the specification of the original patent about carrying the 
die E against the die D, or about feeding the cases or shells by 
an inclined tube.

Allen having died, Sarah E. Allen was duly appointed his 
executrix, in February, 1871. In November, 1873, she applied 
to the Commissioner of Patents for an extension of No. 1,948 
and of No. 1,949. The application was opposed by E. Reming-
ton & Sons. Much testimony was taken on both sides. The 
day of hearing was February 4, 1874. The Commissioner 
of Patents decided to grant the extension, and rendered the 
following decision, 5 Off. Gaz. 147:

“ This is an application by the executrix of the estate of 
Ethan Allen, for the extension of reissued patents Nos. 1,948 
and 1,949, granted May 9, 1865. The original patent was 
granted to Ethan Allen, February 14,1860, and comprehended 
a combined apparatus for trimming the open ends, and then 
heading the closed ends, of blanks for forming metallic car-
tridge shells. These operations are each performed automati-
cally, but independently, by different portions of the machinery. 
Reissue No. 1,948 comprehends the mechanism for heading the 
shell, and No. 1,949 that for trimming it. No testimony is 
presented relating to the latter, and it may be dismissed from 
consideration. Some interpolations of new matter appear in 
the former, but they have been disclaimed, rendering the scope 
of the patent unequivocally that of the invention originally 
described and illustrated in drawing and model. The device 
in question consists of a hollow recessed sliding die, a recipro-
cating mandrel, having a shoulder permitting it to enter a shell
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the proper distance for heading, and a stationary bunter, or-
ganized into a machine which operates as follows: The man-
drel being withdrawn into the .back portion of the die, which 
serves merely as a guide for it, a shell with its open end to the 
rear is placed in the recess of the die, in the path of the man-
drel. As the mandrel advances, it enters the shell, and car-
ries it into the die until its closed end projects a little in front 
for heading. At this point the stock of the mandrel strikes 
the rear of the die and carries it forward until the projecting 
end of the shell strikes a fixed anvil and is headed. The man-
drel and die then retreat, carrying the headed shell, the die be-
ing forced back by a spring to its original position, and the 
mandrel continuing until it has withdrawn from the shell and 
passed the feeding recess. The headed shell remains in the 
die until it is forced out by the advance of the next shell. 
This is the machine patented, and the claims of the patent are 
as follows : ‘ 1. The mandrel which carries the cartridge shell, 
in combination with the die D, which admits the same, and 
against which the closed end of the cartridge shell is headed, 
substantially as described. 2. The die D, constructed and 
operating for the heading of cartridge shells, substantially as 
described/ This was the first successful organized automatic 
machine for heading cartridge shells. It has undergone vari-
ous improvements, however, and, as built, and (according to 
the testimony of the witness Cook) used by the inventor, it is 
not now in use. It, however, furnished the essential principle 
of construction which has been maintained in all succeeding 
heading machines of its class. The hollow die and reciprocat-
ing mandrel to receive and carry forward the shell to be headed, 
and at the same time force out the preceding headed shell, are 
the chief elements of the machines which have produced the 
vast quantity of shells that have come into the market since 
the date of this invention. The rear or guide portion of the 
die is omitted in the present machines; and, instead of a re-
cess in the die, a special feeding device is employed; also, in-
stead of advancing the die against the anvil, it is now made 
stationary and the anvil is advanced, the die spring being trans-
ferred to it. Whether this latter modification, which is the
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principal one, and is admitted to effect materially superior re-
sults in heading the larger sizes of shells, is in legal contem-
plation an equivalent construction mechanically improved, or 
a substantive invention, has been the subject of much conten-
tion in this application. I am, however, so entirely convinced 
that the matter introduced into the reissue, describing the hold-
ing die as stationary, and the bunter as movable, was new mat-
ter describing a substantially different invention from the origi-
nal, possessing different functions, that I have required, as a 
condition precedent to extension, that this new matter, to-
gether with that of the inclined tube for feeding, should be 
absolutely disclaimed. With such disclaimer, the patent is ex-
tended.”

With a view to the extension, the following disclaimer was 
filed on the 4th of February, 1874:

“To the Commissioner of Patents:
Whereas reissued letters patent of the United States were, 

on the ninth day of May, a .d . 1865, granted to Ethan Allen, 
of Worcester, in the county of Worcester, State of Massachu-
setts, numbered 1,948; and whereas the Union Metallic Car-
tridge Company are now the sole owners of said reissued let-
ters patent; and whereas Sarah E. Allen, of said Worcester, as 
the executrix of the goods and estate of said Ethan Allen, is 
the sole owner of any extended term of said letters patent 
which may hereafter be granted; and whereas the Union Me-
tallic Cartridge Company aforesaid have an equitable interest 
in the extended term of said letters patent: Now, therefore, 
the said Union Metallic Cartridge Company and the said Sarah 
E. Allen, executrix, as aforesaid, respectfully show to the Hon-
orable Commissioner of Patents, that, through inadvertence, 
accident, or mistake, the words 4 or that may be carried 
against the die D by similar mechanism to F and H' ’ were 
inserted in the descriptive part of said reissued letters patent 
No. 1,948, which words were not in the descriptive part of the 
original letters patent of said Ethan Allen; and thereupon 
your petitioners disclaim the said movable die E as being of 
the invention of said Ethan Allen, except in so far as the same,



634 OCTOBER TERM, 1884.

Statement of Facts.

by fair construction, may be deemed the mechanical equivalent 
of the die E described and shown in said original letters patent 
and the drawing thereof: And-whereas the said reissued letters 
patent No. 1,948, in the descriptive part thereof, contain the 
words ‘ or in an inclined tube,’ which words are not found in 
the descriptive part of the original letters patent of said Ethan 
Allen, but said words were introduced into the specification 
of said reissued letters patent by inadvertence, accident, or 
mistake, your petitioners disclaim such inclined tube as being 
of the invention of the said Allen.

Sarah  E. Allen , Executrix.
Unio n  Meta lli c  Cart rid ge  Co ., 

M. Hartl ey , President”

The following additional disclaimer was filed on the 13th of 
February, 1874:

“ To the Honorable the Commissioner of Patents:
Whereas reissued letters patent of the United States were, 

on the ninth day of May, a .d . 1865, granted to Ethan Allen, 
of Worcester, in the county of Worcester, and State of Mas-
sachusetts, numbered 1,948 ; and whereas the Union Metallic 
Cartridge Company, of Bridgeport, State of Connecticut, are 
now the sole owners of said reissued letters patent; and 
whereas Sarah E. Allen, of said Worcester, as the executrix of 
the goods and estate of said Ethan Allen, is the sole owner of 
any extended term of said letters patent which may be 
granted: Now, therefore, the Union Metallic Cartridge Com-
pany and Sarah E. Allen, executrix, as aforesaid, respectfully 
show to the Honorable Commissioner of Patents, that, through 
inadvertence, accident, or mistake, the words ‘ or that may be 
carried against the die D by similar mechanism to F and H' 
were inserted in the descriptive part of said reissued letters 
patent No. 1,948, which words were not in the descriptive part 
of the original letters patent of said Ethan Allen; and there-
upon your petitioners disclaim the said movable die E (called a 
bunter) as biting of the invention of said Ethan Allen, thus 
leaving the description of said die E the same as shown in the
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original letters patent and the drawings thereof: And whereas 
the said reissued letters patent numbered 1,948, in the descrip-
tive part thereof, contain the words ‘ or in an inclined tube,’ 
which words are not found in the descriptive part of the 
original letters patent of said Ethan Allen, but said words 
were introduced into the specification of said reissued letters 
patent by inadvertence, accident, or mistake, your petitioners 
disclaim said inclined tube as being of the invention of said 
Ethan Allen. This disclaimer is absolute, and is filed as an 
additional disclaimer to that filed February 4, a .d . 1874, in 
which certain reservations were made.

Uni on  Met al li c  Cart ridg e Co ., 
M. Hartl ey , President. 
Sarah  E. Alle n , Executrix.

New York, February 9, 1874.”

The certificate of extension of No. 1,948 was as follows:

“Whereas, upon the petition of Sarah E. Allen, of Worces-
ter, Massachusetts, executrix of the estate of Ethan Allen, de-
ceased, for the extension of the patent granted to said Ethan 
Allen February 14, 1860, and reissued May 9, 1865, numbered 
1,948, for ‘ machine for making cartridge cases,’ the under-
signed, in accordance with the act of Congress approved the 
8th day of July, 1870, entitled ‘An Act to revise, consolidate, 
and amend the statutes relating to patents and copyrights,’ 
(the said Sarah E. Allen, executrix, having filed a ‘dis-
claimer ’ to that part of the invention embraced in the follow-
ing words: ‘ or that may be carried against the die D by 
similar mechanism to F and H'; ’ also the words ‘ or in an in-
clined tube,’) did, on this thirteenth day of February, 1874, 
decide that said patent ought to be extended: Now, therefore, 
I, Mortimer D. Leggett, Commissioner of Patents, by virtue 
of the power vested in me by said act of Congress, do renew 
and extend the said patent, and certify that the same is hereby 
extended for the term of seven years from and after the ex-
piration of the first term, viz., from the fourteenth day of 
February, 1874; which certificate being duly entered of record
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in the Patent Office, the said patent has now the same effect 
in law as though the same had been originally granted for the 
term of twenty-one years.

In testimony whereof, I have caused the seal of the Patent 
Office to be hereunto affixed this thirteenth day of February, 
1874, and of the Independence of the United States the ninety-
eighth.

[sea l .] M. D. Leg ge tt , Commissioner”

Sarah E. Allen, executrix, having, on the 21st of February, 
1874, assigned her title to the extended term of No. 1,948, to 
the Union Metallic Cartridge Company, it brought this suit in 
equity against the United States Cartridge Company, on the 
18th of March, 1874, for the infringement of No. 1,948. The 
bill alleged an assignment by the executrix to the plaintiff, of 
her title to No. 1,948, on the 10th of February, 1871; an as-
signment by the plaintiff to her, on the 7th of February, 1874, 
of all of its title to No. 1,948 ; the extension; and the assign-
ment of the extended term. The assignments above mentioned 
were duly proved. The bill made no reference to any dis-
claimer.

The machine of the defendant had the die D stationary and 
the die E, or hunter, movable, and it had an inclined tube for 
feeding. The die D, the mandrel B, and the bunter E were, 
as tools, the same as those in the plaintiff’s machine. The 
mandrel entered the shell, pushed it into the die D, supported it 
on the inside while it was being headed, and the unheaded 
shell expelled the headed shell from the die D, as in the plain-
tiff’s machine. The die D supported the outside of the shell 
while it was being headed, and the end of that die acted as an 
anvil against which the flange was formed by the joint opera-
tion of such anvil and the bunter, as in the plaintiff’s machine. 
The flange was fully formed at the time when the end of the 
die D and the bunter were as close together as the operation 
of the machine would permit them to be, which was true, also, 
of the plaintiff’s machine. In the defendant’s machine, as in 
the plaintiff’s, the unheaded shell entered at one end of the die 
D, and was expelled from the other end, and moved always in
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the same direction with relation to the die D, from the time 
that the mandrel first took charge of it, until, after being 
headed, it was expelled from the die. But, in the defendant’s 
machine the die D stood still and the hunter moved towards it 
to head the shell, while the drawings of No. 27,094 and of 
No. 1,948 showed a stationary hunter, and the die D moving 
towards it, to head the shell.

The answer denied that the reissue was lawful, and averred 
that the original patent was surrendered to claim inventions 
not made by Allen ; that the reissue No. 1,948 was not for the 
same invention as was the original patent; that, as the reissue 
was void, the extension, also, was void ; that the commissioner 
granted the extension only on the express condition precedent, 
that certain new matter unlawfully introduced into the reissue 
(as decided by him), should be absolutely disclaimed, and that 
only upon such disclaimer should the patent be extended ; and 
that said condition had not been complied with. It denied in-
fringement.

Proofs having been taken, the case was heard before Judge 
Shepley, and he decided it in favor of the plaintiff, on the 13th 
of April, 1877, and entered a decree holding No. 1,948 to be 
valid, and to have been infringed, and awarded an account of 
profits and damages, before a master, from February 10, 1871, 
except as to the period from February 7, 1874, to February 
21, 1874, and a perpetual injunction restraining the defendant 
from makings using or vending “machines for heading car-
tridge shells, having a die, mandrel and bunter,” excepting five 
machines specially named, the question as to the use of which 
was reserved till the master should make his report. The de-
cision of Judge Shepley, 2 Bann. & A., 593, and 11 Off. Gaz. 
1113, said: “ In the machine admitted to be used by the defend-
ant are found substantially the same die, mandrel and bunter, 
operating in the same manner to form the flanged head of the 
cartridge and to expel the shell after being headed, except that 
in defendant’s machine the bunter moves toward the die to 
head the shell, while in the Allen machine the die moves 
toward the bunter to head the shell. The fact, as proved, 
that, especially in the case of cartridges of larger sizes, there
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is an advantage in having the die stationary, while the hunter 
moves toward it, is not sufficient alone to show that this latter 
form of the machine is not an equivalent of the other, all the 
elements of the combination existing alike in both, and acting 
alike in combination. It is contended on the part of the de-
fendant, that the action of the Commissioner of Patents, in 
requiring a disclaimer of so much of the reissued patent as 
claimed in specific terms the use of the movable bunter and 
the stationary die, as an equivalent for the movable die and 
the fixed bunter, before granting an extension, is conclusive 
upon the complainant, but we do not so regard it. The 
patentee, without describing equivalents, is entitled to use 
equivalents, and to treat the use of equivalents by others as 
an infringement, and this, upon the evidence in the record, 
appears to be a clear case of such a use.”

The master made a report as to profits, to which exceptions 
were filed by both parties. On the hearing of the exceptions 
the case was reheard before Judge Lowell on the question as 
to whether the original decree should be reversed. He ren-
dered a decision, 7 Fed. Rep. 344, in which he said: “ Allen’s 
original patent described a machine organized to move a ‘ die ’ 
against a ‘ bunter,’ and, by their contact, to form a flange or 
head upon the metallic cartridge, which was carried by the 
die. The defendant’s machine brought a movable bunter 
against a fixed die. This was an improved form of the ma-
chine, and was, perhaps, a patentable improvement; but it 
was the same machine, and was an undoubted infringement. 
This improvement was invented by Allen himself, but, after 
he had obtained his patent, and when he asked for a reissue, he 
inserted in his description of the mechanism this modified and 
improved form. The Commissioner required him to disclaim 
this part of his description, as a condition precedent to grant-
ing the reissue. Judge Shepley held that the disclaimer did 
not prevent the patentee from enjoining the use of machines 
having this improvement. It is now argued, and, certainly, 
with much force, that Leggett n . Avery, 101 IT. S. 256, holds 
the patentee to this disclaimer, as an estoppel. I appreciate 
the argument, but do not consider myself bound to reverse
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Judge Shepley’s decision, which I should not feel at liberty to 
do unless my mind were entirely satisfied that he was wrong. 
No one can doubt that, if a patentee obtains a patent upon his 
solemn admission of certain facts, he shall never thereafter be 
permitted to controvert them. This is Leggett n . Avery. Judge 
Shepley, though giving his opinion before that case was de-
cided, could not have overlooked this point. I understand 
him to decide, that the admission in this case was not of a fact 
of invention, but of the propriety of inserting a certain clause 
in the descriptive part of the specification, and, if this were 
not so, still, if the patentee’s invention and his patent rightly 
included this form, as an equivalent, it was a mere nullity, like 
an admission of law, to confess that it did not include it. This 
is the idea shortly expressed by Judge Shepley; and I do not 
see any necessary conflict between it and the decision of the 
Supreme Court.”

The exceptions of both parties were overruled, and a decree 
was entered for the plaintiff for $40,367.26, profits to April 23, 
1877, without damages. From this decree both parties ap-
pealed to this court, but the plaintiff waived its appeal, at the 
bar.

Mr. F. P. Fish and Mr. B. F. Butler tor appellants.

Mr. Fdmund Wetmore and Mr. Causten Browne for ap-
pellees.

Mr . Jus ti ce  Bla tch for d  delivered the opinion of the court. 
He recited the facts as above stated, and continued:

Many questions were discussed at the hearing which we 
deem it unnecessary to consider, because we are of opinion 
that the disclaimer made has the effect to so limit the construc-
tion of the claims of the reissue that the defendant’s machine 
cannot be held to infringe those claims. The opposition to the 
extension proceeded, among other things, on the ground that 
reissue No. 1,948 was so worded as to cover a machine having 
a stationary die and a movable bunter—one not within the 
language or the scope of the original patent, not indicated
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therein as the invention of Allen, and not described, and a sub-
stantially new and different invention. That the Commis-
sioner intended that the extension should not be granted* un-
less there should be a disclaimer of all claim to have No. 1,948 
cover a machine with a stationary die and a movable bunter, 
and that the second disclaimer filed was such a disclaimer, and 
that the patent extended cannot be held to be one which 
covers, by any claim, the defendant’s machine, is, we think, 
entirely clear.

The Commissioner, in his decision, says, that the “ interpola-
tions of new matter” in No. 1,948 “have been disclaimed,” 
and that such disclaimer renders “ the scope of the patent un-
equivocally that of the invention originally described and illus-
trated in drawing and model.” The disclaimer is referred to 
as limiting the scope of the patent, that is, the extent of its 
claims, and as reducing such scope and extent to what the 
drawings and model illustrated, namely, a movable die and a 
stationary bunter, to the exclusion of a stationary die and a 
movable bun ¿er. The Commissioner adds, that it had been the 
subject of much contention, in the application for the exten-
sion, whether the modification, of having a stationary die and 
a movable anvil, which, he says, it was admitted, effected 
materially superior results in heading the larger sizes of shells, 
was, in legal contemplation, an equivalent construction me-
chanically improved, or a substantive invention; and that he is 
so entirely convinced that the matter introduced into the reis-
sue, describing the holding die as stationary, and the bunter as 
movable, was new matter describing a substantially different 
invention from the original, possessing different functions, that 
he had required, as a condition precedent to extension, that 
this new matter should be absolutely disclaimed. The new 
matter introduced into the reissue in respect to the moving of 
the bunter or die E, was introduced into the descriptive part, 
by inserting the words, “ or that ” (the die E) “ may be carried 
against the die D by similar mechanism to F and H',” but it 
was also introduced into the two claims, by the use of the 
words “ substantially as described,” in those claims.

This reissue took place under § 13 of the act of July 4,
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1836, ch. 357, 5 Stat. 122, which provided for a surrender 
and the issuing of a new patent “ for the same invention,” “ in 
accordance with the patentee’s corrected description and speci-
fication.” This provision was repeated in § 53 of the act of 
July 8, 1870, ch. 230, 16 Stat. 205, now § 4916 of the Revised 
Statutes, with the additional enactment that “ no new matter 
shall be introduced into the specification.” But where new 
matter was, even before the act of 1870, introduced into the 
description, and in such manner as to enlarge the claim, and 
cause the patent to be not “ for the same invention,” the 
reissue was invalid to the extent that it was not for the same 
invention.

It is quite clear that Allen had not, before the granting of 
the original patent, made any machine in which the die D was 
stationary and the bunter movable. If that arrangement was 
a “ new improvement of the original invention,” and was in-
vented by Allen, and after the date of the original patent, he 
could, under § 13 of the act of 1836, have had a “ description 
and specification ” of it “ annexed to the original description 
and specification,” on like proceedings as in the case of an 
original application, and it would have had “ the same effect, 
in law,” from “ the time of its being annexed and recorded,” 
“ as though it had been embraced in the original description 
and specification; ” or he could have applied for a new patent 
for the improvement. Such last named provision of § 13 of the 
act of 1836 was repealed by the act of 1870, and was not re-
enacted therein, nor is it found in the Revised Statutes. But 
it was never lawful to cover, by the claims of a reissue, an im-
provement made after the granting of the original patent.

The statute in force in regard to disclaimers, when the dis-
claimers were filed in this case, was § 54 of the act of 1870, 
which provided, “ that whenever, through inadvertence, acci-
dent or mistake, and without any fradulent or deceptive inten-
tion, a patentee has claimed more than that of which he was 
the original or first inventor or discoverer, his patent shall 
be valid for all that part which is truly and justly his own, 
provided the same is a material or substantial part of the thing 
patented; and any such patentee, his heirs or assigns, whether 
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of the whole or any sectional interest therein, may, on pay-
ment of the duty required by law, make disclaimer of such 
parts of the thing patented as he shall not choose to claim or 
hold by virtue of the patent or assignment, stating therein the 
extent of his interest in such patent; said disclaimer shall be in 
writing, attested by one or more witnesses, and recorded in the 
Patent Office, and it shall thereafter be considered as part of 
the original specification, to the extent of the interest possessed 
by the claimant and by those claiming under him after the 
record thereof.” This word “claimant” is an evident error, 
for “ disclaimant,” as “ disclaimant ” is the word used in § 7 of 
the act of March 3, 1837, ch. 45, 5 Stat. 193, which was the 
first statute providing for a disclaimer. This error is per-
petuated in § 4917 of the Revised Statutes.

It is a patentee who “ has claimed more than that of which 
he was the original or first inventor or discoverer,” and only 
“such patentee,” or his assigns, who can make a disclaimer; 
and the disclaimer can be a disclaimer only “ of such parts of 
the thing patented as he shall not choose to claim or hold by vir-
tue of the patent or assignment.” A disclaimer can be made 
only when something has been claimed of which the patentee 
was not the original or first inventor, and when it is intended 
to limit a claim in respect to the thing so not originally or first 
invented. It is true, that, in so disclaiming or limiting a claim, 
descriptive matter on which the disclaimed claim is based, may, 
as incidental, be erased, in aid of, or as ancillary to, the dis-
claimer. But the statute expressly limits a disclaimer to a re-
jection of something before claimed as new or as invented, 
when it was not new or invented, and which the patentee or 
his assignee no longer chooses to claim or hold. It is true, 
that this same end may be reached by a reissue, when the 
patentee has claimed as his own invention more than he had a 
right to claim as new, but, if a claim is not to be rejected or 
limited, but there is merely “ a defective or insufficient speci-
fication,” that is, description, as distinguished from a claim, the 
only mode of correcting it was and is by a reissue.

It is apparent that the Commissioner, when he said that the 
disclaimer affected “the scope of the patent,” and that the
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matter introduced into the reissue was “ new matter, describ-
ing a substantially different invention from the original, pos-
sessing different functions,” and that he had required it to be 
absolutely disclaimed, “ as a condition precedent to extension,” 
meant that he had required such new matter, that is, the ar-
rangement of a stationary die and a movable bunter, to be 
disclaimed, as an invention of Allen, covered by the reissue.

What was done was in accordance with this view. In the 
first disclaimer, that of February 4th, 1874, it is said, that by 
inadvertence, accident, or mistake, the words “ or that may be 
carried against the die D by similar mechanism to F and H' ” 
were inserted in the descriptive part of No. 1,948, and were 
not in the descriptive part of the original patent. Thereupon, 
the petitioners disclaim, not such descriptive words, as a de-
scription merely, but they disclaim “ the movable die E as be-
ing of the invention of ” Allen, but with this limitation or res-
ervation, “ except in so far as the same, by fair construction, 
may be deemed the mechanical equivalent of the die E de-
scribed and shown ” in the original patent and its drawings. 
It was sought to reserve the question of the mechanical equiva-
lency of the stationary die and movable bunter with the mov-
able die and stationary bunter, and not have the disclaimer ab-
solutely reach and cover the former, but still leave the claims 
to cover it. But this was evidently not satisfactory to the 
Commissioner, and he required a further disclaimer. So, the 
one of February 13, 1874, was filed, which states, on its face, 
that it “ is absolute, and is filed as an additional disclaimer” to 
the first one, “ in which certain reservations were made.” In 
this second disclaimer, the language as to the inserted words is 
the same as in the first, and the statement of disclaimer is, 
that the “ petitioners disclaim the said movable die E (called a 
bunter) as being of the invention ” of Allen, “thus leaving the 
description of said die E the same as shown in the ” original 
patent and drawings. The reservation was expunged. The 
effect of the disclaimer was to limit the claims of the reissue 
to a machine with the stationary die E, shown in the original 
patent and drawings, and to prevent their any longer covering, 
even if they had before covered, a movable die E, or bunter.
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Such was the effect of the disclaimer on the reissue, without 
reference to the extension. But, the certificate of extension 
itself states, that the executrix had “ filed a disclaimer to that 
part of the invention embraced in the following words: £ or 
that may be carried against the die D by similar mechanism to 
F and H',’ ” and what is extended is No. 1,948, with such dis-
claimer. After an extension has been obtained on the condi-
tion precedent of making such disclaimer, the disclaimer can-
not be held inoperative as respects the extended term.

We regard this case as falling within the principles laid down 
in Leggett v. Avery, 101 U. S. 256. There the original patent 
was issued in October, 1860. It was surrendered and reissued 
in June, 1869, and extended in October, 1874. As a condition 
of obtaining the extension, the patentee disclaimed the specific 
claims which the defendants in the suit were charged with in-
fringing, the extension having been opposed, and the Commis-
sioner having refused to grant it unless the patentee would 
abandon all but one of the six claims of the reissue, there hav-
ing been but one claim in the original patent. This was done, 
and the extension was granted for only one of the six claims, 
which one the defendants had not infringed. Three days after 
the extension was granted a reissue was applied for, including 
substantially the claims which had been thus disclaimed. The 
reissue was granted, two of the claims in it being for substan-
tially the same inventions which had been so disclaimed before 
the extension, and for different inventions from the invention 
secured by the patent as extended. A reference to the record 
of the case in this court shows, that the Commissioner decided 
that the extension would be granted provided the disclaimer 
should be filed, and that the disclaimer concluded with the 
words “ reserving right to reissue in proper form.” This court 
held, that the Commissioner erred in allowing, in the second re- 
issue, claims which had been expressly disclaimed, because the 
validity of such claims had been considered and decided with 
the acquiescence and express disclaimer of the patentee; and 
that this was a fatal objection to the validity of the second re-
issue.

The acquiescence and disclaimer must be regarded as equally
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operative to prevent those who hold the reissue in suit, whether 
in respect to the time before or after the extension, from being 
heard to allege that persons who use machines with a stationary 
die D and a movable bunter E infringe the claims of the re-
issue. The disclaimer was one of the fact of invention. It 
could not lawfully be anything but a disclaimer of the fact, 
either of original invention, or of first invention. It was not 
merely the expunging of a descriptive part of the specification, 
involving only the propriety of inserting such descriptive part 
in the specification, but it was a disclaimer of all claim based 
on such descriptive part, because the claims were made to cover 
such descriptive part, by the words “ substantially as described,” 
in the two claims. The question of fact is not open now as to 
whether Allen invented at any time the stationary die D and 
movable bunter E, or as to whether it was, or is, or could be, 
a mechanical equivalent for the movable die D and stationary 
bunter E, because those questions are concluded by the dis-
claimer.

It is conceded by the plaintiff, that, if by the operation of 
the disclaimer, it is estopped to say that a stationary die D and 
a movable bunter E are the equivalent of the movable die D 
and the stationary bunter E, the defendant does not infringe.

The decree of the Circuit Court is reversed, with costs to the 
United States Cartridge Company, on both appeals, and 
the case is remanded to that court, with direction to dismiss 
the hill, with costs.

UNITED STATES v. GREAT FALLS MANUFACTUR-
ING COMPANY.

APPEAL FROM THE COURT OF CLAIMS.

Argued December 1, 1884.—Decided December 22, 1884.

Where property to which the United States asserts no title, is taken by their 
officers or agents, pursuant to an act of Congress, as private property, 
for the public use, the government is under an implied obligation to make 
just compensation to the owner.
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