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DEPARTMENT OF COMMERCE

Patent and Trademark Office

37 CFR Parts 1, 42 and 90
[Docket No. PTO-P-2011-0082]
RIN 0651-AC70

Rules of Practice for Trials Before the
Patent Trial and Appeal Board and
Judicial Review of Patent Trial and
Appeal Board Decisions

AGENCY: United States Patent and
Trademark Office, Commerce.
ACTION: Final rule.

SUMMARY: The United States Patent and
Trademark Office (Office or USPTO) is
revising the rules of practice to
implement the provisions of the Leahy-
Smith America Invents Act (“AIA”’) that
provide for trials before the Patent Trial
and Appeal Board (Board). This final
rule provides a consolidated set of rules
relating to Board trial practice for inter
partes review, post-grant review, the
transitional program for covered
business method patents, and derivation
proceedings. This final rule also
provides a consolidated set of rules to
implement the provisions of the AIA
related to seeking judicial review of
Board decisions.

DATES: Effective Date: The changes in
this final rule take effect on September
16, 2012.

FOR FURTHER INFORMATION CONTACT:
Michael P. Tierney, Lead
Administrative Patent Judge, Scott R.
Boalick, Lead Administrative Patent
Judge, Robert A. Clarke, Administrative
Patent Judge, Joni Y. Chang,
Administrative Patent Judge, Thomas L.
Giannetti, Administrative Patent Judge,
Board of Patent Appeals and
Interferences, by telephone at (571) 272
9797.

SUPPLEMENTARY INFORMATION: Executive
Summary: Purpose: On September 16,
2011, the AIA was enacted into law
(Pub. L. 112-29, 125 Stat. 284 (2011)).
The purpose of the AIA and this final
rule is to establish a more efficient and
streamlined patent system that will
improve patent quality and limit
unnecessary and counterproductive
litigation costs. The preamble of this
notice sets forth in detail the procedures
by which the Board will conduct trial
proceedings. The USPTO is engaged in
a transparent process to create a timely,
cost-effective alternative to litigation.
Moreover, the rulemaking process is
designed to ensure the integrity of the
trial procedures. See 35 U.S.C. 316(b), as
amended, and 35 U.S.C. 326(b). This
final rule provides a consolidated set of

rules relating to Board trial practice for
inter partes review, post-grant review,
the transitional program for covered
business method patents, and derivation
proceedings. See 35 U.S.C. 316(b), as
amended, and 35 U.S.C. 326(b).

Summary of Major Provisions:
Consistent with sections 3, 6, 7, and 18
of the AIA, this final rule sets forth: (1)
The evidentiary standards, procedure,
and default times for conducting trial
proceedings; (2) the fees for requesting
reviews; (3) the procedure for petition
and motion practice; (4) the page limits
for petitions, motions, oppositions, and
replies; (5) the standards and
procedures for discovery of relevant
evidence, including the procedure for
taking and compelling testimony; (6) the
sanctions for abuse of discovery, abuse
of process, or any other improper use of
the proceeding; (7) the procedure for
requesting oral hearings; (8) the
procedure for requesting rehearing of
decisions and filing appeals; (9) the
procedure for requesting joinder; and
(10) the procedure to make file records
available to the public that include the
procedures for motions to seal,
protective orders for confidential
information, and requests to treat
settlement as business confidential
information.

Costs and Benefits: This rulemaking is
not economically significant, but is
significant, under Executive Order
12866 (Sept. 30, 1993), as amended by
Executive Order 13258 (Feb. 26, 2002)
and Executive Order 13422 (Jan. 18,
2007).

Background: To implement the
changes set forth in sections 3, 6, 7, and
18 of the AIA that are related to
administrative trials and judicial review
of Board decisions, the Office published
the following notices of proposed
rulemaking: (1) Rules of Practice for
Trials before the Patent Trial and
Appeal Board and Judicial Review of
Patent Trial and Appeal Board
Decisions, 77 FR 6879 (Feb. 9, 2012), to
provide a consolidated set of rules
relating to Board trial practice for inter
partes review, post-grant review,
derivation proceedings, and the
transitional program for covered
business method patents, and judicial
review of Board decisions by adding
new parts 42 and 90 including a new
subpart A to title 37 of the Code of
Federal Regulations (RIN 0651-AC70);
(2) Changes to Implement Inter Partes
Review Proceedings, 77 FR 7041 (Feb.
10, 2012), to provide rules specific to
inter partes review by adding a new
subpart B to 37 CFR part 42 (RIN 0651—
AC71); (3) Changes to Implement Post-
Grant Review Proceedings, 77 FR 7060
(Feb. 10, 2012), to provide rules specific

to post-grant review by adding a new
subpart C to 37 CFR part 42 (RIN 0651—
AC?72); (4) Changes to Implement
Transitional Program for Covered
Business Method Patents, 77 FR 7080
(Feb. 10, 2012), to provide rules specific
to the transitional program for covered
business method patents by adding a
new subpart D to 37 CFR part 42 (RIN
0651—-AC73); (5) Transitional Program
for Covered Business Method Patents—
Definition of Technological Invention,
77 FR 7095 (Feb. 10, 2012), to add a new
rule that sets forth the definition of
technological invention for determining
whether a patent is for a technological
invention solely for purposes of the
transitional program for covered
business method patents (RIN 0651—
AC?75); and (6) Changes to Implement
Derivation Proceedings, 77 FR 7028
(Feb. 10, 2012), to provide rules specific
to derivation proceedings by adding a
new subpart E to 37 CFR part 42 (RIN
0651-AC74).

Additionally, the Office published a
Patent Trial Practice Guide for the
proposed rules in the Federal Register
to provide the public an opportunity to
comment. Practice Guide for Proposed
Trial Rules, 77 FR 6868 (Feb. 9, 2012)
(Request for Comments) (“Practice
Guide” or “Office Patent Trial Practice
Guide”). The Office envisions
publishing a revised Patent Trial
Practice Guide for the final rules. The
Office also hosted a series of public
educational roadshows, across the
country, regarding the proposed rules
for the implementation of AIA.

In response to the notices of proposed
rulemaking and the Office Patent Trial
Practice Guide notice, the Office
received 251 submissions offering
written comments from intellectual
property organizations, businesses, law
firms, patent practitioners, and others,
including a United States senator who
was a principal author of section 18 of
the AIA. The comments provided
support for, opposition to, and diverse
recommendations on the proposed
rules. The Office appreciates the
thoughtful comments, and has
considered and analyzed the comments
thoroughly. The Office’s responses to
the comments are provided in the 228
separate responses based on the topics
raised in the 251 comments in the
Response to Comments section infra.

In light of the comments, the Office
has made appropriate modifications to
the proposed rules to provide clarity
and to take into account the interests of
the public, patent owners, patent
challengers, and other interested parties,
with the statutory requirements and
considerations, such as the effect of the
regulations on the economy, the
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integrity of the patent system, the
efficient administration of the Office,
and the ability of the Office to complete
the proceedings timely. The Office has
decided to proceed with several
separate final rules to implement the
changes set forth in sections 3, 6, 7, and
18 of the AIA that are related to
administrative trials and judicial review
of Board decisions. This final rule
adopts the proposed changes, with
modifications, set forth in the Rules of
Practice for Trials before the Patent
Trial and Appeal Board and Judicial
Review of Patent Trial and Appeal
Board Decisions (77 FR 6879).

Differences Between the Final Rule and
the Proposed Rule

The major differences between the
rules as adopted in this final rule and
the proposed rules are as follows:

The final rule clarifies that the term
“Board” also means ‘““a Board member
or employee acting with the authority of
the Board” for petition decisions and
interlocutory decisions, and it means “‘a
panel of the Board” for final written
decisions under 35 U.S.C. 135(d) and
318(a), as amended, and 35 U.S.C.
328(a) (§42.2).

With respect to the mode of service,
the final rule clarifies that service may
be made electronically upon agreement
of the parties, or otherwise, by EXPRESS
MAIL® or means at least as fast and
reliable as EXPRESS MAIL® (§42.6(e)).

As to mandatory notices, the
requirement for filing the notices as
separate papers has been eliminated
(§42.8(b)).

With respect to recognizing counsel
pro hac vice, the final rule specifies that
the Board may recognize counsel pro
hac vice during a proceeding upon a
showing of good cause, subject to the
condition that lead counsel be a
registered practitioner and to any other
conditions as the Board may impose
(§42.10(c)). The final rule further
provides an example to clarify that,
where the lead counsel is a registered
practitioner, a motion for appearance,
pro hac vice, by counsel who is not a
registered practitioner may be granted
upon showing that counsel is an
experienced litigating attorney and has
an established familiarity with the
subject matter at issue in the proceeding
(§42.10(c)).

In addition, the final rule clarifies that
parties and individuals involved in the
proceeding, as opposed to those merely
“associated with the parties,” have a
duty of candor and good faith to the
Office during the course of a proceeding
(§42.11).

As to citations of authority, the final
rule eliminates the requirements for

citing decisions to the United States
Reports and the West Reporter System
(§42.13). Instead, the final rule
expresses a preference for these sources.

While this final rule adopts the
proposed base fees for petitions
challenging 20 claims or fewer, the final
rule eliminates the fee escalation in
block increments of ten claims by
establishing flat fees per each
challenged claim in excess of 20 claims
for inter partes reviews, post-grant
reviews, and covered business method
patent reviews (§42.15(a) and (b)). In a
separate rulemaking in which the Office
proposes to set and adjust fees pursuant
to section 10 of the AIA, the Office is
proposing a limited subsidization of the
petition fees, and a staged fee structure,
which would permit a refund of a
portion of the petition fees in cases
where a review is not instituted.

This final rule also clarifies that the
excess claims fees set forth in 35 U.S.C.
41(a)(2) are required where a motion to
amend presents a certain number of
additional claims (§ 42.15(e) and (f)).

As to the proposed page limits, the
final rule increases the proposed page
limits by ten pages for petitions, patent
owner preliminary responses, and
patent owner responses (§ 42.24),
eliminates the requirement of presenting
claim charts in double spacing
(§42.6(a)(2)(iii)), and eliminates the
requirement for a statement of material
facts with respect to petitions and
motions (§ 42.22). These collective
modifications will permit parties to
have greater flexibility in presenting
their cases and in responding to
petitions and motions.

As to discovery provisions, the final
rule clarifies that the parties may agree
to additional discovery between
themselves without prior authorization
from the Board (§ 42.51(b)(2)). Likewise,
the final rule additionally provides
where the parties agree to mandatory
discovery requiring initial disclosures,
parties may automatically, upon the
institution, take discovery of the
information identified in the initial
disclosures (§ 42.51(a)(1)). In this regard,
the final rule also provides that where
the parties fail to agree, a party may seek
the mandatory discovery of the initial
disclosures by motion (§ 42.51(a)(2)).

As to routine discovery, the final rule
eliminates the requirement to explain
the relevance of the information that is
inconsistent with a position advanced
by the party, and eliminates the
noncumulative requirement (proposed
§42.51(b)(3)). The final rule further
limits the scope to relevant information,
as opposed to any noncumulative
information, that is inconsistent with a
position advanced by the party during

the proceeding (§42.51(b)(1)(iii),
previously proposed §42.51(b)(3)). In
that regard, the final rule also tailors the
scope by stating expressly that the
requirement does not make discoverable
anything otherwise protected by legally
recognized privileges, and the
requirement only extends to inventors,
corporate officers, and persons involved
in the preparation or filing of the
documents (§42.51(b)(1)(iii)). The final
rule further clarifies that the party must
serve, rather than file, the relevant
information (§ 42.51(b)(1)(iii)).

Additionally, the final rule provides
the parties the flexibility to agree on the
service of exhibits (§42.51(b)(1)(i)). The
final rule also provides a new provision
for production of documents
(§42.51(c)).

As to the taking of testimony, the final
rule permits parties to agree, without
prior authorization of the Board, to
video recording testimony (§ 42.53(a)),
and taking uncompelled deposition
testimony outside the United States
(§42.53(b)(3)). The final rule provides
the default time limits for direct
examination, cross-examination, and
redirect examination for compelled
deposition testimony, as well as cross-
examination, redirect examination, and
re-cross examination for uncompelled
direct deposition testimony (§ 42.53(c)).
In the case of direct deposition
testimony, the final rule clarifies that if
there is no conference with the Board,
the party seeking the direct testimony
must serve the required information and
documents at least ten days prior to the
deposition (§42.53(d)(3)). The final rule
provides a new provision for an
additional party seeking to take direct
testimony of a third party witness
(§42.53(b)(5)(iv)). As to admissibility of
evidence, the final rule eliminates the
provision for motions in limine
(proposed §42.64(d)).

As to protective orders governing the
exchange and submission of
confidential information, the final rule
clarifies that either the petitioner or
patent owner may file a motion to seal
containing a proposed protective order,
such as the default protective order set
forth in the Office Patent Trial Practice
Guide (§ 42.54(a)). Similarly, the final
rule clarifies that confidential
information in a petition may be
accessed by the patent owner prior to
the institution by: (1) Agreeing to the
terms of the protective order requested
by the petitioner, (2) agreeing to the
terms of a protective order that the
parties file jointly, or (3) obtaining entry
of a protective order by the Board
(§42.55).

Regarding decisions by the Board, the
final rule clarifies that while decisions
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on whether to institute a trial (including
decisions not to institute a trial and
decisions to institute a trial based on
one or some of the grounds of
unpatentability asserted in the petition)
are final and nonappealable to the
Federal courts, a party may request a
rehearing before the Board (§§ 42.71(c)
and (d)). The final rule also clarifies that
a judgment includes a final written
decision by the Board, or a termination
of a proceeding (§ 42.2). Additionally,
the final clarifies that a judgment,
except in the case of a termination,
disposes all issues that were, or by
motion reasonably could have been,
raised and decided (§ 42.73(a)).

As to the estoppel provisions, the
final rule clarifies that a petitioner who
has not settled, or the real party in
interest or privy of such petitioner, is
estopped in the Office from requesting
or maintaining a proceeding with
respect to a claim for which it has
obtained a final written decision on
patentability in an inter partes review,
post-grant review, or a covered business
method patent review on any ground
that the petitioner raised or reasonably
could have raised during the trial
(§42.73(d)(1)). Further, the final rule
tailors the provisions to provide that a
patent applicant or patent owner whose
claim is canceled is precluded from
taking action inconsistent with the
adverse judgment, including obtaining
in any patent: (1) A claim that is not
patentably distinct from the finally
refused or cancelled claim; and (2) an
amendment of a specification or
drawing that was denied during the trial
(§42.73(d)(3)). In this regard, the final
rule also eliminates the provision
precluding obtaining a patent for a
claim that could have been filed
(proposed §42.73(d)(3)(ii)).

Discussion of Relevant Provisions of
the AIA:

This final rule refers to the rules in
subparts B through E of part 42 set forth
in other final rules (RIN 0651-AC71,
RIN 0651-AC74, and RIN 0651-AC75).
Moreover, rather than repeating the
statutory provisions set forth in the AIA
for the implementation of inter partes
review, post-grant review, transitional
program covered business method
patents, and derivation that are
provided in the other final rules, the
instant final rule only summarizes the
provisions related to the Board and
judicial review of Board decisions that
are not provided in the other final rules
and provides the general framework for
conducting trials.

Patent Trial and Appeal Board

Section 7 of the ATA amends 35
U.S.C. 6 and provides for the

constitution and duties of the Patent
Trial and Appeal Board. 35 U.S.C. 6(a),
as amended, provides that the Patent
Trial and Appeal Board members will
include the Director, Deputy Director,
Commissioner for Patents,
Commissioner for Trademarks, and
administrative patent judges. 35 U.S.C.
6(a), as amended, further provides that
“administrative patent judges shall be
persons of competent legal knowledge
and scientific ability and are appointed
by the Secretary, in consultation with
the Director.” 35 U.S.C. 6(b), as
amended, specifies that the duties of the
Patent Trial and Appeal Board are to: (1)
Review adverse decisions of examiners
in patent applications; (2) review
appeals of reexaminations pursuant to
35 U.S.C. 134(b); (3) conduct derivation
proceedings pursuant to 35 U.S.C. 135,
as amended; and (4) conduct inter
partes reviews and post-grant reviews
pursuant to chapters 31 and 32 of title
35, United States Code. Further, section
7 of the AIA amends 35 U.S.C. 6 by
adding paragraphs (c) and (d). New
paragraph (c) of 35 U.S.C. 6 provides
that each appeal, derivation proceeding,
post-grant review including covered
business method patent review, and
inter partes review shall be heard by at
least three members of the Board, who
shall be designated by the Director.

Judicial Review of Patent Trial and
Appeal Board Decisions

The AIA amends title 35, United
States Code, to provide for certain
changes to the provisions for judicial
review of Board decisions, such as
amending 35 U.S.C. 134, 141, 145, 146,
and 306 to change the Board’s name to
“Patent Trial and Appeal Board” and to
provide for judicial review of the final
decisions of the Board in inter partes
reviews, post-grant reviews, covered
business method patent reviews, and
derivation proceedings. The AIA also
revises the provisions related to filing
an appeal or commencing a civil action
in interferences under 35 U.S.C. 141 or
146, respectively.

In particular, section 3(j) of the AIA
eliminates references to interferences.
Section 3(j)(1) of the AIA amends each
of 35 U.S.C. 145 and 146 by striking the
phrase “Board of Patent Appeals and
Interferences” each place it appears and
inserting ‘“Patent Trial and Appeal
Board.” Section 3(j)(2)(A) of the AIA
amends 35 U.S.C. 146 by: (i) striking
“an interference”” and inserting “‘a
derivation proceeding”’; and (ii) striking
“the interference” and inserting “‘the
derivation proceeding.” Section 3(j)(3)
of the AIA amends the section heading
for 35 U.S.C. 134 to read as follows:

“§ 134. Appeal to the Patent Trial and

Appeal Board.” Section 3(j)(4) of the
AIA amends the section heading for 35
U.S.C. 146 to read as follows: “§ 146.
Civil action in case of derivation
proceeding.” Section 3(j)(6) of the ATA
amends the item relating to 35 U.S.C.
146 in the table of sections for chapter
13 of title 35, United States Code, to
read as follows: “146. Civil action in
case of derivation proceeding.”

Section 6(f)(3)(C) of the AIA provides
that the authorization to appeal or have
remedy from derivation proceedings in
35 U.S.C. 141(d) and 35 U.S.C. 146, as
amended, and the jurisdiction to
entertain appeals from derivation
proceedings under 28 U.S.C.
1295(a)(4)(A), as amended, shall be
deemed to extend to any final decision
in an interference that is commenced
before the effective date (the date that is
one year after the enactment date) and
that is not dismissed pursuant to section
6()(3)(A) of the AIA.

Section 6(h)(2)(A) of the AIA amends
35 U.S.C. 306 by striking ““145”” and
inserting ““144.”

Section 7(c)(1) of the AIA amends 35
U.S.C. 141, entitled “Appeal to Court of
Appeals for the Federal Circuit.” 35
U.S.C. 141(a), as amended, provides that
an applicant who is dissatisfied with the
final decision in an appeal to the Patent
Trial and Appeal Board under 35 U.S.C.
134(a) may appeal the Board’s decision
to the United States Court of Appeals for
the Federal Circuit. 35 U.S.C. 141(a), as
amended, further provides that, by filing
an appeal to the United States Court of
Appeals for the Federal Circuit, the
applicant waives his or her right to
proceed under 35 U.S.C. 145.

Section 7(c)(1) of the AIA amends 35
U.S.C. 141(b) to make clear that a patent
owner who is dissatisfied with the final
decision in an appeal of a reexamination
to the Patent Trial and Appeal Board
under 35 U.S.C. 134(b) may appeal the
Board’s decision only to the United
States Court of Appeals for the Federal
Circuit.

Section 7(c)(1) of the AIA amends 35
U.S.C. 141(c) to provide that a party to
an inter partes review or a post-grant
review who is dissatisfied with the final
written decision of the Patent Trial and
Appeal Board under 35 U.S.C. 318(a), as
amended, or 35 U.S.C. 328(a) may
appeal the Board’s decision only to the
United States Court of Appeals for the
Federal Circuit.

Section 7(c)(1) of the AIA amends 35
U.S.C. 141(d) to provide that a party to
a derivation proceeding who is
dissatisfied with the final decision of
the Patent Trial and Appeal Board in the
proceeding may appeal the decision to
the United States Court of Appeals for
the Federal Circuit, but such appeal
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shall be dismissed if any adverse party
to such derivation proceeding, within
20 days after the appellant has filed
notice of appeal in accordance with 35
U.S.C. 142, files notice with the Director
that the party elects to have all further
proceedings conducted as provided in
35 U.S.C. 146, as amended. 35 U.S.C.
141(d), as amended, also provides that
if the appellant does not, within 30 days
after the filing of such notice by the
adverse party, file a civil action under
35 U.S.C. 146, the Board’s decision shall
govern the further proceedings in the
case.

Section 7(c)(2) of the AIA amends 28
U.S.C. 1295(a)(4)(A) to read as follows:

(A) the Patent Trial and Appeal Board of
the United States Patent and Trademark
Office with respect to a patent application,
derivation proceeding, reexamination, post-
grant review, or inter partes review under
title 35, at the instance of a party who
exercised that party’s right to participate in
the applicable proceeding before or appeal to
the Board, except that an applicant or a party
to a derivation proceeding may also have
remedy by civil action pursuant to section
145 or 146 of title 35; an appeal under this
subparagraph of a decision of the Board with
respect to an application or derivation
proceeding shall waive the right of such
applicant or party to proceed under section
145 or 146 of title 35;

Section 7(c)(3) of the AIA amends 35
U.S.C. 143 by striking the third sentence
and inserting the following:

In an ex parte case, the Director shall
submit to the court in writing the grounds for
the decision of the Patent and Trademark
Office, addressing all of the issues raised in
the appeal. The Director shall have the right
to intervene in an appeal from a decision
entered by the Patent Trial and Appeal Board
in a derivation proceeding under section 135
or in an inter partes or post-grant review
under chapter 31 or 32.

Section 7(c)(3) of the AIA further
amends 35 U.S.C. 143 by striking the
last sentence.

Section 7(e) of the AIA provides that
the amendments made by section 7 of
the AIA shall take effect upon the
expiration of the one-year period
beginning on the date of the enactment
of the AIA and shall apply to
proceedings commenced on or after that
effective date, with the following
exceptions. First, the extension of
jurisdiction to the United States Court of
Appeals for the Federal Circuit to
entertain appeals of decisions of the
Patent Trial and Appeal Board in
reexaminations under the amendment
made by section 7(c)(2) shall be deemed
to take effect on the date of the
enactment of the AIA and shall extend
to any decision of the Board of Patent
Appeals and Interferences with respect
to a reexamination that is entered

before, on, or after the date of the
enactment of this Act. Second, the
provisions of 35 U.S.C. 6, 134, and 141,
in effect on the day before the effective
date of the amendments made by
section 7 of the AIA shall continue to
apply to inter partes reexaminations
requested under 35 U.S.C. 311 before
such effective date. Third, the Patent
Trial and Appeal Board may be deemed
to be the Board of Patent Appeals and
Interferences for purposes of appeals of
inter partes reexaminations requested
under 35 U.S.C. 311 before the effective
date of the amendments made by
section 7 of the AIA. And finally, the
Director’s right under the fourth
sentence of 35 U.S.C. 143, as amended
by section 7(c)(3) of the AIA, to
intervene in an appeal from a decision
entered by the Patent Trial and Appeal
Board shall be deemed to extend to inter
partes reexaminations requested under
35 U.S.C. 311 before the effective date
of the amendments made by section 7 of
the AIA.

Section 9(a) of the AIA amends 35
U.S.C. 32, 145, 146, 154(b)(4)(A), and
293 by striking “United States District
Court for the District of Columbia” each
place that term appears and inserting
“United States District Court for the
Eastern District of Virginia.” Section
9(b) of the AIA provides that
amendments made by section 9 of the
ATA shall take effect on the date of the
enactment of this Act and shall apply to
any civil action commenced on or after
that date.

Discussion of Specific Rules

This final rule provides a
consolidated set of rules relating to
Board trial practice for inter partes
review, post-grant review, derivation
proceedings, and the transitional
program for covered business method
patents by adding a new part 42
including a new subpart A to title 37 of
the Code of Federal Regulations.
Interference proceedings would not be
covered by a new part 42 and the rules
in part 41 governing contested cases and
interferences would continue to remain
in effect so as to not disrupt ongoing
interference proceedings. Additionally,
the final rule also provides a
consolidated set of rules to implement
the provisions of the AIA relating to
filing appeals from Board decisions by
adding a new part 90 to title 37 of Code
of Federal Regulations.

Title 37 of the Code of Federal

Regulations, Parts 42 and 90, are added
as follows:

Part 42—Trial Practice Before the
Patent Trial and Appeal Board

General

Section 42.1: Section 42.1 would set
forth general policy considerations for
part 42.

Section 42.1(a) defines the scope of
the rules.

Section 42.1(b) provides a rule of
construction for all the rules in part 42.
The rule mandates that all the Board’s
rules be construed to achieve the just,
speedy, and inexpensive resolution of
Board proceedings. This final rule
reflects considerations identified in 35
U.S.C. 316(b), as amended, and 35
U.S.C. 326(b), which state that the
Office is to take into account the
integrity of the patent system, the
efficient administration of the Office,
and the ability of the Office to complete
the proceedings timely in promulgating
regulations.

Section 42.1(c) requires that decorum
be exercised in Board proceedings,
including dealings with opposing
parties. Board officials similarly would
be expected to treat parties with
courtesy and decorum.

Section 42.1(d) provides that the
default evidentiary standard for each
issue in a Board proceeding is a
preponderance of the evidence. The rule
implements the statute, which directs
that unpatentability issues must be
proven by a preponderance of the
evidence. 35 U.S.C. 316(e), as amended,
and 35 U.S.C. 326(e). The rule is also
consistent with 35 U.S.C. 135(b), as
amended, which provides that the
Director shall establish regulations
requiring sufficient evidence to prove
and rebut a claim of derivation. See
Price v. Symsek, 988 F.2d 1187, 1193
(Fed. Cir. 1993).

Section 42.2: Section 42.2 sets forth
definitions for Board proceedings under
part 42.

The definition of affidavit provides
that affidavit means affidavits or
declarations under § 1.68. The
definition also provides that a transcript
of an ex parte deposition or a
declaration under 28 U.S.C. 1746 may
be used as an affidavit.

The definition of Board would rename
“the Board of Patent Appeals and
Interferences” to “‘the Patent Trial and
Appeal Board.” The definition would
also provide that Board means a panel
of the Board or a member or employee
acting with the authority of the Board,
consistent with 35 U.S.C. 6(b), as
amended. Further, for petition decisions
and interlocutory decisions, Board
means a Board member or employee
acting with the authority of the Board.
For final written decisions under 35
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U.S.C. 135(d) and 318(a), as amended,
and 35 U.S.C. 328(a), Board means a
panel of the Board.

The definition of business day
provides that business day means a day
other than a Saturday, Sunday, or
Federal holiday within the District of
Columbia.

The definition of confidential
information provides that confidential
information means trade secret or other
confidential research, development or
commercial information. The definition
is consistent with Federal Rule of Civil
Procedure 26(c)(1)(G), which provides
for protective orders for trade secret or
other confidential research,
development, or commercial
information.

The definition of final provides that
final means final for purposes of judicial
review. The definition also provides
that a decision is final only if it disposes
of all necessary issues with regard to the
party seeking judicial review, and does
not indicate that further action is
required.

The definition of hearing makes it
clear that a hearing is a consideration of
the issues involved in the trial.

The definition of involved provides
that involved means an application,
patent, or claim that is the subject of the
proceeding.

The definition of judgment provides
that judgment means a final written
decision by the Board, or a termination
of a proceeding. The definition is
consistent with the requirement under
35 U.S.C. 318(a), as amended, and 35
U.S.C. 328(a), as amended, that the
Board issue final written decisions for
reviews that are instituted and not
dismissed. The definition is also
consistent with 35 U.S.C. 135(d), as
amended, which provides for final
decisions of the Board in derivation
proceedings.

The definition of motion clarifies that
motions are requests for remedies but
that the term motion does not include
petitions seeking to institute a trial.

The definition of Office provides that
Office means the United States Patent
and Trademark Office.

The definition of panel provides that
a panel is at least three members of the
Board. The definition is consistent with
35 U.S.C. 6(c), as amended, that each
derivation proceeding, inter partes
review, post-grant review, and covered
business method patent review
proceeding shall be heard by at least
three members of the Board.

The definition of party includes at
least the petitioner and the patent
owner, as well as any applicant or
assignee in a derivation proceeding.

The definition of petition provides
that a petition is a request that a trial be
instituted and is consistent with the
requirements of 35 U.S.C. 135(a) and
311, as amended, 35 U.S.C. 321.

The definition of petitioner provides
that a petitioner is a party requesting a
trial be instituted. This definition is
consistent with the requirements of 35
U.S.C. 135(a) and 311(a), as amended,
and 35 U.S.C. 321(a), which provide
that persons seeking the institution of a
trial may do so by filing a petition.

The definition of preliminary
proceeding provides that a preliminary
proceeding begins with the filing of a
petition for instituting a trial and ends
with a written decision as to whether a
trial will be instituted.

The definition of proceeding provides
that a proceeding means a trial or
preliminary proceeding. This definition
encompasses both the portion of the
proceeding that occurs prior to
institution of a trial and the trial itself.

The definition of rehearing provides
that rehearing means reconsideration.

The definition of trial provides that a
trial is a contested case instituted by the
Board based upon a petition. This
definition encompasses all contested
cases before the Board, except for
interferences. The definition excludes
interferences so that interferences will
continue, without disruption, to use the
rules provided in part 41. The existence
of a contested case is a predicate for
authorizing a subpoena under 35 U.S.C.
24. As with part 41, inter partes
reexaminations under 35 U.S.C. 134(c)
are not considered contested cases for
the purposes of part 42. Similarly,
written requests to make a settlement
agreement available are not considered
contested cases.

Section 42.3: Section 42.3 sets forth
the jurisdiction of the Board in a Board
proceeding.

Section 42.3(a) provides the Board
with jurisdiction over applications and
patents involved in a Board proceeding.
This is consistent with 35 U.S.C. 6(b), as
amended, which provides that the
Board is to conduct derivation
proceedings, inter partes reviews, and
post-grant reviews. Additionally, the
rule is consistent with the Board’s role
in conducting the transitional program
for covered business method patent
reviews pursuant to section 18 of the
AIA, as covered business method patent
reviews are subject to 35 U.S.C. 326(c),
which provides that the Board conduct
the review.

Section 42.3(b) provides that a
petition to institute a trial must be filed
with the Board consistent with any time
period required by statute.

Section 42.4: Section 42.4 provides
for notice of trial.

Section 42.4(a) specifically delegates
the determination to institute a trial to
the Board.

Section 42.4(b) provides that the
Board will send a notice of a trial to
every party to the proceeding.

Section 42.4(c) provides that the
Board may authorize additional modes
of notice. Note that the failure to
maintain a current correspondence
address may result in adverse
consequences. Ray v. Lehman, 55 F.3d
606, 610 (Fed. Cir. 1995) (finding notice
of maintenance fee provided by the
Office to an obsolete, but not updated,
address of record to have been
adequate).

Section 42.5: Section 42.5 sets forth
the conduct of the trial.

Sections 42.5(a) and (b) permit
administrative patent judges wide
latitude in administering the
proceedings to balance the ideal of
precise rules against the need for
flexibility to achieve reasonably fast,
inexpensive, and fair proceedings. The
decision to waive a procedural
requirement (for example, default times
for taking action) is committed to the
discretion of the administrative patent
judge. By permitting the judges to
authorize relief under parts 1, 41, and
42, the rule avoids delay and permits
related issues to be resolved in the same
proceeding in a uniform and efficient
manner.

Section 42.5(c) provides that the
Board may set times by order. The rule
also provides that good cause must be
shown for extensions of time and to
excuse late actions. Late action will also
be excused by the Board if it concludes
that doing so is in the interests of
justice. This requirement to show good
cause to extend times and to file belated
papers is consistent with the
requirements of 35 U.S.C. 316(a)(11), as
amended, and 35 U.S.C. 326(a)(11),
which provide that the Board issue a
final decision not less than one year
after institution of the review,
extendable for good cause shown. The
rule is also consistent with 35 U.S.C.
135(b), as amended, which provides that
the Director shall prescribe regulations
setting forth standards for the conduct
of derivation proceedings.

Section 42.5(d) prohibits ex parte
communications about a proceeding
with a Board member or Board
employee actually conducting the
proceeding. Under the rule, the
initiation of such an ex parte
communication may result in sanctions
against the initiating party. The
prohibition includes communicating
with any member of a panel acting in
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the proceeding or seeking supervisory
review in a proceeding by contacting the
judge’s supervisor, without including
the opposing party in the
communication. In general, under these
rules, it is important to avoid
substantive discussions of a pending
trial with a Board member or Board
employee. The prohibition on ex parte
communications does not extend to: (1)
Ministerial communications with
support staff (for instance, to arrange a
conference call); (2) hearings in which
opposing counsel declines to
participate; (3) informing the Board in
one proceeding of the existence or status
of a related Board proceeding; or (4)
reference to a pending case in support
of a general proposition (for instance,
citing a published opinion from a
pending case or referring to a pending
case to illustrate a systemic concern).

Section 42.6: Section 42.6 sets forth
the procedure for filing documents,
including exhibits, and service.

Section 42.6(a) provides guidance for
the filing of papers. Under § 42.6(a),
papers to be filed are required to meet
standards similar to those required in
patent prosecution, § 1.52(a), and in the
filings at the Federal Circuit under Fed.
R. App. P. 32. The prohibition against
incorporation by reference minimizes
the chance that an argument would be
overlooked and eliminates abuses that
arise from incorporation and
combination. In DeSilva v. DiLeonardi,
181 F.3d 865, 866—67 (7th Cir. 1999),
the court rejected “adoption by
reference’ as a self-help increase in the
length of the brief and noted that
incorporation is a pointless imposition
on the court’s time as it requires the
judges to play archeologist with the
record. The same rationale applies to
Board proceedings. Cf. Globespanvirata,
Inc. v. Tex. Instruments, Inc., 2005 WL
3077915, * 1 (D. N.J. 2005) (Defendants
provided cursory statements in motion
and sought to make its case through
incorporation of expert declaration and
a claim chart. Incorporation by reference
of argument not in motion was held to
be a violation of local rules governing
page limitations and was not permitted
by the court); S. Indus., Inc. v. JL. Audio,
Inc., 29 F. Supp. 2d 878, 881-82 (N.D.
I11. 1998) (Parties should not use line
spacing, font size, or margins to evade
page limits).

Section 42.6(b) sets electronic filing as
the default manner in which documents
in a proceeding are filed with the Board.
The procedures for electronic filings in
the rule is consistent with the
procedures for submission of electronic
filings set forth in § 2.126(b). Section
2.126(b) is a rule of the Trademark Trial
and Appeal Board (TTAB) which

provides that submissions may be made
to the TTAB electronically according to
parameters established by the Board and
published on the Web site of the Office.

The use of electronic filing, such as
that used with the Board’s Interference
Web Portal, facilitates public
accessibility and is consistent with the
requirements of 35 U.S.C. 316(a)(1), as
amended, and 35 U.S.C. 326(a)(1),
which state that the files of a proceeding
are to be made available to the public,
except for those documents filed with
the intent that they be sealed. Where
needed, a party may file by means other
than electronic filing but a motion
explaining such a need must accompany
the non-electronic filing. In determining
whether alternative filing methods
would be authorized, the Office will
consider the entity size and the ability
of the party to file electronically.

Section 42.6(c) requires that exhibits
be filed with the first document in
which the exhibit is cited so as to allow
for uniformity in citing to the record.

Section 42.6(d) prohibits the filing of
duplicate documents absent Board
authorization.

Section 42.6(e) requires service
simultaneous with the filing of the
document, as well as requiring
certificates of service. Service may be
made electronically upon agreement of
the parties, otherwise service may be by
EXPRESS MAIL® or by means at least as
fast and reliable as EXPRESS MAIL®.
Additional procedures to be followed
when filing documents may be provided
via a standing order of the Board. See
In re Sullivan, 362 F.3d 1324 (Fed. Cir.
2004).

Section 42.7: Section 42.7 provides
that the Board may vacate or hold in
abeyance unauthorized papers and
limits the filing of duplicate papers. The
rule provides a tool for preventing
abuses that can occur in filing
documents and ensures that the parties
and the Board are consistent in their
citation to the underlying record.

Section 42.8: Section 42.8 provides
for certain mandatory notices to be
provided by the parties, including
identification of the real parties in
interest, related matters, lead and back-
up counsel, and service information.
The rule requires the identification of
lead and back-up counsel and service
information. The mandatory notices
concerning real parties in interest and
related matters are consistent with the
requirements of 35 U.S.C. 315, as
amended, and 35 U.S.C. 325. These
statutes describe the relationship
between the trial and other related
matters and authorize, among other
things, suspension of other proceedings
before the Office on the same patent and

lack of standing for real parties in
interest that previously have filed civil
actions against a patent for which a trial
is requested. Mandatory notices are also
needed to judge any subject matter
estoppel triggered by a prior Board,
district court, or U.S. International
Trade Commission proceeding.

Examples of related administrative
matters that will be affected by a
decision in the proceeding include
every application and patent that
claims, or which may claim, the benefit
of the priority of the filing date of the
party’s involved patent or application,
as well as any ex parte and inter partes
reexaminations for an involved patent.

The identification of the real party-in-
interest helps identify potential
conflicts of interest for the Office. In the
case of the Board, a conflict would
typically arise when an official has an
investment in a company with a direct
interest in a Board proceeding. Such
conflicts can only be avoided if the
parties promptly provide information
necessary to identify potential conflicts.
The identity of a real party-in-interest
might also affect the credibility of
evidence presented in a proceeding. The
Board will consider, on a case-by-case
basis, relevant case law to resolve a real
party-in-interest or privy dispute that
may arise during a proceeding, as
discussed in further detail in the Office
Patent Trial Practice Guide. Further, in
inter partes and post-grant review
proceedings before the Office, the
petitioner (including any real party-in-
interest or privy of the petitioner) is
estopped from relitigating any ground
that was or reasonably could have been
raised. See 35 U.S.C. 315(e)(1), as
amended, and 35 U.S.C. 325(e)(1). What
constitutes a real party-in-interest or
privy is a highly fact-dependent
question. See generally 18A Wright &
Miller Fed. Prac. & Proc. §§ 4449, 4451;
Taylor v. Sturgell, 553 U.S. 880 (2008).

While many factors can lead to a
determination that a petitioner was a
real party-in-interest or privy in a
previous proceeding, actual control or
the opportunity to control the previous
proceeding is an important clue that
such a relationship existed. See, e.g.,
Taylor, 553 U.S. at 895; see generally
18A Wright & Miller § 4451. Factors for
determining actual control or the
opportunity to control include existence
of a financially controlling interest in
the petitioner.

Section 42.9: Section 42.9 permits
action by an assignee to the exclusion of
an inventor. Orders permitting an
assignee of a partial interest to act to the
exclusion of an inventor or co-assignee
rarely will be granted, and such orders
will typically issue only when the
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partial assignee was in a proceeding
against its co-assignee. Ex parte
Hinkson, 1904 Comm'r. Dec. 342.

Section 42.10: Section 42.10(a)
requires a party to designate a lead
counsel and back-up counsel who can
conduct business on behalf of the lead
counsel as instances arise where lead
counsel may be unavailable.

Section 42.10(b) provides that a
power of attorney must be filed for
counsel not of record in the party’s
involved patent or application.

Section 42.10(c) allows for pro hac
vice representation before the Board
subject to the condition that lead
counsel be a registered practitioner and
to any other conditions as the Board
may impose. The Board may recognize
counsel pro hac vice during a
proceeding upon a showing of good
cause. For example, where the lead
counsel is a registered practitioner, a
motion to appear pro hac vice by
counsel who is not a registered
practitioner may be granted upon
showing that counsel is an experienced
litigating attorney and has an
established familiarity with the subject
matter at issue in the proceeding.

Proceedings before the Office can be
technically complex. For example, it is
expected that amendments to a patent
will be sought. Consequently, the grant
of a motion to appear pro hac vice is a
discretionary action taking into account
the specifics of the proceedings.
Similarly, the revocation of pro hac vice
is a discretionary action taking into
account various factors, including
incompetence, unwillingness to abide
by the Office’s Rules of Professional
Conduct, and incivility.

The rule allows for pro hac vice
practice in the new proceedings
authorized by the AIA. Individuals
appearing pro hac vice under § 42.10(c)
are subject to the USPTO Code of
Professional Responsibility set forth in
§§10.20 et seq. and disciplinary
jurisdiction under § 11.19(a).

Section 42.10(d) provides a limited
delegation to the Board under 35 U.S.C.
2(b)(2) and 32 to regulate the conduct of
counsel in Board proceedings. The rule
delegates to the Board the authority to
conduct counsel disqualification
proceedings while the Board has
jurisdiction over a proceeding. The rule
delegates to the Chief Administrative
Patent Judge the authority to make final
a decision to disqualify counsel in a
proceeding before the Board for the
purposes of judicial review. This
delegation does not derogate from the
Director the prerogative to make such
decisions, nor would it prevent the
Chief Administrative Patent Judge from
further delegating authority to an

administrative patent judge. The Board
also may refer a matter to the Office of
Enrollment and Discipline for
investigation and, if warranted, further
proceedings under §§11.19 et seq.

Section 42.10(e) provides that counsel
may not withdraw from a proceeding
before the Board unless the Board
authorizes such withdrawal.

Section 42.11: Section 42.11 reminds
parties, and individuals involved in the
proceeding, of their duty of candor and
good faith to the Office as honesty
before the Office is essential to the
integrity of the proceeding.

Section 42.12: Section 42.12 provides
for sanctions in trial proceedings before
the Board. 35 U.S.C. 316(a)(6), as
amended, and 35 U.S.C. 326(a)(6)
require that the Director prescribe
sanctions for abuse of discovery, abuse
of process, and any other improper use
of the proceeding in inter partes review,
post-grant review, and covered business
method patent review proceedings. The
rule is also consistent with 35 U.S.C.
135(b), as amended, which provides that
the Director shall prescribe regulations
setting standards for the conduct of
derivation proceedings.

Section 42.12(a) identifies types of
misconduct for which the Board may
impose sanctions. The rule explicitly
provides that misconduct includes
failure to comply with an applicable
rule, abuse of discovery, abuse of
process, improper use of the proceeding
and misrepresentation of a fact. An
example of a failure to comply with an
applicable rule includes failure to
disclose a prior relevant inconsistent
statement.

Section 42.12(b) recites the list of
sanctions that may be imposed by the
Board.

Section 42.13: Section 42.13 provides
a uniform system of citation to
authority. The rule codifies existing
Board practice and extends it to trial
proceedings. Under the rule, a citation
to a single source, in the priority order
set out in the rule, is sufficient, thus
minimizing the citation burden on the
public.

Section 42.14: Section 42.14 provides
that the record of a proceeding be made
available to the public, except as
otherwise ordered. An exception to
public availability is those documents
or things accompanied by a motion to
seal the document or thing. The rule
reflects the provisions of 35 U.S.C.
316(a)(1), as amended, and 35 U.S.C.
326(a)(1), which require that inter partes
review and post-grant review files be
made available to the public, except that
any petition or document filed with the
intent that it be sealed, if accompanied
by a motion to seal, be treated as sealed

pending the outcome of the ruling on
the motion to seal.

Fees

Sections 10(d) and (e) of the AIA set
out a process that must be followed
when the Office is using its authority
under section 10(a) to set or adjust
patent fees. See Pub. L. 112-29, 125
Stat. at 317—18. This process would not
feasibly permit adoption of fees for the
services described herein to be in place
by September 16, 2012 (the effective
date of many of the Board procedures
required by the AIA and described
herein). Therefore, the Office is instead
setting fees for these services pursuant
to its authority under 35 U.S.C. 41(d)(2)
in this rulemaking, which provides that
fees for all processing, services, or
materials relating to patents not
specified in 35 U.S.C. 41 are to be set
at amounts to recover the estimated
average cost to the Office of such
processing, services, or materials. See 35
U.S.C. 41(d)(2).

The Office is also in a separate
rulemaking proposing to set or adjust
patent fees subsequently under section
10 of the AIA. Consequently, the fees set
in this Final Rule will be superseded by
the fees ultimately set in the section 10
rulemaking.

Section 42.15: Section 42.15 sets fees
for the new trial proceedings.

The cost of preparing a petition for
inter partes review is anticipated to be
the same as the cost for preparing a
request for inter partes reexamination.
The American Intellectual Property Law
Association’s AIPLA Report of the
Economic Survey 2011 reported that the
average cost of preparing a request for
inter partes reexamination was $46,000.
Based on the work required to prepare
and file such a request, the Office
considers the reported cost as a
reasonable estimate. Accordingly, the
Office estimates that the cost of
preparing a petition for inter partes
review would be $46,000 (including
expert costs).

The cost of preparing a petition for
post-grant or covered business method
patent review is estimated to be
33.333% higher than the cost of
preparing a petition for inter partes
review because the petition for post-
grant or covered business method patent
review may seek to institute a
proceeding on additional grounds such
as subject matter eligibility. Therefore,
the Office estimates that the cost of
preparing a petition for post-grant or
covered business method patent review
would be $61,333. It is expected that
petitions for derivation would have the
same complexity and cost as a petition
for post-grant review because derivation
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proceedings raise issues of conception
and communication, which have similar
complexity to the issues that can be
raised in a post-grant review, i.e., public
use, sale and written description. Thus,
the Office estimates that the cost of
preparing a petition for derivation
would also be $61,333.

The filing of a petition for review
would also require payment by the
petitioner of the appropriate petition fee
to recover the aggregate cost for
providing the review. The appropriate
petition fee would be determined by the
number of claims for which review is
sought and the type of review. The fees
for filing a petition for inter partes
review are: $27,200 for requesting
review of 20 or fewer claims and $600
for each claim in excess of 20 for which
review is sought. The fees for filing a
petition for post-grant or covered
business method patent review would
be: $35,800 to request review of 20 or
fewer claims and $800 for each claim in
excess of 20 for which review is sought.

In setting fees, the estimated
information technology cost to establish
the process and maintain the filing and
storage system through 2017 is to be
recovered by charging each petition an
IT fee that has a base component of
$1,705 for requests to review 20 or fewer
claims. The IT component fee would
increase $75 per claim in excess of 20.
The remainder of the fee is to recover
the cost for judges to determine whether
to institute a review and conduct the
review, together with a proportionate
share of indirect costs, e.g., rent,
utilities, additional support, and
administrative costs. Based on the direct
and indirect costs, the fully burdened
cost per hour for judges to decide a
petition and conduct a review is
estimated to be $258.32.

For a petition for inter partes review
with 20 or fewer challenged claims, it is
anticipated that about 100 hours of
judge time would be required. An
additional two hours of judge time for
each claim in excess of 20 would be
required.

For a petition for post-grant or
covered business method patent review
with 20 or fewer challenged claims, it is
anticipated that about 130 hours of
judge time will be required. An
additional slightly under three hours of
judge time for each claim in excess of
20 would be required.

Section 42.15(a) sets the fee for a
petition to institute an inter partes
review of a patent based upon the
number of challenged claims, and
reflects the requirements of 35 U.S.C.
311 and 312(a), as amended, that the
Director set fees for the petition and that
the petition be accompanied by

payment of the fee established. Basing
the fees on the number of claims
challenged allows for ease of calculation
and reduces the chance of insufficient
payment. Public comments that the
Board should more strictly group claims
in appropriate cases have resulted in an
adjustment from the proposed
regulations to a final flat estimated
aggregate cost of $600 per requested
claim in excess of 20 for inter partes
review and $800 per requested claim in
excess of 20 claim for post-grant review.

To understand the scope of a
dependent claim, the claims from which
the dependent claim depends must be
construed along with the dependent
claim. Accordingly, for fee calculation
purposes, each claim challenged will be
counted as well as any claim from
which a claim depends, unless the
parent claim is also separately
challenged. The following examples are
illustrative.

Example 1: Claims 1-30 are
challenged where each of claims 2—-30
are dependent claims and depend only
upon claim 1. There are 30 claims
challenged for purposes of fee
calculation.

Example 2: Claims 21-40 are
challenged where each of claims 21-40
are dependent claims and depend only
upon claim 1. As claims 21-40 depend
from claim 1, claim 1 counts toward the
total number of claims challenged.
Thus, there are 21 claims challenged for
fee calculation purposes.

Example 3: Claims 1, 11-20, and 31—
40 are challenged. Each of claims 1 and
31-40 are independent claims. Each of
claims 11-20 are dependent claims and
depend upon claim 9, which in turn
depends upon claim 8, which in turn
depends upon claim 1. As claims 11-20
depend upon parent claims 8 and 9,
claims 8 and 9 would count as
challenged claims towards the total
number of claims challenged. As claim
1 is separately challenged, it would not
count twice towards the total number of
claims challenged. Thus, there are 23
claims challenged for fee calculation
purposes.

Example 4: Claims 1, 11-20, and 31—
40 are challenged. Each of claims 1 and
31-40 are independent claims. Claim 11
depends upon claim 1 and claims 12—
20 depend upon claim 11. As each of
the challenged claims is based on a
separately challenged independent
claim, there are 21 challenged claims.

Section 42.15(b) sets the fee for a
petition to institute a post-grant review
or a covered business method patent
review of a patent based upon the
number of challenged claims, and
would reflect the requirements of 35
U.S.C. 321, as amended, and 35 U.S.C.

322(a) that the Director set fees for the
petition and that the petition be
accompanied by payment of the fee
established. The analysis of the number
of claims challenged for fee calculation
purposes would be the same as for
proposed §42.15(a).

Item (B)(5) of the Rulemaking
Considerations section of this notice,
infra, provides the Office’s analysis of
the cost to provide the services
requested for each of the proceedings.

Section 42.15(c) sets the fee for a
petition to institute a derivation
proceeding in the amount of $400.
Derivation proceedings concern
allegations that an inventor named in an
earlier application, without
authorization, derived the claimed
invention from an inventor named in
the petition. 35 U.S.C. 135, as amended,
does not require a fee be charged for a
derivation proceeding. Accordingly, the
fee is set to recover the treatment of the
petition as a request to transfer
jurisdiction from the examining corps to
the Board and not the costs of
instituting and performing the
derivation trial.

Section 42.15(d) sets the fee for filing
written requests to make a settlement
agreement available in the amount of
$400.

Section 42.15(e) and (f) recite the
statutory fees due when a patent owner
presents additional claims during a
review. See 35 U.S.C. 41(a)(2)(A)(i) and
(ii).

Petition and Motion Practice

Section 42.20: Section 42.20(a)
provides that relief, other than a petition
to institute a trial, must be in the form
of a motion. The rule is consistent with
the requirements of 35 U.S.C. 316(a)(1)
and 316(d), as amended, and 35 U.S.C.
326(a)(1) and 326(d) which provide that
requests to seal a document and
requests to amend the patent be filed in
the form of a motion.

Section 42.20(b) provides that
motions will not be entered absent
Board authorization, and authorization
may be provided in an order of general
applicability or during the proceeding.
Generally, the Board expects that
authorization would follow the current
Board practice where a conference call
would be required before an opposed
motion is filed as quite often the relief
requested in such motions can be
granted (or denied) in a conference call
with a written order reflective of the
results of the call. This practice has
significantly increased the speed and
reduced the costs in contested cases.

Section 42.20(c) places the burden of
proof on the moving party. A motion
that fails to justify the relief on its face
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could be dismissed or denied without
regard to subsequent briefing.

Section 42.20(d) provides that the
Board may order briefing on any issue
appropriate for a final written
determination on patentability.
Specifically, 35 U.S.C. 318(a), as
amended, and 35 U.S.C. 328(a) require
that where a review is instituted and not
dismissed, the Board shall issue a final
written decision with respect to the
patentability of any patent claim
challenged by the petitioner and any
new claim added. The rule provides for
Board-ordered briefing where
appropriate in order to efficiently and
effectively render its final decision on
patentability.

Section 42.21: Section 42.21(a)
provides that the Board may require a
party to file a notice stating the relief it
requests and the basis for that relief in
Board proceedings. The rule makes clear
that a notice must contain sufficient
detail to serve its notice function. The
rule provides an effective mechanism
for administering cases efficiently and
placing opponents on notice.

Section 42.21(b) states the effect of a
notice. The rule makes it clear that
failure to state a sufficient basis for
relief would warrant a denial of the
request.

Section 42.21(c) permits correction of
a notice after the time set for filing the
notice, but sets a high threshold for
entry of the correction, i.e., if the entry
was in the interests of justice. The rule
is consistent with 35 U.S.C. 316(a)(11),
as amended, and 35 U.S.C. 326(a)(11),
which require good cause be shown to
extend the time for entering a final
decision. In determining whether good
cause is shown, the Board will be
permitted to consider the ability of the
Board to complete the proceeding
timely should the request be granted.
Hence, requests made at the outset of a
proceeding will be more likely to
demonstrate good cause than requests
made later in the proceeding.

Section 42.22: Section 42.22 concerns
the general content of motions.

Section 42.22(a) requires that each
petition or motion be filed as a separate
paper to reduce the chance that an
argument would be overlooked and
reduce the complexity of any given
paper. Sections 42.22(a)(1) and (a)(2)
provide for a statement of precise relief
requested, and statement of the reasons
for relief. Vague arguments and generic
citations to the record are
fundamentally unfair to an opponent
and do not provide sufficient notice to
an opponent and creates inefficiencies
for the Board.

Section 42.22(b) requires the movant
to make showings ordinarily required

for the requested relief in other parts of
the Office. Many actions, particularly
corrective actions like changes in
inventorship, filing reissue applications,
and seeking a retroactive foreign filing
license, are governed by other rules of
the Office. By requiring the same
showings, the rule keeps practice
uniform throughout the Office.

Section 42.22(c) provides that a
petition or motion may include a
statement of facts with specific citations
to the portions of the record that
support a particular fact. Providing
specific citations to the record gives
notice to an opponent of the basis for
the fact and provides the Board the
information necessary for effective and
efficient administration of the
proceeding.

Section 42.22(d) allows the Board to
order additional showings or
explanations as a condition for
authorizing a motion. Experience has
shown that placing conditions on
motions helps provide guidance to the
parties as to what issues and facts are of
particular importance and ensures that
the parties are aware of controlling
precedent that should be addressed in a
particular motion.

Section 42.23: Section 42.23 provides
that oppositions and replies must
comply with the content requirements
for a motion and that a reply may only
respond to arguments raised in the
corresponding opposition. Oppositions
and replies may rely upon appropriate
evidence to support the positions
asserted. Reply evidence, however, must
be responsive and not merely new
evidence that could have been
presented earlier to support the
movant’s motion.

Section 42.24: Section 42.24 provides
page limits for petitions, motions, patent
owner preliminary responses, patent
owner responses, oppositions, and
replies.

35 U.S.C. 316(b), as amended, and 35
U.S.C. 326(b) provide considerations
that are to be taken into account when
prescribing regulations, including the
integrity of the patent system, the
efficient administration of the Office,
and the ability to complete the trials
timely. The page limits set forth in this
rule are consistent with these
considerations.

Federal courts routinely use page
limits in managing motions practice as
“[e]ffective writing is concise writing.”
Spaziano v. Singletary, 36 F.3d 1028,
1031 n.2 (11th Cir. 1994). Many district
courts restrict the number of pages that
may be filed in a motion including, for
example, the District of Delaware, the
District of New Jersey, the Eastern
District of Texas, the Northern, Central,

and Southern Districts of California, and
the Eastern District of Virginia.

Federal courts have found that page
limits ease the burden on both the
parties and the courts, and patent cases
are no exception. Eolas Techs., Inc. v.
Adobe Sys., Inc., No. 6:09-CV—-446, at 1
(E.D. Tex. Sept. 2, 2010) (“The Local
Rules’ page limits ease the burden of
motion practice on both the Court and
the parties.”); Blackboard, Inc. v.
Desire2Learn, Inc., 521 F. Supp. 2d 575,
576 (E.D. Tex. 2007) (The parties “seem
to share the misconception, popular in
some circles, that motion practice exists
to require federal judges to shovel
through steaming mounds of pleonastic
arguments in Herculean effort to
uncover a hidden gem of logic that will
ineluctably compel a favorable ruling.
Nothing could be farther from the
truth.”); Broadwater v. Heidtman Steel
Prods., Inc., 182 F. Supp. 2d 705, 710
(S.D. Ill. 2002) (“Counsel are strongly
advised, in the future, to not ask this
Court for leave to file any memoranda
(supporting or opposing dispositive
motions) longer than 15 pages. The
Court has handled complicated patent
cases and employment discrimination
cases in which the parties were able to
limit their briefs supporting and
opposing summary judgment to 10 or 15
pages.”) (emphasis omitted).

The Board’s experience with page
limits in contested cases motions
practice is consistent with that of the
Federal courts. The Board’s use of page
limits has shown it to be beneficial
without it being unduly restrictive for
the parties. Page limits have encouraged
the parties to focus on dispositive
issues, easing the burden of motions
practice on the parties and on the Board.

The Board’s experience with page
limits in contested cases practice is
informed by its use of different
approaches over the years. In the early
1990s, page limits were not routinely
used for motions, and the practice
suffered from lengthy and unacceptable
delays. To reduce the burden on the
parties and on the Board and thereby
reduce the time to decision, the Board
instituted page limits in the late 1990s
for every motion. Page limit practice
was found to be effective in reducing
the burdens on the parties and
improving decision times at the Board.
In 2006, the Board revised the page limit
practice and allowed unlimited findings
of fact and generally limited the number
of pages containing argument. Due to
abuses of the system, the Board recently
reverted back to page limits for the
entire motion (both argument and
findings of fact).

Section 42.24(a) provides specific
page limits for petitions and motions.
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The rule sets a limit of 60 pages for
petitions requesting inter partes reviews
and derivation proceedings, 80 pages for
petitions requesting post-grant reviews
and covered business method patent
reviews, and 15 pages for motions.

The Board’s current practice in
contested cases is to limit motions for
judgment on priority of invention to 50
pages, miscellaneous motions to 15
pages and other motions to 25 pages.
Hence, non-priority motions for
judgment of unpatentability are
currently limited to 25 pages. The
Board’s current page limits are
consistent with the 25-page limits in the
Northern, Central, and Southern
Districts of California, and the Middle
District of Florida and exceed the limits
in the District of Delaware (20), the
Northern District of Illinois (15), the
District of Massachusetts (20), the
Eastern District of Michigan (20), the
Southern District of Florida (20), and
the Southern District of Illinois (20).

In a typical proceeding currently
heard by the Board, a party may be
authorized to file: a single motion for
unpatentability based on prior art; a
single motion for unpatentability based
upon failure to comply with 35 U.S.C.
112, lack of written description and/or
enablement; and potentially another
motion for lack of compliance with 35
U.S.C. 101, although a 35 U.S.C. 101
motion may be required to be combined
with the 35 U.S.C. 112 motion. Each of
these motions is currently limited to 25
pages in length, unless good cause is
shown that the page limits are unduly
restrictive for a particular motion.

A petition requesting the institution
of a trial proceeding would be similar to
motions currently filed with the Board.
Specifically, petitions to institute a trial
seek a final written decision that the
challenged claims are unpatentable,
where derivation is a form of
unpatentability. Accordingly, a petition
to institute a trial based on prior art
would under current practice be limited
to 25 pages, and by consequence, a
petition raising unpatentability based on
prior art and unpatentability under 35
U.S.C. 101 and/or 112 would be limited
to 50 pages.

Under the final rule, an inter partes
review petition will be based upon any
grounds identified in 35 U.S.C. 311(b),
as amended, i.e., only a ground that
could be raised under 35 U.S.C. 102 or
103 and only on the basis of patents or
printed publications. Generally, under
current practice, a party is limited to
filing single prior art motions, limited to
25 pages in length. The rule provides up
to 60 pages in length for a motion
requesting inter partes review. Thus, as
the page limit more than doubles the

default page limit currently set for a
motion before the Board, a 60-page limit
is considered sufficient in all but
exceptional cases and is consistent with
the considerations provided in 35 U.S.C.
316(b), as amended.

Under the final rule, a post-grant
review petition would be based upon
any grounds identified in 35 U.S.C.
321(b); e.g., failure to comply with 35
U.S.C. 101, 102, 103, and 112 (except
best mode). Under current practice, a
party would be limited to filing two or
three motions, each limited to 25 pages,
for a maximum of 75 pages. Where there
is more than one motion for
unpatentability based upon different
statutory grounds, the Board’s
experience is that the motions contain
similar discussions of technology and
claim constructions. Such overlap is
unnecessary where a single petition for
unpatentability is filed. Thus, the 80-
page limit is considered sufficient in all
but exceptional cases.

Covered business method patent
review is similar in scope to that of
post-grant review as there is substantial
overlap in the statutory grounds
permitted for review. Thus, the page
limit for covered business method
patent reviews of 80 pages is the same
as that for post-grant review.

Petitions to institute derivation
proceedings raise a subset of the issues
that are currently raised in contested
cases in a motion for judgment on
priority of invention. Currently, motions
for judgment on priority of invention,
including issues such as conception,
corroboration, and diligence, are
generally limited to 50 pages in length.
Thus, the 60-page limit is considered
sufficient in all but exceptional cases.

The rule provides that petitions to
institute a trial must comply with the
stated page limits but may be
accompanied by a motion that seeks to
waive the page limits. The petitioner
must show in the motion how a waiver
of the page limits is in the interests of
justice. A copy of the desired non-page
limited petition must accompany the
motion. Generally, the Board would
decide the motion prior to deciding
whether to institute the trial.

Current Board practice provides a
limit of 25 pages for other motions and
15 pages for miscellaneous motions. The
Board’s experience is that such page
limits are sufficient for the filing parties
and do not unduly burden the opposing
party and the Board. Petitions for
instituting a trial would generally
replace the current practice of filing
motions for unpatentability. Most
motions for relief are expected to be
similar to the current contested cases
miscellaneous motion practice.

Accordingly, the rule provides a 15-page
limit for motions as this is considered
sufficient for most motions but may be
adjusted where the limit is determined
to be unduly restrictive for the relief
requested. A party may contact the
Board and arrange for a conference call
to discuss the need for additional pages
for a particular motion. Except for a
motion to waive the page limit
accompanying a petition seeking
review, any motion to waive a page
limit must be granted in advance of
filing a motion, patent owner
preliminary response, patent owner
response, opposition, or reply for which
the waiver is thought to be necessary.

Section 42.24(b) provides page limits
for patent owner preliminary response,
patent owner responses, and
oppositions. Current contested cases
practice provides an equal number of
pages for an opposition as its
corresponding motion. This is generally
consistent with motions practice in
Federal courts. The rule would continue
the current practice.

Section 42.24(c) provides page limits
for replies. Current contested cases
practice provides a 15-page limit for
priority motion replies, a 5-page limit
for miscellaneous (procedural) motion
replies, and a 10-page limit for all other
motions. The rule is consistent with
current contested cases practice for
procedural motions. The rule provides a
15-page limit for reply to petitions
requesting a trial, which the Office
believes is sufficient based on current
practice. Current contested cases
practice has shown that such page limits
do not unduly restrict the parties and,
in fact, provide sufficient flexibility to
parties to not only reply to the motion
but also help to focus on the issues.

Section 42.25: Section 42.25 provides
default times for filing oppositions and
replies. The expectation, however, is
that the Board would tailor times
appropriate to each case as opposed to
relying upon the default times set by
rule.

Testimony and Production

As a summary, this final rule provides
limitations for discovery and testimony.
Unlike in proceedings under the Federal
Rules of Civil Procedure, the burden of
justifying discovery in Board
proceedings would lie with the party
seeking discovery.

Proceedings before the Board differ
from most civil litigation in that the
proponent of an argument before the
Board generally has access to relevant
evidence that is comparable to its
opponent’s access. Consequently, the
expense and complications associated
with much of discovery can be avoided.
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For instance, since rejections are
commonly based on the contents of the
specification or on publicly available
references, there is no reason to
presume that the patent owner has
better access to evidence of
unpatentability on these grounds than
the petitioner. Exceptions occur
particularly when the ground of
unpatentability arises out of conduct,
particularly conduct of a purported
inventor. In such cases, discovery may
be necessary to prove such conduct, in
which case the proponent of the
evidence may move for additional
discovery. The Board may impose
conditions on such discovery to manage
the proceeding and to prevent abuse.

Section 42.51: Section 42.51(a)
provides for mandatory initial
disclosures. Where parties agree to
mandatory discovery requiring the
initial disclosures set forth in the Office
Patent Trial Practice Guide, the parties
may automatically, upon the institution
of the trial, take discovery of the
information identified in the initial
disclosures. The parties must submit the
agreement by no later than the filing of
the patent owner preliminary response
or the expiration of the time period for
filing such a response. Where the parties
fail to agree to such discovery, a party
may seek such discovery by motion.

Section 42.51(b) provides for limited
discovery in the trial consistent with the
goal of providing trials that are timely,
inexpensive, and fair. The rule is
consistent with 35 U.S.C. 316(a)(5), as
amended, and 35 U.S.C. 326(a)(5),
which provide for discovery of relevant
evidence but limit the scope of the
discovery, and 35 U.S.C. 135(b), as
amended, which provides that the
Director shall prescribe regulations
setting forth standards for the conduct
of derivation proceedings.

Sections 42.51(b)(1)(i) and (ii) provide
for routine discovery of exhibits cited in
a paper or testimony and provide for
cross examination of affidavit testimony
without the need to request
authorization from the Board. The rule
eliminates many routine discovery
requests and disputes. The rule will not
require a party to create materials or to
provide materials not cited.

Section 42.51(b)(1)(iii) would ensure
the timeliness of the proceedings by
requiring that a party to serve relevant
information that is inconsistent with a
position advanced by the party during
the course of the proceeding, concurrent
with the filing of the document or thing
that contains the inconsistency. The
requirement extends to inventors,
corporate officers, and persons involved
in the preparation or filing of
documents in a proceeding.

The Office recognizes that this
requirement may differ from the
proposed changes to § 1.56. But, Board
experience has shown that the
information covered by § 42.51(b)(1)(iii)
is typically sought through additional
discovery and that such information
leads to the production of relevant
evidence. However, the practice of
authorizing additional discovery for
such information risks significant delay
to the proceeding and increased burdens
on both the parties and the Office. To
avoid these issues, and to reduce costs
and insure the integrity and timeliness
of the proceeding, the rule makes the
production of such information routine.
Lastly, this requirement does not
override legally recognized privileges
such as attorney-client or attorney work
product. The rule expressly states that
requirement does not make discoverable
anything otherwise protected by legally
recognized privileges such as attorney
client or attorney work product.

Section 42.51(b)(2) provides for
additional discovery. Additional
discovery increases trial costs and
increases the expenditures of time by
the parties and the Board. The parties
may agree to additional discovery
between themselves. Where the parties
fail to agree, however, the rule would
require a showing that the additional
discovery sought in a proceeding other
than a post-grant review is in the
interests of justice, which would place
an affirmative burden upon a party
seeking the discovery to show how the
proposed discovery would be
productive. A separate rule (§ 42.224)
governs additional discovery in post-
grant review proceedings.

The interests-of-justice standard for
additional discovery is consistent with
considerations identified in 35 U.S.C.
316(b), as amended, including the
efficient administration of the Board
and the Board’s ability to complete trials
timely. Further, the interests-of-justice
standard is consistent with 35 U.S.C.
316(a)(5), as amended, which states that
discovery other than depositions of
witnesses submitting affidavits and
declarations be what is otherwise
necessary in the interests of justice.

While the Board will employ an
interests-of-justice standard in granting
additional discovery in inter partes
reviews and derivation proceedings,
new subpart C will provide that a good
cause standard will be employed in
post-grant reviews, and by consequence,
in covered business method patent
reviews. Good cause and interests of
justice are closely related standards, but
the interests-of-justice standard is
slightly higher than good cause. While
a good cause standard requires a party

to show a specific factual reason to
justify the needed discovery, under the
interests-of-justice standard, the Board
would look at all relevant factors.
Specifically, to show good cause, a party
would be required to make a particular
and specific demonstration of fact.
Under the interests-of-justice standard,
the moving party would also be required
to show that it was fully diligent in
seeking discovery and that there is no
undue prejudice to the non-moving
party. In contrast, the interests-of-justice
standard covers considerable ground,
and in using such a standard, the Board
expects to consider whether the
additional discovery is necessary in
light of the totality of the relevant
circumstances.

Section 42.51(c) provides for
production of documents. Specifically,
except as otherwise ordered by the
Board, a party producing documents
and things is required to either provide
copies to the opposing party or make the
documents and things available for
inspection and copying at a reasonable
time and location in the United States.

Section 42.52: Section 42.52 provides
procedures for compelling testimony.
Under 35 U.S.C. 23, the Director may
establish rules for affidavit and
deposition testimony. A party in a
contested case may apply for a
subpoena to compel testimony in the
United States, but only for testimony to
be used in the contested case. See 35
U.S.C. 24. Section 42.52(a) requires the
party seeking a subpoena to first obtain
authorization from the Board; otherwise,
the compelled evidence would not be
admitted in the proceeding. Section
42.52(b) would impose additional
requirements on a party seeking
testimony or production outside the
United States because the use of foreign
testimony generally increases the cost
and complexity of the proceeding for
both the parties and the Board. The
Board would give weight to foreign
deposition testimony to the extent
warranted in view of all the
circumstances, including the laws of the
foreign country governing the
testimony.

Section 42.53: Section §42.53
provides for the taking of testimony. To
minimize costs, direct testimony would
generally be taken in the form of an
affidavit. Cross-examination testimony
and redirect testimony would generally
come in the form of a deposition
transcript. Parties may agree to video-
recorded testimony, but may not submit
such testimony without prior
authorization of the Board. If the nature
of the testimony makes direct
observation of witness demeanor
necessary or desirable, the Board may
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authorize or even require that the
testimony be presented live or be video-
recorded in addition to filing of the
required transcript. Cf. Applied
Research Sys. ARS Holdings N.V. v. Cell
Genesys Inc., 68 USPQ2d 1863 (B.P.A.L
2003) (non-precedential). The
proponent of the witness will be
responsible for the cost of producing the
witness for the deposition. The parties
will have latitude in choosing the time
and place for the deposition, provided
the location is in the United States and
the time falls within a prescribed
testimony period. Occasionally, the
Board will require live testimony where
the Board considers the demeanor of a
witness critical to assessing credibility.

Section 42.53(c)(1) provides that
unless stipulated by the parties or
ordered by the Board, direct
examination, cross-examination, and
redirect examination for compelled
deposition testimony will be subject to
the following time limits: Seven hours
for direct examination, four hours for
cross-examination, and two hours for
redirect examination.

Section 42.53(c)(2) provides that
unless stipulated by the parties or
ordered by the Board, cross-
examination, redirect examination, and
re-cross examination for uncompelled
direct deposition testimony will be
subject to the following time limits:
seven hours for cross-examination, four
hours for redirect examination, and two
hours for re-cross examination.

Section 42.53(d)(2) provides for the
time period for cross-examination and
sets a norm for the conference in
§42.53(d)(1). A party seeking to move
the deposition outside this period
would need to show good cause.

Section 42.53(e) requires that the
party calling the witness initiate a
conference with the Board at least five
business days before a deposition with
an interpreter is taken. Based on the
Board’s experience, non-English
language depositions can be highly
complex. In order to ensure such
depositions are productive and to
minimize unnecessary cost and delay,
prior Board authorization is required.

Section 42.53(f) provides for the
manner of taking testimony.

Section 42.53(f)(1) requires that each
witness, before giving deposition
testimony, be duly sworn according to
law by the officer before whom the
deposition is to be taken. Section
42.53(f)(1) also requires that the officer
be authorized to take testimony under
35 U.S.C. 23.

Section 42.53(f)(2) requires that
testimony be taken with any questions
and answers recorded in their regular
order by the officer, or by some other

disinterested person in the presence of
the officer, unless the presence of the
officer is waived on the record by
agreement of all parties.

Section 42.53(1)(3) requires that any
exhibits used during the deposition be
numbered as required by § 42.63(c), and
must, if not previously served, be served
at the deposition. Section 42.53(f)(3)
also provides that exhibits objected to
be accepted pending a decision on the
objection.

Section 42.53(f)(4) requires that all
objections be made at the time of the
deposition to the qualifications of the
officer taking the deposition, the
manner of taking it, the evidence
presented, the conduct of any party, and
that any other objection to the
deposition be noted on the record by the
officer.

Section 42.53(f)(5) requires the
witness to read and sign (in the form of
an affidavit) a transcript of the
deposition after the testimony has been
transcribed, unless the parties otherwise
agree in writing, the parties waive
reading and signature by the witness on
the record at the deposition, or the
witness refuses to read or sign the
transcript of the deposition.

The certification of §42.53(f)(6)(vi)
provides a standard for disqualifying an
officer from administering a deposition.
The use of financial interest as a
disqualification, however, would be
broader than the employment interest
currently barred. Payment for ordinary
services rendered in the ordinary course
of administering the deposition and
preparing the transcript would not be a
disqualifying financial interest. An
interest acknowledged by the parties on
the record without objection will not be
a disqualifying interest.

Except where the parties agree
otherwise, § 42.53(f)(7) requires the
proponent of the testimony to file the
transcript of the testimony. If the
original proponent of the testimony
declined to file the transcript (for
instance, because that party no longer
intended to rely on the testimony), but
another party wishes to rely on the
testimony, the party that wishes to file
the testimony will become the
proponent and will be permitted to file
the transcript as its own exhibit.

Section 42.54: Section 42.54 provides
for protective orders. 35 U.S.C.
316(a)(7), as amended, and 35 U.S.C.
326(a)(7) require that the Director
prescribe rules that provide for
protective orders governing the
exchange and submission of
confidential information. Section 42.54
provides such protective orders and
follows the procedure set forth in
Federal Rule of Civil Procedure 26(c)(1).

Section 42.55: Section 42.55 allows a
petitioner filing confidential
information to file, concurrently with
the filing of the petition, a motion to
seal as to the confidential information.
The petitioner may serve the patent
owner the confidential information and
may file the information under seal. The
patent owner may access the
confidential information prior to
institution of a trial by agreeing to the
terms of the proposed protective order
contained in the motion to seal. The
institution of the trial will constitute a
grant of the motion to seal, unless
otherwise ordered by the Board. The
rule seeks to streamline the process of
seeking protective orders prior to the
institution of the review while
balancing the need to protect
confidential information against an
opponent’s need to access information
used to challenge the opponent’s claims.

Section 42.56: Confidential
information that is subject to a
protective order ordinarily will become
public 45 days after denial of a petition
to institute a trial or 45 days after final
judgment in a trial. Section 42.56 allows
a party to file a motion to expunge from
the record confidential information
prior to the information becoming
public. Section 42.56 reflects the
considerations identified in 35 U.S.C.
316(b), as amended, and 35 U.S.C.
326(b), which state that the Office is to
take into account the integrity of the
patent system in promulgating
regulations. The rule balances the needs
of the parties to submit confidential
information with the public interest in
maintaining a complete and
understandable file history for public
notice purposes. Specifically, there is an
expectation that information be made
public where the existence of the
information is referred to in a decision
to grant or deny a request to institute a
review or identified in a final written
decision. As such, the rule encourages
parties to redact sensitive information,
where possible, rather than seeking to
seal entire documents.

Section 42.61: Section 42.61 provides
for the admissibility of evidence.
Section 42.61(a) makes the failure to
comply with the rules a basis for
challenging admissibility of evidence.
Section 42.61(b) does not require
certification as a condition for
admissibility when the evidence is a
record of the Office that is accessible to
all parties. The rule avoids disputes on
what otherwise would be technical
noncompliance with the rules. Section
42.61(c) provides that the specification
and drawings of a U.S. patent
application or patent are admissible
only to prove what the specification and
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drawings describe. The rule addresses a
recurring problem in which a party
mistakenly relies on a specification to
prove a fact other than what the
specification says. The rule makes clear
that a specification of an application or
patent involved in a proceeding is
admissible as evidence only to prove
what the specification or patent
describes. If there is data in the
specification upon which a party
intends to rely to prove the truth of the
data, an affidavit by an individual
having first-hand knowledge of how the
data was generated (i.e., the individual
who performed an experiment reported
as an example in the specification) must
be filed. Wojciak v. Nishiyama, 61
USPQ2d 1576, 1581 (B.P.A.L. 2001).

Section 42.62: Section 42.62 adopts a
modified version of the Federal Rules of
Evidence. The rule adopts the more
formal evidentiary rules used in district
courts in view of the adversarial nature
of the proceedings before the Board. The
Federal Rules of Evidence embrace a
well-developed body of case law and are
familiar to the courts charged with
reviewing Board decisions in contested
cases.

Section 42.63: Section 42.63 provides
that all evidence is to be submitted as
an exhibit. For instance, the rule
provides that an exhibit filed with the
petition must include the petition’s
name and a unique exhibit number, for
example: POE EXHIBIT 1001. For
exhibits not filed with the petition, the
rule requires the exhibit label to include
the party’s name followed by a unique
exhibit number, the names of the
parties, and the trial number, in the
format of the following example:
OWENS EXHIBIT 2001
Poe v. Owens
Trial IPR20110CT-00001

Section 42.64: Section 42.64 provides
procedures for challenging the
admissibility of evidence. In a district
court trial, an opponent may object to
evidence, and the proponent may have
an opportunity to cure the basis of the
objection. The rule offers a similar,
albeit limited, process for objecting and
curing in a trial at the Board.

Section 42.64(a) provides that
objections to the admissibility of
deposition evidence must be made
during the deposition. Section 42.64(b)
provides guidance as to objections and
supplemental evidence for evidence
other than deposition testimony. The
default time for serving an objection to
evidence other than testimony would be
ten business days after service of the
evidence for evidence in the petition
and five business days for subsequent
objections, and the party relying on

evidence to which an objection was
served timely would have ten business
days after service of the objection to
cure any defect in the evidence. The
Board will not ordinarily address an
objection, unless the objecting party
filed a motion to exclude under
§42.64(c), because the objection might
have been cured or might prove
unimportant in light of subsequent
developments.

Section 42.65: Section 42.65 provides
rules for expert testimony, tests, and
data.

Section 42.65(a) reminds parties that
unsupported expert testimony may be
given little or no weight. Rohm & Haas
Co. v. Brotech Corp., 127 F.3d 1089,
1092 (Fed. Cir. 1997). United States
patent law is not an appropriate topic
for expert testimony before the Board,
and expert testimony pertaining thereto
would not be admitted under the rule.

Section 42.65(b) provides guidance on
how to present tests and data. A party
should not presume that the technical
competence of the trier-of-fact extends
to a detailed knowledge of the test at
issue.

Oral Argument, Decision and Settlement

Section 42.70: Section 42.70 provides
guidance on oral argument.

Section 42.70(a) provides that a party
may request oral argument on an issue
raised in a paper. The time for
requesting oral argument would be set
by the Board.

Section 42.70(b) provides that a party
serve demonstrative exhibits at least five
business days before the oral argument.
Experience has shown that parties are
more effective in communicating their
respective positions at oral argument
when demonstrative exhibits have been
exchanged prior to the hearing.
Cumbersome exhibits, however, tend to
detract from the user’s argument and
would be discouraged. The use of a
compilation with each demonstrative
exhibit separately tabbed would be
encouraged, particularly when a court
reporter is transcribing the oral
argument, because the tabs provide a
convenient way to record which exhibit
is being discussed. It is helpful to
provide a copy of the compilation to
each member of the panel hearing the
argument so that the judges may better
follow the line of argument presented.

Section 42.71: Section 42.71 provides
for decisions on petitions and motions.

Section 42.71(a) provides that a
petition or motion may be taken up in
any order so that issues may be
addressed in a fair and efficient manner.
This rule is consistent with 35 U.S.C.
316(b), as amended, and 35 U.S.C.
326(b), which state that, among other

things, that the Director shall consider
the efficient administration of the Office
in prescribing regulations. Further, such
a practice was noted with approval in
Berman v. Housey, 291 F.3d 1345, 1352
(Fed. Cir. 2002).

Section 42.71(b) provides for
interlocutory decisions. The rule makes
clear that a decision short of judgment
is not final, but a decision by a panel
would govern the trial. Experience has
shown that the practice of having panel
decisions bind further proceedings has
eliminated much of the uncertainty and
added cost that result from deferring
any final decision until the end of the
proceeding. Thus, a party dissatisfied
with an interlocutory decision on
motions should promptly seek rehearing
rather than waiting for a final judgment.
A panel could, when the interests of
justice require it, reconsider its decision
at any time in the proceeding prior to
final judgment. A belated request for
rehearing would rarely be granted,
however, because its untimeliness
would detract from the efficiencies that
result from making interlocutory
decisions binding.

A decision on whether to institute a
trial is final and nonappealable,
consistent with 35 U.S.C. 314(d), as
amended, and 35 U.S.C. 324(e).
However, pursuant to § 42.71(d), a party
may request a rehearing of that decision.

Section 42.71(d) provides for
rehearings and would set times for
requesting rehearing. Since 35 U.S.C.
6(b), as amended, requires a panel
decision for finality, a party should
request rehearing by a panel to preserve
an issue for judicial re