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§11.6

in the Office on which are entered the
names of all individuals recognized as
entitled to represent applicants having
prospective or immediate business be-
fore the Office in the preparation and
prosecution of patent applications.
Registration in the Office under the
provisions of this part shall entitle the
individuals so registered to practice be-
fore the Office only in patent matters.

(b) Practice before the Office. Practice
before the Office includes, but is not
limited to, law-related service that
comprehends any matter connected
with the presentation to the Office or
any of its officers or employees relat-
ing to a client’s rights, privileges, du-
ties, or responsibilities under the laws
or regulations administered by the Of-
fice for the grant of a patent or reg-
istration of a trademark, or for enroll-
ment or disciplinary matters. Such
presentations include preparing nec-
essary documents in contemplation of
filing the documents with the Office,
corresponding and communicating with
the Office, and representing a client
through documents or at interviews,
hearings, and meetings, as well as com-
municating with and advising a client
concerning matters pending or con-
templated to be presented before the
Office. Nothing in this section pro-
scribes a practitioner from employing
or retaining non-practitioner assist-
ants under the supervision of the prac-
titioner to assist the practitioner in
matters pending or contemplated to be
presented before the Office.

(1) Practice before the Office in patent
matters. Practice before the Office in
patent matters includes, but is not lim-
ited to, preparing or prosecuting any
patent application; consulting with or
giving advice to a client in contempla-
tion of filing a patent application or
other document with the Office; draft-
ing the specification or claims of a pat-
ent application; drafting an amend-
ment or reply to a communication
from the Office that may require writ-
ten argument to establish the patent-
ability of a claimed invention; drafting
a reply to a communication from the
Office regarding a patent application;
and drafting a communication for a
public use, interference, reexamination
proceeding, petition, appeal to or any
other proceeding before the Patent
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Trial and Appeal Board, or other pat-
ent proceeding. Registration to prac-
tice before the Office in patent matters
authorizes the performance of those
services that are reasonably necessary
and incident to the preparation and
prosecution of patent applications or
other proceeding before the Office in-
volving a patent application or patent
in which the practitioner is authorized
to participate. The services include:

(i) Considering the advisability of re-
lying upon alternative forms of protec-
tion which may be available under
state law, and

(ii) Drafting an assignment or caus-
ing an assignment to be executed for
the patent owner in contemplation of
filing or prosecution of a patent appli-
cation for the patent owner, where the
practitioner represents the patent
owner after a patent issues in a pro-
ceeding before the Office, and when
drafting the assignment the practi-
tioner does no more than replicate the
terms of a previously existing oral or
written obligation of assignment from
one person or party to another person
or party.

(2) Practice before the Office in trade-
mark matters. Practice before the Office
in trademark matters includes, but is
not limited to, consulting with or giv-
ing advice to a client in contemplation
of filing a trademark application or
other document with the Office; pre-
paring or prosecuting an application
for trademark registration; preparing
an amendment that may require writ-
ten argument to establish  the
registrability of the mark; preparing or
prosecuting a document for maintain-
ing, correcting, amending, canceling,
surrendering, or otherwise affecting a
registration; and conducting an opposi-
tion, cancellation, or concurrent use
proceeding; or conducting an appeal to
the Trademark Trial and Appeal Board.

[73 FR 47688, Aug. 14, 2008, as amended at 77
FR 46629, Aug. 6, 2012; 86 FR 28452, May 26,
2021]

§11.6 Registration of attorneys and
agents.

(a) Attorneys. Any citizen of the
United States who is an attorney and
who fulfills the requirements of this
part may be registered as a patent at-
torney to practice before the Office.
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When appropriate, any alien who is an
attorney, who lawfully resides in the
United States, and who fulfills the re-
quirements of this part may be reg-
istered as a patent attorney to practice
before the Office, provided that such
registration is not inconsistent with
the terms upon which the alien was ad-
mitted to, and resides in, the United
States and further provided that the
alien may remain registered only:

(1) If the alien continues to lawfully
reside in the United States and reg-
istration does not become inconsistent
with the terms upon which the alien
continues to lawfully reside in the
United States, or

(2) If the alien ceases to reside in the
United States, the alien is qualified to
be registered under paragraph (c) of
this section. See also §11.9(b).

(b) Agents. Any citizen of the United
States who is not an attorney, and who
fulfills the requirements of this part
may be registered as a patent agent to
practice before the Office. When appro-
priate, any alien who is not an attor-
ney, who lawfully resides in the United
States, and who fulfills the require-
ments of this part may be registered as
a patent agent to practice before the
Office, provided that such registration
is not inconsistent with the terms upon
which the alien was admitted to, and
resides in, the United States, and fur-
ther provided that the alien may re-
main registered only:

(1) If the alien continues to lawfully
reside in the United States and reg-
istration does not become inconsistent
with the terms upon which the alien
continues to lawfully reside in the
United States or

(2) If the alien ceases to reside in the
United States, the alien is qualified to
be registered under paragraph (c) of
this section. See also §11.9(b).

(c) Foreigners. Any foreigner not a
resident of the United States who shall
file proof to the satisfaction of the
OED Director that he or she is reg-
istered and in good standing before the
patent office of the country in which
he or she resides and practices, and
who is possessed of the qualifications
stated in §11.7, may be registered as a
patent agent to practice before the Of-
fice for the limited purpose of pre-
senting and prosecuting patent applica-

§11.7

tions of applicants located in such
country, provided that the patent of-
fice of such country allows substan-
tially reciprocal privileges to those ad-
mitted to practice before the Office.
Registration as a patent agent under
this paragraph shall continue only dur-
ing the period that the conditions spec-
ified in this paragraph obtain. Upon no-
tice by the patent office of such coun-
try that a patent agent registered
under this section is no longer reg-
istered or no longer in good standing
before the patent office of such coun-
try, and absent a showing of cause why
his or her name should not be removed
from the register, the OED Director
shall promptly remove the name of the
patent agent from the register and pub-
lish the fact of removal. Upon ceasing
to reside in such country, the patent
agent registered under this section is
no longer qualified to be registered
under this section, and the OED Direc-
tor shall promptly remove the name of
the patent agent from the register and
publish the fact of removal.

(d) Patent Trial and Appeal Board mat-
ters. For action by a person who is not
registered in a proceeding before the
Patent Trial and Appeal Board, see
§41.5(a) or §42.10(c) of this title.

[69 FR 35452, June 24, 2004, as amended at 69
FR 50003, Aug. 12, 2004; 77 FR 46629, Aug. 6,
2012]

§11.7 Requirements for registration.

(a) No individual will be registered to
practice before the Office unless he or
she has:

(1) Applied to the USPTO Director in
writing by completing an application
for registration form supplied by the
OED Director and furnishing all re-
quested information and material; and

(2) Established to the satisfaction of
the OED Director that he or she:

(i) Possesses good moral character
and reputation;

(ii) Possesses the legal, scientific,
and technical qualifications necessary
for him or her to render applicants val-
uable service; and

(iii) Is competent to advise and assist
patent applicants in the presentation
and prosecution of their applications
before the Office.

(b)(1) To enable the OED Director to
determine whether an individual has
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