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§ 401.13

§ 401.13 Administration
of
patent
rights clauses.
(a) In the event a subject invention is
made under funding agreements of
more than one agency, at the request
of the contractor or on their own initiative the agencies shall designate one
agency as responsible for administration of the rights of the government in
the invention.
(b) Agencies shall promptly grant,
unless there is a significant reason not
to, a request by a nonprofit organization under paragraph (k)(2) of the
clauses prescribed by either OMB Circular A–124 or OMB Bulletin 81–22 inasmuch as 35 U.S.C. 202(c)(7) has since
been amended to eliminate the limitation on the duration of exclusive licenses. Similarly, unless there is a significant reason not to, agencies shall
promptly approve an assignment by a
nonprofit organization to an organization which has as one of its primary
functions the management of inventions when a request for approval has
been necessitated under paragraph
(k)(1) of the clauses prescribed by either OMB Circular A–124 or OMB Bulletin 81–22 because the patent management organization is engaged in or
holds a substantial interest in other organizations engaged in the manfacture
or sale of products or the use of processes that might utilize the invention
or be in competition with embodiments
of the invention. As amended, 35 U.S.C.
202(c)(7) no longer contains this limitation. The policy of this subsection
should also be followed in connection
with similar approvals that may be required under Institutional Patent
Agreements,
other
patent
rights
clauses, or waivers that predate Chapter 18 of Title 35, United States Code.
(c) The President’s Patent Policy
Memorandum of February 18, 1983,
states that agencies should protect the
confidentiality of invention disclosure,
patent applications, and utilization reports required in performance or in
consequence of awards to the extent
permitted by 35 U.S.C. 205 or other applicable laws. The following requirements should be followed for funding
agreements covered by and predating
this part 401.
(1) To the extent authorized by 35
U.S.C. 205, agencies shall not disclose

to third parties pursuant to requests
under the Freedom of Information Act
(FOIA) any information disclosing a
subject invention for a reasonable time
in order for a patent application to be
filed. With respect to subject inventions of contractors that are small
business firms or nonprofit organizations, a reasonable time shall be the
time during which an initial patent application may be filed under paragraph
(c) of the standard clause found at
§ 401.14 or such other clause may be
used in the funding agreement. However, an agency may disclose such subject inventions under the FOIA, at its
discretion, after a contractor has elected not to retain title or after the time
in which the contractor is required to
make an election if the contractor has
not made an election within that time.
Similarly, an agency may honor a
FOIA request at its discretion if it
finds that the same information has
previously been published by the inventor, contractor, or otherwise. If the
agency plans to file itself when the
contractor has not elected title, it
may, of course, continue to avail itself
of the authority of 35 U.S.C. 205.
(2) In accordance with 35 U.S.C. 205,
agencies shall not disclose or release,
pursuant to requests under the Freedom of Information Act or otherwise,
copies of any document which the
agency obtained under the clause in
§ 401.14 which is part of an application
for patent with the U.S. Patent and
Trademark Office or any foreign patent
office filed by the contractor (or its assignees, licensees, or employees) on a
subject invention to which the contractor has elected to retain title. This
prohibition does not extend to disclosure to other government agencies or
contractors of government agencies
under an obligation to maintain such
information in confidence. This prohibition does not apply to documents
published by the U.S. Patent and
Trademark Office or any foreign patent
office.
(3) A number of agencies have policies to encourage public dissemination
of the results of work supported by the
agency through publication in government or other publications of technical
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reports of contractors or others. In recognition of the fact that such publication, if it included descriptions of a
subject invention could create bars to
obtaining patent protection, it is the
policy of the executive branch that
agencies will not include in such publication programs copies of disclosures
of inventions submitted by small business firms or nonprofit organizations,
pursuant to paragraph (c) of the standard clause found at § 401.14, except
under the same circumstances under
which agencies are authorized to release such information pursuant to
FOIA requests under paragraph (c)(1) of
this section agencies may publish such
disclosures.
(4) Nothing in this paragraph is intended to preclude agencies from including in the publication activities
described in the first sentence of paragraph (c)(3), the publication of materials describing a subject invention to
the extent such materials were provided as part of a technical report or
other submission of the contractor
which were submitted independently of
the requirements of the patent rights
provisions of the contract. However, if
a small business firm or nonprofit organization notifies the agency that a
particular report or other submission
contains a disclosure of a subject invention to which it has elected title or
may elect title, the agency shall use
reasonable efforts to restrict its publication of the material for six months
from date of its receipt of the report or
submission or, if earlier, until the contractor has filed an initial patent application. Agencies, of course, retain
the discretion to delay publication for
additional periods of time.
(5) Nothing in this paragraph is intended to limit the authority of agencies provided in 35 U.S.C. 205 in circumstances not specifically described
in this paragraph.
[52 FR 8554, Mar. 18, 1987, as amended at 60
FR 41812, Aug. 14, 1995; 83 FR 15961, Apr. 13,
2018]
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§ 401.14 Standard
clauses.

patent

rights

The following is the standard patent
rights clause to be used as specified in
§ 401.3(a):

Standard Patent Rights
(a) Definitions
(1) Invention means any invention or discovery which is or may be patentable or otherwise protectable under Title 35 of the
United States Code, or any novel variety of
plant which is or may be protected under the
Plant Variety Protection Act (7 U.S.C. 2321 et
seq.).
(2) Subject invention means any invention of
the contractor conceived or first actually reduced to practice in the performance of work
under this contract, provided that in the case
of a variety of plant, the date of determination (as defined in section 41(d) of the Plant
Variety Protection Act, 7 U.S.C. 2401(d))
must also occur during the period of contract
performance.
(3) Practical Application means to manufacture in the case of a composition or product,
to practice in the case of a process or method, or to operate in the case of a machine or
system; and, in each case, under such conditions as to establish that the invention is
being utilized and that its benefits are, to
the extent permitted by law or government
regulations, available to the public on reasonable terms.
(4) Made when used in relation to any invention means the conception or first actual
reduction to practice of such invention.
(5) Small Business Firm means a small business concern as defined at section 2 of Pub.
L. 85–536 (15 U.S.C. 632) and implementing
regulations of the Administrator of the
Small Business Administration. For the purpose of this clause, the size standards for
small business concerns involved in government procurement and subcontracting at 13
CFR 121.3–8 and 13 CFR 121.3–12, respectively,
will be used.
(6) Nonprofit Organization means a university or other institution of higher education
or an organization of the type described in
section 501(c)(3) of the Internal Revenue Code
of 1954 (26 U.S.C. 501(c) and exempt from taxation under section 501(a) of the Internal
Revenue Code (25 U.S.C. 501(a)) or any nonprofit scientific or educational organization
qualified under a state nonprofit organization statute.
(7) The term statutory period means the
one-year period before the effective filing
date of a claimed invention during which exceptions to prior art exist per 35 U.S.C. 102(b)
as amended by the Leahy-Smith America Invents Act, Public Law 112–29.
(8) The term contractor means any person,
small business firm or nonprofit organization, or, as set forth in section 1, paragraph
(b)(4) of Executive Order 12591, as amended,
any business firm regardless of size, which is
a party to a funding agreement.
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