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(c) Foreigners. Any foreigner not a
resident of the United States who shall
file proof to the satisfaction of the
OED Director that he or she is reg-
istered and in good standing before the
patent office of the country in which
he or she resides and practices, and
who is possessed of the qualifications
stated in §11.7, may be registered as a
patent agent to practice before the Of-
fice for the limited purpose of pre-
senting and prosecuting patent applica-
tions of applicants located in such
country, provided that the patent of-
fice of such country allows substan-
tially reciprocal privileges to those ad-
mitted to practice before the Office.
Registration as a patent agent under
this paragraph shall continue only dur-
ing the period that the conditions spec-
ified in this paragraph obtain. Upon no-
tice by the patent office of such coun-
try that a patent agent registered
under this section is no longer reg-
istered or no longer in good standing
before the patent office of such coun-
try, and absent a showing of cause why
his or her name should not be removed
from the register, the OED Director
shall promptly remove the name of the
patent agent from the register and pub-
lish the fact of removal. Upon ceasing
to reside in such country, the patent
agent registered under this section is
no longer qualified to be registered
under this section, and the OED Direc-
tor shall promptly remove the name of
the patent agent from the register and
publish the fact of removal.

(d) Board of Patent Appeals and Inter-
ferences matters. For action by a person
who is not registered in a proceeding
before the Board of Patent Appeals and
Interferences, see §41.5(a) of this title.

[69 FR 35452, June 24, 2004, as amended at 69
FR 50003, Aug. 12, 2004]

§11.7 Requirements for registration.

(a) No individual will be registered to
practice before the Office unless he or
she has:

(1) Applied to the USPTO Director in
writing by completing an application
for registration form supplied by the
OED Director and furnishing all re-
quested information and material; and

(2) Established to the satisfaction of
the OED Director that he or she:

(i) Possesses good moral character
and reputation;

(ii) Possesses the legal, scientific,
and technical qualifications necessary
for him or her to render applicants val-
uable service; and

(iii) Is competent to advise and assist
patent applicants in the presentation
and prosecution of their applications
before the Office.

(b)(1) To enable the OED Director to
determine whether an individual has
the qualifications specified in para-
graph (a)(2) of this section, the indi-
vidual shall:

(i) File a complete application for
registration each time admission to
the registration examination is re-
quested. A complete application for
registration includes:

(A) An application for registration
form supplied by the OED Director
wherein all requested information and
supporting documents are furnished,

(B) Payment of the fees required by
§1.21(a)(1) of this subchapter,

(C) Satisfactory proof of scientific
and technical qualifications, and

(D) For aliens, provide proof that rec-
ognition is not inconsistent with the
terms of their visa or entry into the
United States;

(ii) Pass the registration examina-
tion, unless the taking and passing of
the examination is waived as provided
in paragraph (d) of this section. Unless
examination is waived pursuant to
paragraph (d) of this section, each indi-
vidual seeking registration must take
and pass the registration examination
to enable the OED Director to deter-
mine whether the individual possesses
the legal and competence qualifica-
tions specified in paragraphs (a)(2)(ii)
and (a)(2)(iii) of this section. An indi-
vidual failing the examination may,
upon receipt of notice of failure from
OED, reapply for admission to the ex-
amination. An individual failing the
examination must wait thirty days
after the date the individual last took
the examination before retaking the
examination. An individual reapplying
shall:

(A) File a completed application for
registration form wherein all requested
information and supporting documents
are furnished,
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(B) Pay the fees required by
§1.21(a)(1) of this subchapter, and

(C) For aliens, provide proof that rec-
ognition is not inconsistent with the
terms of their visa or entry into the
United States; and

(iii) Provide satisfactory proof of pos-
session of good moral character and
reputation.

(2) An individual failing to file a
complete application for registration
will not be admitted to the examina-
tion and will be notified of the incom-
pleteness. Applications for registration
that are incomplete as originally sub-
mitted will be considered only when
they have been completed and received
by OED, provided that this occurs
within sixty days of the mailing date of
the notice of incompleteness. There-
after, a new and complete application
for registration must be filed. Only an
individual approved as satisfying the
requirements of paragraphs (b)(1)(1)(A),
®O)DHB), (b)()(H)(C) and (b)(1)(A)(D) of
this section may be admitted to the ex-
amination.

(3) If an individual does not reapply
until more than one year after the
mailing date of a notice of failure, that
individual must again comply with
paragraph (b)(1)(i) of this section.

(c) Each individual seeking registra-
tion is responsible for updating all in-
formation and answers submitted in or
with the application for registration
based upon anything occurring between
the date the application for registra-
tion is signed by the individual, and
the date he or she is registered or rec-
ognized to practice before the Office in
patent matters. The update shall be
filed within thirty days after the date
of the occasion that necessitates the
update.

(d) Waiver of the Registration Examina-
tion for Former Office Employees—(1)
Former patent examiners who by July 26,
2004, had not actively served four years in
the patent examining corps, and were
serving in the corps at the time of their
separation. The OED Director may
waive the taking of a registration ex-
amination in the case of any individual
meeting the requirements of paragraph
(b)()E)(C) of this section who is a
former patent examiner but by July 26,
2004, had not served four years in the

37 CFR Ch. | (7-1-11 Edition)

patent examining corps, if the indi-
vidual demonstrates that he or she:

(i) Actively served in the patent ex-
amining corps of the Office and was
serving in the corps at the time of sep-
aration from the Office;

(ii) Received a certificate of legal
competency and negotiation authority;

(iii) After receiving the certificate of
legal competency and negotiation au-
thority, was rated at least fully suc-
cessful in each quality performance
element of his or her performance plan
for the last two complete fiscal years
as a patent examiner; and

(iv) Was not under an oral or written
warning regarding the quality perform-
ance elements at the time of separa-
tion from the patent examining corps.

(2) Former patent examiners who on
July 26, 2004, had actively served four
years in the patent examining corps, and
were serving in the corps at the time of
their separation. The OED Director may
waive the taking of a registration ex-
amination in the case of any individual
meeting the requirements of paragraph
(b)()E)(C) of this section who is a
former patent examiner and by July 26,
2004, had served four years in the pat-
ent examining corps, if the individual
demonstrates that he or she:

(i) Actively served for at least four
years in the patent examining corps of
the Office by July 26, 2004, and was
serving in the corps at the time of sep-
aration from the Office;

(ii) Was rated at least fully success-
ful in each quality performance ele-
ment of his or her performance plan for
the last two complete fiscal years as a
patent examiner in the Office; and

(iii) Was not under an oral or written
warning regarding the quality perform-
ance elements at the time of separa-
tion from the patent examining corps.

(3) Certain former Office employees who
were not serving in the patent examining
corps upon their separation from the Of-
fice. The OED Director may waive the
taking of a registration examination in
the case of a former Office employee
meeting the requirements of paragraph
(b)(1)(E)(C) of this section who by peti-
tion demonstrates possession of the
necessary legal qualifications to render
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to patent applicants and others valu-
able service and assistance in the prep-
aration and prosecution of their appli-
cations or other business before the Of-
fice by showing that he or she has:

(i) Exhibited comprehensive knowl-
edge of patent law equivalent to that
shown by passing the registration ex-
amination as a result of having been in
a position of responsibility in the Of-
fice in which he or she:

(A) Provided substantial guidance on
patent examination policy, including
the development of rule or procedure
changes, patent examination guide-
lines, changes to the Manual of Patent
Examining Procedure, development of
training or testing materials for the
patent examining corps, or develop-
ment of materials for the registration
examination or continuing legal edu-
cation; or

(B) Represented the Office in patent
cases before Federal courts; and

(ii) Was rated at least fully success-
ful in each quality performance ele-
ment of his or her performance plan for
said position for the last two complete
rating periods in the Office, and was
not under an oral or written warning
regarding such performance elements
at the time of separation from the Of-
fice.

(4) To be eligible for consideration
for waiver, an individual formerly em-
ployed by the Office within the scope of
one of paragraphs (d)(1), (d)(2) or (d)(3)
of this section must file a complete ap-
plication for registration and pay the
fee required by §1.21(a)(1)(i) of this sub-
chapter within two years of the indi-
vidual’s date of separation from the Of-
fice. All other individuals formerly em-
ployed by the Office, including former
examiners, filing an application for
registration or fee more than two years
after separation from the Office, are re-
quired to take and pass the registra-
tion examination. The individual or
former examiner must pay the exam-
ination fee required by §1.21(a)(1)(ii) of
this subchapter within thirty days
after notice of non-waiver.

(e) Examination results. Notification
of the examination results is final.
Within sixty days of the mailing date
of a notice of failure, the individual is
entitled to inspect, but not copy, the
questions and answers he or she incor-
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rectly answered. Review will be under
supervision. No notes may be taken
during such review. Substantive review
of the answers or questions may not be
pursued by petition for regrade. An in-
dividual who failed the examination
has the right to retake the examina-
tion an unlimited number of times
upon payment of the fees required by
§1.21(a)(1)(i) and (ii) of this subchapter,
and a fee charged by a commercial en-
tity administering the examination.

(f) Application for reciprocal recogni-
tion. An individual seeking reciprocal
recognition under §11.6(c), in addition
to satisfying the provisions of para-
graphs (a) and (b) of this section, and
the provisions of §11.8(c), shall pay the
application fee required by §1.21(a)(1)(1)
of this subchapter upon filing an appli-
cation for registration.

(g) Investigation of good moral char-
acter and reputation. (1) Every indi-
vidual seeking recognition shall answer
all questions in the application for reg-
istration and request(s) for comments
issued by OED; disclose all relevant
facts, dates and information; and pro-
vide verified copies of documents rel-
evant to his or her good moral char-
acter and reputation. An individual
who is an attorney shall submit a cer-
tified copy of each of his or her State
bar applications and moral character
determinations, if available.

(2)(1) If the OED Director receives in-
formation from any source that re-
flects adversely on the good moral
character or reputation of an indi-
vidual seeking registration or recogni-
tion, the OED Director shall conduct
an investigation into the good moral
character and reputation of that indi-
vidual. The investigation will be con-
ducted after the individual has passed
the registration examination, or after
the registration examination has been
waived for the individual, as applica-
ble. An individual failing to timely an-
swer questions or respond to an inquiry
by OED shall be deemed to have with-
drawn his or her application, and shall
be required to reapply, pass the exam-
ination, and otherwise satisfy all the
requirements of this section. No indi-
vidual shall be certified for registra-
tion or recognition by the OED Direc-
tor until, to the satisfaction of the
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OED Director, the individual dem-
onstrates his or her possession of good
moral character and reputation.

(ii) The OED Director, in considering
an application for registration by an
attorney, may accept a State bar’s
character determination as meeting
the requirements set forth in para-
graph (g) of this section if, after re-
view, the Office finds no substantial
discrepancy between the information
provided with his or her application for
registration and the State bar applica-
tion and moral character determina-
tion, provided that acceptance is not
inconsistent with other rules and the
requirements of 35 U.S.C. 2(b)(2)(D).

(h) Good moral character and reputa-
tion. Evidence showing lack of good
moral character and reputation may
include, but is not limited to, convic-
tion of a felony or a misdemeanor iden-
tified in paragraph (h)(1) of this sec-
tion, drug or alcohol abuse; lack of
candor; suspension or disbarment on
ethical grounds from a State bar; and
resignation from a State bar while
under investigation.

(1) Conviction of felony or misdemeanor.
An individual who has been convicted
of a felony or a misdemeanor involving
moral turpitude, breach of trust, inter-
ference with the administration of jus-
tice, false swearing, misrepresentation,
fraud, deceit, bribery, extortion, mis-
appropriation, theft, or conspiracy to
commit any felony or misdemeanor, is
presumed not to be of good moral char-
acter and reputation in the absence of
a pardon or a satisfactory showing of
reform and rehabilitation, and shall
file with his or her application for reg-
istration the fees required by
§1.21(a)(1)(i1) and (a)(10) of this sub-
chapter. The OED Director shall deter-
mine whether individuals convicted of
said felony or misdemeanor provided
satisfactory proof of reform and reha-
bilitation.

(i) An individual who has been con-
victed of a felony or a misdemeanor
identified in paragraph (h)(1) of this
section shall not be eligible to apply
for registration during the time of any
sentence (including confinement or
commitment to imprisonment), de-
ferred adjudication, and period of pro-
bation or parole as a result of the con-
viction, and for a period of two years
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after the date of completion of the sen-
tence, deferred adjudication, and pe-
riod of probation or parole, whichever
is later.

(ii) The following presumptions apply
to the determination of good moral
character and reputation of an indi-
vidual convicted of said felony or mis-
demeanor:

(A) The court record or docket entry
of conviction is conclusive evidence of
guilt in the absence of a pardon or a
satisfactory showing of reform or reha-
bilitation; and

(B) An individual convicted of a fel-
ony or any misdemeanor identified in
paragraph (h)(1) of this section is con-
clusively deemed not to have good
moral character and reputation, and
shall not be eligible to apply for reg-
istration for a period of two years after
completion of the sentence, deferred
adjudication, and period of probation
or parole, whichever is later.

(iii) The individual, upon applying
for registration, shall provide satisfac-
tory evidence that he or she is of good
moral character and reputation.

(iv) Upon proof that a conviction has
been set aside or reversed, the indi-
vidual shall be eligible to file a com-
plete application for registration and
the fee required by §1.21(a)(1)(ii) of this
subchapter and, upon passing the reg-
istration examination, have the OED
Director determine, in accordance with
paragraph (h)(1) of this section, wheth-
er, absent the conviction, the indi-
vidual possesses good moral character
and reputation.

(2) Good moral character and reputa-
tion involving drug or alcohol abuse. An
individual’s record is reviewed as a
whole to see if there is a drug or alco-
hol abuse issue. An individual appear-
ing to abuse drugs or alcohol may be
asked to undergo an evaluation, at the
individual’s expense, by a qualified pro-
fessional approved by the OED Direc-
tor. In instances where, before an in-
vestigation commences, there is evi-
dence of a present abuse or an indi-
vidual has not established a record of
recovery, the OED Director may re-
quest the individual to withdraw his or
her application, and require the indi-
vidual to satisfactorily demonstrate
that he or she is complying with treat-
ment and undergoing recovery.
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(3) Moral character and reputation in-
volving lack of candor. An individual’s
lack of candor in disclosing facts bear-
ing on or relevant to issues concerning
good moral character and reputation
when completing the application or
any time thereafter may be found to be
cause to deny registration on moral
character and reputation grounds.

(4) Moral character and reputation in-
volving suspension, disbarment, or res-
ignation from a profession. (i) An indi-
vidual who has been disbarred or sus-
pended from practice of law or other
profession, or has resigned in lieu of a
disciplinary proceeding (excluded or
disbarred on consent) shall be ineli-
gible to apply for registration as fol-
lows:

(A) An individual who has been dis-
barred from practice of law or other
profession, or has resigned in lieu of a
disciplinary proceeding (excluded or
disbarred on consent) shall be ineli-
gible to apply for registration for a pe-
riod of five years from the date of dis-
barment or resignation.

(B) An individual who has been sus-
pended on ethical grounds from the
practice of law or other profession
shall be ineligible to apply for registra-
tion until expiration of the period of
suspension.

(C) An individual who was not only
disbarred, suspended or resigned in lieu
of a disciplinary proceeding, but also
convicted in a court of a felony, or of a
crime involving moral turpitude or
breach of trust, shall be ineligible to
apply for registration until the condi-
tions in paragraphs (h)(1) and (h)(4) of
this section are fully satisfied.

(ii) An individual who has been dis-
barred or suspended, or who resigned in
lieu of a disciplinary proceeding shall
file an application for registration and
the fees required by §1.21(a)(1)(ii) and
(a)(10) of this subchapter; provide a full
and complete copy of the proceedings
that led to the disbarment, suspension,
or resignation; and provide satisfactory
proof that he or she possesses good
moral character and reputation. The
following presumptions shall govern
the determination of good moral char-
acter and reputation of an individual
who has been licensed to practice law
or other profession in any jurisdiction
and has been disbarred, suspended on

§11.7

ethical grounds, or allowed to resign in
lieu of discipline, in that jurisdiction:

(A) A copy of the record resulting in
disbarment, suspension or resignation
is prima facie evidence of the matters
contained in the record, and the impo-
sition of disbarment or suspension, or
the acceptance of the resignation of
the individual shall be deemed conclu-
sive that the individual has committed
professional misconduct.

(B) The individual is ineligible for
registration and is deemed not to have
good moral character and reputation
during the period of the imposed dis-
cipline.

(iii) The only defenses available with
regard to an underlying disciplinary
matter resulting in disbarment, sus-
pension on ethical grounds, or resigna-
tion in lieu of a disciplinary proceeding
are set out below, and must be shown
to the satisfaction of the OED Direc-
tor:

(A) The procedure in the disciplinary
court was so lacking in notice or op-
portunity to be heard as to constitute
a deprivation of due process;

(B) There was such infirmity of proof
establishing the misconduct as to give
rise to the clear conviction that the Of-
fice could not, consistently with its
duty, accept as final the conclusion on
that subject; or

(C) The finding of lack of good moral
character and reputation by the Office
would result in grave injustice.

(i) Factors that may be taken into con-
sideration when evaluating rehabilitation
of an individual seeking a movral char-
acter and reputation determination. The
factors enumerated below are guide-
lines to assist the OED Director in de-
termining whether an individual has
demonstrated rehabilitation from an
act of misconduct or moral turpitude.
The factors include:

(1) The nature of the act of mis-
conduct, including whether it involved
moral turpitude, whether there were
aggravating or mitigating cir-
cumstances, and whether the activity
was an isolated event or part of a pat-
tern;

(2) The age and education of the indi-
vidual at the time of the misconduct
and the age and education of the indi-
vidual at the present time;

371



§11.7

(3) The length of time that has passed
between the misconduct and the
present, absent any involvement in any
further acts of moral turpitude, the
amount of time and the extent of reha-
bilitation being dependent upon the na-
ture and seriousness of the act of mis-
conduct under consideration;

(4) Restitution by the individual to
any person who suffered monetary
losses through acts or omissions of the
individual;

(5) Expungement of a conviction;

(6) Successful completion or early
discharge from probation or parole;

(7) Abstinence from the use of con-
trolled substances or alcohol for not
less than two years if the specific mis-
conduct was attributable in part to the
use of a controlled substance or alco-
hol, where abstinence may be dem-
onstrated by, but is not necessarily
limited to, enrolling in and complying
with a self-help or professional treat-
ment program;

(8) If the specific misconduct was at-
tributable in part to a medically recog-
nized mental disease, disorder or ill-
ness, proof that the individual sought
professional assistance, and complied
with the treatment program prescribed
by the professional, and submitted let-
ters from the treating psychiatrist/psy-
chologist verifying that the medically
recognized mental disease, disorder or
illness will not impede the individual’s
ability to competently practice before
the Office;

(9) Payment of the fine imposed in
connection with any criminal convic-
tion;

(10) Correction of behavior respon-
sible in some degree for the mis-
conduct;

(11) Significant and conscientious in-
volvement in programs designed to pro-
vide social benefits or to ameliorate so-
cial problems; and

(12) Change in attitude from that
which existed at the time of the act of
misconduct in question as evidenced by
any or all of the following:

(i) Statements of the individual;

(ii) Statements from persons familiar
with the individual’s previous mis-
conduct and with subsequent attitudes
and behavioral patterns;

(iii) Statements from probation or
parole officers or law enforcement offi-
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cials as to the individual’s social ad-
justments; and

(iv) Statements from persons com-
petent to testify with regard to
neuropsychiatry or emotional disturb-
ances.

(j) Notice to Show Cause. The OED Di-
rector shall inquire into the good
moral character and reputation of an
individual seeking registration, pro-
viding the individual with the oppor-
tunity to create a record on which a
decision is made. If, following inquiry
and consideration of the record, the
OED Director is of the opinion that the
individual seeking registration has not
satisfactorily established that he or
she possesses good moral character and
reputation, the OED Director shall
issue to the individual a notice to show
cause why the individual’s application
for registration should not be denied.

(1) The individual shall be given no
less than ten days from the date of the
notice to reply. The notice shall be
given by certified mail at the address
appearing on the application if the ad-
dress is in the United States, and by
any other reasonable means if the ad-
dress is outside the United States.

(2) Following receipt of the individ-
ual’s response, or in the absence of a
response, the OED Director shall con-
sider the individual’s response, if any,
and the record, and determine whether,
in the OED Director’s opinion, the indi-
vidual has sustained his or her burden
of satisfactorily demonstrating that he
or she possesses good moral character
and reputation.

(K) Reapplication for registration. An
individual who has been refused reg-
istration for lack of good moral char-
acter or reputation may reapply for
registration two years after the date of
the decision, unless a shorter period is
otherwise ordered by the USPTO Direc-
tor. An individual, who has been noti-
fied that he or she is under investiga-
tion for good moral character and rep-
utation may elect to withdraw his or
her application for registration, and
may reapply for registration two years
after the date of withdrawal. Upon re-
application for registration, the indi-
vidual shall pay the fees required by
§1.21(a)(1)(ii) and (a)(10) of this sub-
chapter, and has the burden of showing
to the satisfaction of the OED Director
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his or her possession of good moral
character and reputation as prescribed
in paragraph (b) of this section. Upon
reapplication for registration, the indi-
vidual also shall complete successfully
the examination prescribed in para-
graph (b) of this section, even though
the individual has previously passed a
registration examination.

§11.8 Oath and registration fee.

(a) After an individual passes the ex-
amination, or the examination is
waived, the OED Director shall
promptly publish a solicitation for in-
formation concerning the individual’s
good moral character and reputation.
The solicitation shall include the indi-
vidual’s name, and business or commu-
nication postal address.

(b) An individual shall not be reg-
istered as an attorney under §11.6(a),
registered as an agent under §11.6(b) or
(¢), or granted limited recognition
under §11.9(b) unless within two years
of the mailing date of a notice of pass-
ing registration examination or of
waiver of the examination the indi-
vidual files with the OED Director a
completed Data Sheet, an oath or dec-
laration prescribed by the USPTO Di-
rector, and the registration fee set
forth in §1.21(a)(2) of this subchapter.
An individual seeking registration as
an attorney under §11.6(a) must pro-
vide a certificate of good standing of
the bar of the highest court of a State
that is no more than six months old.

(c) An individual who does not com-
ply with the requirements of paragraph
(b) of this section within the two-year
period will be required to retake the
registration examination.

(d) Annual practitioner maintenance
fee. A registered patent attorney or
agent shall annually pay to the USPTO
Director a practitioner maintenance
fee in the amount set forth in
§1.21(a)(7) of this subchapter. Individ-
uals granted limited recognition under
paragraph (b) of §11.9 shall annually
pay to the USPTO Director a practi-
tioner maintenance fee in the amount
set forth in §1.21(a)(8) of this sub-
chapter. Adequate notice shall be pub-
lished and sent to practitioners in ad-
vance of the due date for payment of
the annual practitioner maintenance
fee. Payment shall be for the fiscal
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year in which the annual practitioner
maintenance fee is assessed. Payment
shall be due by the last day of the pay-
ment period. Persons newly registered
or granted limited recognition shall
not be liable for the annual practi-
tioner maintenance fee during the fis-
cal year in which they are first reg-
istered or granted limited recognition.
Failure to comply with the provisions
of this paragraph (d) shall require the
OED Director to subject a practitioner
to a delinquency fee penalty set forth
in §11.11(b)(1), and further financial
penalties and administrative suspen-
sion as set forth in §11.11(b)(2) and
(0)(3).

[69 FR 35452, June 24, 2004, as amended at 73
FR 67757, Nov. 17, 2008]

§11.9 Limited recognition in patent
matters.

(a) Any individual not registered
under §11.6 may, upon a showing of cir-
cumstances which render it necessary
or justifiable, and that the individual
is of good moral character and reputa-
tion, be given limited recognition by
the OED Director to prosecute as at-
torney or agent a specified patent ap-
plication or specified patent applica-
tions. Limited recognition under this
paragraph shall not extend further
than the application or applications
specified. Limited recognition shall not
be granted while individuals who have
passed the examination or for whom
the examination has been waived are
awaiting registration to practice before
the Office in patent matters.

(b) A nonimmigrant alien residing in
the United States and fulfilling the
provisions of §11.7(a) and (b) may be
granted limited recognition if the non-
immigrant alien is authorized by the
Bureau of Citizenship and Immigration
Services to be employed or trained in
the United States in the capacity of
representing a patent applicant by pre-
senting or prosecuting a patent appli-
cation. Limited recognition shall be
granted for a period consistent with
the terms of authorized employment or
training. Limited recognition shall not
be granted or extended to a non-United
States citizen residing abroad. If grant-
ed, limited recognition shall automati-
cally expire upon the nonimmigrant
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