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§ 1.292

37 CFR Ch. I (7–1–10 Edition)

protest; or the protest must comply
with paragraph (c)(5) of this section.
This section does not apply to the first
protest filed in an application.
(c) In addition to compliance with
paragraphs (a) and (b) of this section, a
protest must include:
(1) A listing of the patents, publications, or other information relied upon;
(2) A concise explanation of the relevance of each item listed pursuant to
paragraph (c)(1) of this section;
(3) A copy of each listed patent, publication, or other item of information
in written form, or at least the pertinent portions thereof;
(4) An English language translation
of all the necessary and pertinent parts
of any non-English language patent,
publication, or other item of information relied upon; and
(5) If it is a second or subsequent protest by the same real party in interest,
an explanation as to why the issue(s)
raised in the second or subsequent protest are significantly different than
those raised earlier and why the significantly different issue(s) were not
presented earlier, and a processing fee
under § 1.17(i) must be submitted.
(d) A member of the public filing a
protest in an application under this
section will not receive any communication from the Office relating to the
protest, other than the return of a selfaddressed postcard which the member
of the public may include with the protest in order to receive an acknowledgment by the Office that the protest has
been received. The limited involvement
of the member of the public filing a
protest pursuant to this section ends
with the filing of the protest, and no
further submission on behalf of the
protestor will be considered, unless the
submission is made pursuant to paragraph (c)(5) of this section.
(e) Where a protest raising inequitable conduct issues satisfies the provisions of this section for entry, it will
be entered into the application file,
generally without comment on the inequitable conduct issues raised in it.
(f) In the absence of a request by the
Office, an applicant has no duty to, and
need not, reply to a protest.
(g) Protests that fail to comply with
paragraphs (b) or (c) of this section
may not be entered, and if not entered,

will be returned to the protestor, or
discarded, at the option of the Office.
[69 FR 56544, Sept. 21, 2004]

§ 1.292 Public use proceedings.
(a) When a petition for the institution of public use proceedings, supported by affidavits or declarations is
found, on reference to the examiner, to
make a prima facie showing that the
invention claimed in an application believed to be on file had been in public
use or on sale more than one year before the filing of the application, a
hearing may be had before the Director
to determine whether a public use proceeding should be instituted. If instituted, the Director may designate an
appropriate official to conduct the public use proceeding, including the setting of times for taking testimony,
which shall be taken as provided by
part 41, subpart D, of this title. The petitioner will be heard in the proceedings but after decision therein will
not be heard further in the prosecution
of the application for patent.
(b) The petition and accompanying
papers, or a notice that such a petition
has been filed, shall be entered in the
application file if:
(1) The petition is accompanied by
the fee set forth in § 1.17(j);
(2) The petition is served on the applicant in accordance with § 1.248, or
filed with the Office in duplicate in the
event service is not possible; and
(3) The petition is submitted prior to
the date the application was published
or the mailing of a notice of allowance
under § 1.311, whichever occurs first.
(c) A petition for institution of public
use proceedings shall not be filed by a
party to an interference as to an application involved in the interference.
Public use and on sale issues in an interference shall be raised by a motion
under § 41.121(a)(1) of this title.
(35 U.S.C. 6; 15 U.S.C. 1113, 1123)
[42 FR 5595, Jan. 28, 1977, as amended at 49
FR 48454, Dec. 12, 1984; 61 FR 42807, Aug. 19,
1996; 65 FR 57060, Sept. 20, 2000; 69 FR 50000,
Aug. 12, 2004]

§ 1.293 Statutory invention registration.
(a) An applicant for an original patent may request, at any time during
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U.S. Patent and Trademark Office, Commerce

§ 1.295

the pendency of applicant’s pending
complete application, that the specification and drawings be published as a
statutory invention registration. Any
such request must be signed by (1) the
applicant and any assignee of record or
(2) an attorney or agent of record in
the application.
(b) Any request for publication of a
statutory invention registration must
include the following parts:
(1) A waiver of the applicant’s right
to receive a patent on the invention
claimed effective upon the date of publication of the statutory invention registration;
(2) The required fee for filing a request for publication of a statutory invention registration as provided for in
§ 1.17 (n) or (o);
(3) A statement that, in the opinion
of the requester, the application to
which the request is directed meets the
requirements of 35 U.S.C. 112; and
(4) A statement that, in the opinion
of the requester, the application to
which the request is directed complies
with the formal requirements of this
part for printing as a patent.
(c) A waiver filed with a request for a
statutory invention registration will
be effective, upon publication of the
statutory invention registration, to
waive the inventor’s right to receive a
patent on the invention claimed in the
statutory invention registration, in
any application for an original patent
which is pending on, or filed after, the
date of publication of the statutory invention registration. A waiver filed
with a request for a statutory invention registration will not affect the
rights of any other inventor even if the
subject matter of the statutory invention registration and an application of
another inventor are commonly owned.
A waiver filed with a request for a statutory invention registration will not
affect any rights in a patent to the inventor which issued prior to the date of
publication of the statutory invention
registration unless a reissue application is filed seeking to enlarge the
scope of the claims of the patent. See
also § 1.104(c)(5).

§ 1.294 Examination of request for
publication of a statutory invention
registration and patent application
to which the request is directed.

(Approved by the Office of Management and
Budget under control number 0651–0018)

(a) Any requester who is dissatisfied
with the final refusal to publish a statutory invention registration for reasons other than compliance with 35

[50 FR 9382, Mar. 7, 1985, as amended at 62 FR
53198, Oct. 10, 1997]

(a) Any request for a statutory invention registration will be examined to
determine if the requirements of § 1.293
have been met. The application to
which the request is directed will be
examined to determine (1) if the subject matter of the application is appropriate for publication, (2) if the requirements for publication are met,
and (3) if the requirements of 35 U.S.C.
112 and § 1.293 of this part are met.
(b) Applicant will be notified of the
results of the examination set forth in
paragraph (a) of this section. If the requirements of § 1.293 and this section
are not met by the request filed, the
notification to applicant will set a period of time within which to comply
with the requirements in order to avoid
abandonment of the application. If the
application does not meet the requirements of 35 U.S.C. 112, the notification
to applicant will include a rejection
under the appropriate provisions of 35
U.S.C. 112. The periods for reply established pursuant to this section are subject to the extension of time provisions
of § 1.136. After reply by the applicant,
the application will again be considered for publication of a statutory invention registration. If the requirements of § 1.293 and this section are not
timely met, the refusal to publish will
be made final. If the requirements of 35
U.S.C. 112 are not met, the rejection
pursuant to 35 U.S.C. 112 will be made
final.
(c) If the examination pursuant to
this section results in approval of the
request for a statutory invention registration the applicant will be notified
of the intent to publish a statutory invention registration.
[50 FR 9382, Mar. 7, 1985, as amended at 62 FR
53198, Oct. 10, 1997]

§ 1.295 Review of decision finally refusing to publish a statutory invention registration.
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