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(1) United States Organization means
any partnership, corporation, associa-
tion, or institution where 75 percent or
more of the voting interest is owned by
United States citizens.

§781.4 Communications.

All communications concerning the
regulations in this part, including ap-
plications for licenses, should be ad-
dressed or delivered to the General
Counsel, Attention: Assistant General
Counsel for Patents, U.S. Department
of Energy, Washington, DC 20545.

TYPES OF LICENSES AND CONDITIONS FOR
LICENSING

§781.51 Nonexclusive licenses.

(a) Availability of licenses. Except as
provided in §781.52, DOE inventions
will be made available for the grant of
nonexclusive, revocable licenses to re-
sponsible applicants. However, when in
the best interests of the United States
and the general public, licenses may be
restricted to manufacture in the
United States. Factors which the De-
partment will consider in so restricting
a license include, but are not limited
to, the following:

(1) The nature of the invention;

(2) The effect of the license upon the
policies of the United States Govern-
ment;

(3) The effect of the license upon do-
mestic and international commerce
and competition;

(4) The effect of the license upon the
balance of payments of the United
States; and

(5) The effect of the license upon the
overall posture of the United States in
world markets.

(b) Terms of grant. Nonexclusive 1li-
censes shall contain such terms and
conditions as the Department may de-
termine appropriate for the protection
of the interests of the United States
and the general public, including but
not limited to the following:

(1) The duration of the license will be
negotiated and may be extended upon
application therefor, provided the 1li-
censee complies with all the terms of
the license and shows that substantial
utilization has been, or within a rea-
sonable time will be, achieved.

§781.51

(2) The license shall require the li-
censee to bring the invention to the
point of practical or commercial appli-
cation in the geographic area of the li-
cense, within a period of time specified
in the license or such period as may be
extended by the Department, upon re-
quest in writing to the General Coun-
sel, for good cause shown. The license
shall further require the licensee to
continue to make the benefits of the
invention reasonable accessible in the
geographic area of the license.

(3) The license may be granted for all
or less than all fields of use of the in-
vention and in any one or all of the
countries, or any lesser geographic
area thereof, in which the invention is
covered by a patent or a patent appli-
cation.

(4) Reasonable royalties may be
charged for nonexclusive licenses on
DOE inventions. Factors to be consid-
ered in determining whether to charge
royalties, or the amount thereof, in-
clude but are not limited to, the fol-
lowing:

(i) The nature of the invention;

(ii) Applicant’s status as a small
business, minority business, or busi-
ness in an economically depressed, low-
income or labor surplus area;

(iii) The extent of U.S. Government
contribution to the development of the
invention;

(iv) The degree of development of the
invention;

(v) The extent of effort necessary for
the licensee to bring the invention to
the point of practical or commercial
application;

(vi) The extent of effort necessary to
create or penetrate the market for the
invention;

(vii) Whether the licensee is a U.S.
citizen or U.S. organization; and

(viii) Whether the invention is to be
licensed in the U.S. or in a foreign
country.

(5) In the jurisdiction of the license,
the license may extend to the licens-
ee’s subsidiaries and to affiliates with-
in the corporate structure of which li-
censee is a part, if any. However, the li-
cense shall not be assignable or include
the right to grant sublicenses without
the approval of the Department in
writing.
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§781.52

(6) The licensee shall be required to
submit written reports annually, and
when specifically requested by the De-
partment, on its efforts to bring the in-
vention to a point of practical or com-
mercial application and the extent to
which the licensee continues to make
the benefits of the invention reason-
ably accessible to the public. The re-
ports shall contain information within
the licensee’s knowledge, or which the
licensee may acquire under normal
business practices, pertaining to the
commercial use being made of the in-
vention.

(7) The Department may restrict the
license to the fields of use or geo-
graphic areas in which the licensee has
brought the invention to the point of
practical or commercial application
and continues to make the benefits of
the invention reasonably accessible to
the public.

(The information collection requirements
contained in paragraph (b)(6) were approved
by the Office of Management and Budget
under control number 1902-0232)

[45 FR 73447, Nov. 4, 1980, as amended at 46
FR 63209, Dec. 31, 1981]

§781.52 Exclusive and partially exclu-
sive licenses.

(a) Availability of licenses. The Depart-
ment may grant exclusive or partially
exclusive licenses in any invention
only if:

(1) The invention has been published
as available for licensing pursuant to
§781.61 for a period of at least six (6)
months;

(2) It does not appear that the desired
practical or commercial application
has been or will be achieved on a non-
exclusive basis, and that exclusive or
partially exclusive licensing is a rea-
sonable and necessary incentive to call
forth the risk capital and expenses nec-
essary to bring the invention to the
point of practical or commercial appli-
cation;

(3) A sixty (60) day notice of a pro-
posed exclusive or partially exclusive
licensee has been provided, pursuant to
§781.63(a), advising of an opportunity
for a hearing; and

(4) After termination of the sixty (60)
day notice period, the Secretary has
determined that:
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(i) The interests of the United States
and the general public will best be
served by the proposed license, in view
of the license applicant’s intention,
plans, and ability to bring the inven-
tion to the point of practical or com-
mercial application;

(ii) The desired practical or commer-
cial application has not been achieved,
or is not likely expeditiously to be
achieved, under any nonexclusive li-
cense which has been granted, or which
may be granted, on the invention;

(iii) Exclusive or partially exclusive
licensing is a reasonable and necessary
incentive to call forth the risk capital
and expenses necessary to bring the in-
vention to the point of practical or
commercial application; and

(iv) The proposed terms and scope of
exclusivity are not substantially great-
er than necessary to provide the incen-
tive for bringing the invention to the
point of practical or commercial appli-
cation and to permit the licensee to re-
coup its costs and a reasonable profit
thereon;

(5) Any determination pursuant to
paragraph (a)(4) of this section regard-
ing the practical or commercial appli-
cation of an invention may be limited
to the making, using or selling of an
invention, a specific field of use, or a
geographic location, provided that the
grant of such license will not tend sub-
stantially to lessen competition or re-
sult in undue concentration in any sec-
tion of the United States in any line of
commerce to which the technology to
be licensed relates.

(b) Limited number of partially exclu-
sive licenses. In appropriate cir-
cumstances, and only after compliance
with the requirements of paragraph (a)
of this section, the Department may
offer a limited number of partially ex-
clusive licenses under a particular in-
vention, when limitation of the number
of licenses is found to be in the public
interest and consistent with the pur-
pose of these regulations. Factors to be
considered in a determination to offer
a limited number of licenses under a
particular invention include, but are
not limited to, the following: (1) The
nature of the invention; (2) the pro-
jected market size; (3) the need for lim-
itation of licenses to attract risk cap-
ital; and (4) the need for limitation of
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